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FEDERAL COURTS IMPROVEMENT .ACT OF 
1981-8. 21, AND STATE JlJSTICE INSTITUTE 
ACT OF 1981-8. 537 

MONDAY, MAY 18, 1981 

U.S. SENATE, 
SUBCOMMITTEE ON COURTS, 
COJ,\1MITTEE ON THE JUDICIARY, 

Washington, D.C. 
The subcommittee met, pursuant to notice, at 9:35 a.m., in room 

2228, Dirksen Senate Office Building, Senator Robert Dole (chair
man of the subcommittee) presiding. 

Present: Senators Thurmond and Heflin. 
Staff present: Alex A. Beehler, counsel; Arthur Briskman, minor

ity counsel; and Linda E. White, chief clerk. 
Also present: Michael J. Remington, chief counsel of the House 

Subcommittee on Courts, Civil Liberties, and Administration of 
Justice. 

Senator THURMOND. The hearing will come to order. 
The chairman of this subcommittee, Senator Dole, has been de

tained. I understand he has gone to the White House. At any rate, 
he will be here very soon. In the meantime we shall proceed. 
Senator Heflin will ta.ke his place until he arrives. 

I see that Senator Dole has just entered the room. 

OPENING STATEMENT OF CHAIRMAN ROBERT DOLE 
Senator DOLE. Thank you, Mr. Chairman. I apologize for being 

late. 
Today the Subcommittee on Courts will consider two diverse but 

very significant pieces of legislation in the following order: S. 21, 
the merger of the Court of Claims and the Court of Customs and 
Patent Appeals; and S. 537, the State justice institute proposal. 

The court merger measure is truly an omnibus legislative initia
tive, addressing a range of technical but important subjects. It 
establishes a new Court of Appeals for the Federal Circuit which 
"''{Quld exercise the nontax appellate jurisdiction presently held by 
the Court of Claims and the Court of Customs and Patent Appeals. 
It also restructures the Court of Claims into a claims court akin to 
a district court, handling claims cases, except for tax matters. 
Several other more technical changes are included, such as provid
ing for prejudgment interest, limiting tenure for chief judges, 
amending the Judicial Council organization, and restructuring the 
retirement provisions for judges. 

This proposal was conceived and developed as S. 1477, the "Fed
eral Courts Improvements Act of 1979," in the 96th Congress by 

-<1) 
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Senator DeConcini, former chairman of this subcommittee's prede
cessor. Five days of extensive hearings were held on S. 1477 before 
the subcommittee last Congress. Though the proposal in some form 
passed both Houses of Congress last Congress, a final compromise 
measure was not acted upon due to the threat of extraneous 
amendments being added on the Senate floor. 

Subsequently, opposition to certain aspects of the court merger 
concept have crystallized. The purpose of today's hearing is to 
explore fully the pros and cons of such a measure. In this regard, 
there are two panels of distinguished witnesses, the first group, 
against the measure; the second group, in favor of the proposal. 
Closing the discussion will be the Honorable Howard T. Markey, 
Chief Judge, U.S. Court of Customs and Patent Appeals, and the 
Honorable Daniel M. Friedman, Chief Judge, U.S. Court of Claims, 
to answer any questions engendered by today's discussions. We 
especially appreciate these two distinguished judges returning 
before the subcommittee on this matter. 

At the conclusion of that testimony, the subcommittee will then 
consider legislation that was introduced by Senator Heflin, the 
State Justice Institute, S. 537. 

S. 537 would establish a State Justice Institute. The institute 
would provide technical and financial assistance to further the 
development and adoption of improvements in the administration 
of justice in State courts throughout the United States. 

State courts handle 98 percent of the matters which bring our 
citizens into the judicial process. It is in these courts that the great 
mass of our citizens make their judgment on the quality of justice 
that our society provides. Clearly, State cou"ts are the people's 
courts and they must be perceived as providing justice. For this 
reason, I believe that it is the duty of the Subcommittee on Courts 
to focus on the quality of justice that exists in State courts, in an 
effort to determine if Federal assistance is needed for our State 
courts. 

At this point in the record, I wish to insert a copy of S. 21. 
[A copy of bill S. 21 follows:] 

{J 
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97TH CONGRESS 
1ST SESSION 

3 

S.21 

IT 

To establish a United States Court of Appeals for the Federal Circuit, to establish 
a United States Claims Court, and for other purposes. 

IN THE SENATE OF THE UNITED STATES 

JANUARY 5, 1981 

Mr. DECONCINI introduced the following bill; which was read twice and referred 
to the Committee on the Judiciary 

A BILL 
To establish a United States Court of Appeals for the Federal 

Circuit, to establish a United States Olaims Oourt, and for 

other purposes. 

1 Be it enacted by the Senate and House of Representa-

2 tives of the United States of America in Congress assembled, 

3 That this Act may be cited as the "]'ederal Oourts Improve-

4 ment Act of 1981". 
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1 TITLE I-UNITED STATES COURT OF APPEALS 

2 FOR THE FEDERAL CIRCUIT AND UNITED 

3 

4 

5 

STATES CLAIMS COURT 

PART A-ORGANIZAT'ION, STRUCTURE, AND 

JURISDICTION 

6 NUMBER AND COMPOSITION OF CIRCUITS 

7 SEC. 101. Section 41 of title 28, United States Code, as 

8 amended by the Fifth Circuit Oourt of Appeals Reorganiza-

9 tion Act of 1980, is amended by striking out "twelve" and 

10 inserting in lieu thereof "thirteen" and by adding at the end 

11 thereof the following: 

"Federal ...... , .............................................................. All Federal judicial districts.". 

12 NUMBER OF CIRCUIT JUDGES 

13 SEC. 102. (a) Section 44(a) of title 28, United State~ 

14 Oode, as amended by the Fifth Circuit Oourt of Appeals Re-

15 organization Act of 1980, is amended by adding at the end 

16 thereof the following: 

"Federal..................................................................................................... 12". 

17 (b)(1) Section 44(c) of title 28, United States Code, is 

18 amended by adding the following sentence at the end thereof: 

19 "Wnile in active service, each circuit judge of the Federal 

20 judicial circuit appointed after October 1, 1981, and the chief 

21 judge of the F.ederal judicial circuit, whenever appointed, 

22 shall reside within fifty miles of the District of Columbia.". 

o 

-------------~~~ 

5 

3 

1 (2) The first paragraph of section 48 of title 28, United 

2 States Code, is amended by striking out the first two sen-

3 tences and inserting in lieu thereof the following: 

4 "(a) The courts of appeals shall hold regular sessions at 

5 the places listed below, and at such other places within the 

6 respective circuit as each court may designate by rule:". 

7 (3) Section 48(a) of title 28, Unit.ed States Code, as 

8 amended by the Fifth Circuit Court of Appeals Reorganiza-

9 tion Act of 1980, is amended further by inserting at the end 

10 of the table of circuits and places the following: 

"Federal. ........................................... D' . .................................... lstnct of Columbia.". 

11 (4) Section 48(a) of title 28, United States Code, is 

12 amended further by striking out the final.paragraph and in-

13 serting in lieu thereof the following: 

14 "(b) Each court of appeals may hold special sessions at 

15 any place within its circuit as the nature of the business may 

16 require, and upon such notice as the court orders. The court 

17 may transact any business at a special session which it might 

18 transact at a regular session. 

19 "(c) Any court of appeals may pretermit, with the con-

20 sent of the Judicial Conference of the United States, any 

21 regular session of court at any place for insufficient business 

22 or other good c.a,use.". 
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1 PANELS OF JUDGES 

2 SEC. 103. (a) Section 46(a) of title 28, United States 

3 Code, is amended by striking out "divisions" and inserting in 

4 lieu thereof "panels". 

5 (b) Section 46(b) of title 28, United States Code, is 

6 amended-

7 

8 

9 

10 

11 

12 

13 

14 

15 

h l it (1) by striking out "div,?ions" eac pace 

appears and inserting in lieu thereof "panels"; and 

(2) by inserting immediately before the period at 

the end of the first sentence thereof the following: " , 

except that the United States Court of Appeals for the 

Federal Circuit may determine by rule the number of 

. 1" judges, not less than three, who constItute a pane . 

NUMBER OF JUDGES FOR HEARINGS 

SEC. 104. (a) The first sentence of section 46(c) of title 

16 28, United States Code, is amended by inserting immediately 

17 after "three judges" .the following: "(except that the United 

18 States Court of Appeals for the Federal Circuit may sit in 

19 panels of more than three judges if its rules so provide)". 

20 (b) Section 46(d) of title 28, United States Code, is 

21 amended by striking out ~Idivision" and inserting in lieu 

22 thereof "panel". 

23 

24 

ORGANIZATION OF UNITED STATES CLAIMS COURT 

SEC. 105. (a) Chapter 7 of title 28, United States Code, 

25 is amended to read as follows: 

7 

5 

1 "CHAPTER 7-Ul~ITED STATES CLAIMS COURT 

"Sec. 
"171. Appointment and number of judges; character of court; designation of chief 

judge. 
"172. Tenure and salaries of judges. 
"173. Times and places of holding court. 
"174. Assignment of judges; decisions. 

o "175. Official duty station; residence. 
"176. Removal from office. 
"177. Disbarment of removed judges. 

2 "§ 171. ii..ppointment and number of judges; character of 

3 court; designation of ehief judge 

4 "(a) The President shall appoint, by and with the advice 

5 and consent of the Senate, sixteen judges who shall consti-

6 tute a court of record known as the United States Claims 

7 Court. The court is declared to be a court established under 

8 article I of the Constitution of the United States. 

9 "(b) The Claims Court shall at least biennially designate 

10 a judge to act as chief judge. 

11 "§ 172. Tenure and salaries of judges 

12 "(a) Each judge of the United States Claims Court shall 

13 be appointed for a term of fifteen years. 

14 I/(b) Each judge shall receive a salary at an annual rate 

15 determined under section 225 of the Federal Salary Act of 

16 1967 (2 U.S.C. 351-361), as adjusted by section 461 of this 

17 title. 

18 "§ 173. Times and places of holding court 

19 "The principal office of the United States Claims Court 

20 shall be in the District of Columbia, but the Claims Court 

.21 may hold court at such times and in such places as it may fix 
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1 by rule of court. The times and places of the sessions of the 

2 Olaims Oourt shall be prescribed with a view to securing 

3 reasonable opportunity to citizens to appear before the 

4 Olaims Oourt with as little inconvenience and expense to citi-

5 zens as is practicable. 

6 "§ 174. Assignment of judges; decisions 

7 "(a) The judicial power of the United States Olaims 

8 Oourt with respect to any action, suit, or proceeding, except 

9 congressional reference cases, shall be exercisea by a single 

10 judge, who may preside alone and hold a regular or special 

11 session of court at the same time other sessions are held by 

12 other judges. 

13 "(b) All decisions of the Olaims Oourt shall be preserved 

14 and open to inspection. 

15 "§ 175. Official duty station; residence 

16 "(a) The official duty station of each judge or the United 

17 States Olaims Oourt is the District of Oolumbia. 

18 "(b) Mter appointment and while in active service, each 

19. judge shall reside within fifty miles of the District of 

20 Oolumbia. 

21 "§ 176. Removal from office 

22 "Removal of a judge of the United States Olaims Oourt 

23 during the term for which he is appointed shall be only for 

24 incompetency, misconduct, neglect of duty, engaging in the 

25 practice of law, or physical or mental disability. Removal 

o 

(] 

9 

7 

1 shall be by the United States Oourt of Appeals for the Feder-

2 al Oircuit, but removal may not occur unless a majority of all 

3 the judges of such court of appeals concur in the order of 

4 removal. Before any order of removal may be entered, a full 

5 specification of the charges shall be furnished to the judge, 

6 and he shall be accorded an opportunity to be heard on the 

7 charges. Any 9ause for removal of any judge of the United 

8 States Olaims Oourt coming to the knowledge of the Director 

9 of the Administrative Office of the United States Oourts shall 

10 be, reported by him to the chief judge of the United States 

11 Court of Appeals for the Federal Circuit, and a copy of the 

12 report shall at the same time be transmitted to the judge. 

13 u§ 177. Disbarment of removed judges 

14 "A judge of the United States Claims Oourt removed 

15 from office in accordance with sectifJn 176 of this title shall 

16 not be permitted at any time to practice before the Olaims 

17 Oourt." . 

18 (b) The item relating to Dhapter 7 in the chapter analy-

19 sis of part I of title 28, United' States Oode, is amended to 

20 read as follows: 

"7. United States Claims Court................................................................... 171". 
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1 REPEAL OF PROVISIONS RELATING TO THE COURT OF 

2 CUSTOMS AND PATENT APPEALS 

3 SEC. 106. Ohapter 9 of title 28, United States Oode, 

4 and the item relating to chapter 9 in the chapter analysis of 

5 part I of such title, are repealed. 

6 

7 

INTERLOCUTORY APPEALS FROM CERTAIN ORDERS 

SEC. 107. Section 256(b) of title 28, United States 

8 Oode, is amended by striking out "section 1541(b)" and all 

9 that follows through "in that section." and inserting in lieu 

10 thereof the following: "section 1292(c)(3) of this title, and the 

11 United States Oourt of Appeals for the Federal Oircuit may, 

12 in its discretion, consider the appeal.". 

13 

14 

REPEAL; ASSIGNMENT OF CIRCUIT JUDGES 

SEC. 108. Subsection (b) of section 291 of title 

15 United States Oode, is repealed. 

ASSIGNMENT OF DISTRICT JUDGES 

28, 

16 

17 SEC. 109. Section 292(e) of title 28, United States 

18 Oode, is amended by striking out "the Oourt of Olaims, the 

19 Oourt of Oustoms and Patent Appeals or" and by striking out 

20 "in which the need arises" . 

21 

22 

REPEAL; ASSIGNMENT OF OTHER JUDGES 

SEC. 110. Subsections (a), (c), amI (d) of section 293 of 

23 titie 28, United States Oode, are repealed. 
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9 

JUDICIAL CONFERENCE 

SEC. 111. Section 331 of title 28, United States Oode, 

is amended-

(1) in the first paragraph, by striking out ", the 

chief judge of the Oourt of Olaims, the chief judge of 

the Oourt of Oustoms and Patent Appeals,"; and 

(2) in the third paragraph, by striking out the 

second sentence. 

RETffiEMENT 

SEC. 112. (a) Section 372(a) of title 28, United States 

Oode, is amended-

(1) in the third paragraph, by striking out "Oourt 

of Olaims, Oourt of Oustoms and Patent Appeals, or"; 

and 

(2) in the fifth paragraph, by striking out "Oourt 

of Olaims, Oourt of Oustoms and Patent Appeals, or". 

(b) Section 372(b) of title 28, United States Oode, is 

amended by striking out "Oourt of Olaims, Oourt of Oustoms 

. and Patent Appeals, or" each place it appears. 

REPEAL; DISTRIBUTION OF COURT OF CLAIMS DECISIONS 

SEC. 113. Section 415 of title 28, United States Oode, 

and the item relating to section 415 in the section analysis of 

chapter 19 of such title, are repealed. 

81-714 0-81-2 
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DEFINITIONS 

SEC. 114. Section 451 of title 28, United States Oode 

3 (including that section as it will become effective on April 1, 

4 1984), is amended-

5 

6 

7 

8 

9 

10 

11 

(1) in the first paragraph, by striking out "the 

Oourt of Claims, the Oourt of Oustoms and Patent 

Appeals,"; and 

(2) in the third paragraph, by striking out "Oourt 

of Olaims, Oourt of Oustoms and Patent Appeals,". 

TRAVELING EXPENSES AND COURT ACCOMMODATIONS 

SEC. 115. (a)(I) Section 456 of title 28, United States 

12 Oode, is amended to read as follows: 

13 "§456. Traveling expenses of justices and judges; official 

14 

15 

duty stations I. 

"(a) The Director of the Administrative Office of the 

16 United States Oourts shall pay each justice or judge of the 

17 United States and each retired justice or judge recalled or 

18 designated and assigned to active duty, while attending court 

19 or transacting official business at a place other than his offi-

20 cial duty station, upon his certificate all necessary transporta-

21 tion expenses and also a per diem allowance for travel at the 

22 rate which the Director establishes not to exceed the maxi-

23 mum per diem allowance fixed by section 5702(a) of title 5, 

24 or in accordance with regulations which the Director shall 

25 prescribe with the approval of the Judicial Oonference of the 

o 

13 

11 

1 United States, reimbursement for his actual and necessary 

2 expenses of subsistence not in excess of the maximum 

3 amount fixed by section 5702 of title 5. 

4 
"(b) The official duty station of the Ohief Justice of the 

5 United States, the Justices of the Supreme Oourt of the 

6 United States, and the judges of the United States Oourt of 

7 Appeals for the District of Oolumbia OircUit, the United 

8 States Oourt of Appeals for the Federal Oircuit, and the 

9 United States District Oourt for the District of Columbia 

10 shall be the District of Oolumbia. 

11 "(c) The official duty station of the judges of the United 

12 States Oourt of International Trade shall be New York Oity. 

13 "(d) The official duty station of each district judge shall I. 

14 be that place where a district court holds regular sessions at 

15 or near which the judge performs a substantial portion. of his 

16 judicial work, which is nearest the place where he maintains 

17 his actual abode in which he customarily lives. 

18 
"(e) The official duty station of a circuit judge shall be 

19 that place where a circuit or district court holds regular ses-

20 SiOllS at or near which the judge performs a substantial por-

21 tion of his judicial work, or that place where the Director 

22 provides chambers to the judge where he performs a substan-

23 tial portion of his judicial work, which is nearest the place 

24 where he maintains his actual abode in which he customarily 

25 lives. 
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1 "(1) The official duty station of a retired judge shall be 

2 established in accordance with. section 374 of this title. 

3 "(g) Each circuit or district judge whose official duty 

4 station is not fixed expressly by this section shall notify the 

5 Director of the Administrative Office of the United States 

6 Courts in writing of his actual abode and official duty station 

7 upon his appointment and from time to time thereafter as his 

8 official duty station may change.". 

9 (2) The item relating to section 456 in the section anal-

10 ysis of chapter 21 of title 28, United States Code, is amended 

11 to read as follows: 

"456. Traveling expenses of justices and judges; official duty stations.". 

12 (b)(1) Section 460 of title 28, United States Code, is 

13 amended to read as follows: 

14 "§ 460. Application to other courts 

15 "(a) Sections 452 through 459 and section 462 of this 

16 chapter shall also apply to the United States Claims Oourt, 

17 to each court created by Act of Congress in a territory which 

18 is invested with any jurisdiction of a district court of the 

19 United States, and to the judges thereof. 

20 "(b) The official duty station of each judge referred to in 

21 subsection (a) which is not othermse established by law shall 

22 be that place where the court holds regular sessions at or 

23 near which the judge performs a substantial portion of his 

': 
Q II 

(I 
,! 

q 

15 

13 

1 judicial work, which is nearest the place where he maintains 

2 his actual abode in which he customarily lives." . 

3 (2) The item relating to section 460 in the section anal-

4 ysis of chapter 21 of title 28, United States Code, is amended 

5 to read as follows: 

"460. Application to other courts.". 

6 (c)(1) Chapter 21 of title 28, United States Code, is 

7 amended by adding at the end thereof the following new 

8 section: 

9 "§ 462. Court accommodations 

10 "(a) Sessions of courts of the United States (except the 

11 Supreme Oourt) shall be held only at places where the Direc-

12 tor of the Administrative Office of the United States Courts 

13 provides accommodations, or where suitable accommodations 

14 are furnished without cost to the judicial branch. 

15 "(b) The Director of the Administrative Office of the 

16 United States Courts shall provide accommodations, includ-

17 ing chambers and courtrooms, only at places where regular 

18 sessions of court are authorized by law to be held, but only if 

19 the judicial council of the appropriate circuit has approved 

20 the accommodations as necessary. 

21 "(0) The limitations and restrictions contained in subsec-

22 tion (b) of this section shall not prevent the Director from 

23 furnishing chambers to circuit judges at places where Federal 
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1 f&cilities are available when the judicial council of the circuit 

2 approves. 

3 "(d) The Director of the Administrative Office of the 

4 United States Courts shall provide permanent accommoda-

5 tions for the United States Court of Appeals for the Federal 

6 Circuit and for the United States Claims Court only at the 

7 District of Columbia. However, each such court may hold 

8 regular and special sessions at other places utilizing the ac-

9 commodations which the Director provides to other courts. 

10 "(e) The Director of the Administrative Office of the 

11 United States Courts shall provide accommodations for pro-

12 bation officers, pretrial service officers, and Federal Public 

13 Defender Organizations at such places as may be approved 

14 by the judicial council of the appropriate circuit. 

15 "(f) Upon the request of the Director, the Administrator 

16 of General Services is authorized and directed to provide the 

17 accommodations the Director requests.". 

18 (2) The section analysis of chapter 21 of title 28, United 

19 States Code, is amended by adding at the end thereof the 

20 following new item: 

"462. Oourt accommodations.". 

21 (3) Section 142 of title 28, United States Code, and the 

22 item relating to section 142 in the section analysis of chapter 

23 5 of such title, are repealed. 

-~------
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1 INTERESTS OF THE UNITED STATES IN CERTAIN ACTIONS 

2 SEC. 116. Section 518(a) of title 28, United States 

3 Code, is amended by striking out "Court of Claims" and in-

4 serting in lieu thereof "United States Claims Court or in the 

5 United States Court of Appeals for the Federal Circuit". 

6 

7 

8 

TRANSMISSION OF PETITIONS IN SUITS AGAINST THE 

UNITED STATES 

SEC. 117. (a) Section 520 of title 28, United States 

9 Code, is amended-

10 

11 

12 

13 

14 

15 

16 

17 

18 

- (1) in subsection (a), by striking out "Court of 

Claims" and inserting in lieu thereof "United States 

Olaims Court or in the United States Court of Appeals 

for the Federal Circuit"; and 

(2) by striking out "Court of Claims" in the sec

tion heading and inserting in lieu thereof "United 

States Olaims Court or in United States Court of Ap

peals for the Federal Circuit". 

(b) The item relating to section 520 in the section analy-

19 sis of chapter 31 of title 28, United States Code, is amended 

20 to read as follows: 

21 

22 

"520. Transmission of petitions in United States Claims Oourt or in United States 
Oourt of Appeals for the Federal Oircuit; statement furnished by 
departments." . 

BUDGET ESTIMATES 

SEC. 118. Section 605 of title 28, United States Code, 

23 is amended by inserting immediately before the period at the 

24 end of the second undesignated paragraph the following: 
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1 "and the estimate with respect to the United States Court of 

2 Appeals for the Federal Circuit shall be approved by such 

3 court" and by striking out "Bureau of the Budget" each 

4 place it appears and inserting in lieu thereof "Office of Man-

5 agement and Budget" . 

6 

7 

DEFINITION OF COURTS 

SEC. 119. (a) Section 610 of title 28, United States 

8 Code, is amended by striking out "the Court of Olaims, the 

9 Court of Customs and Patent Appeals" and inserting in lieu 

10 thereof Hthe United States Claims Oourt". 

11 (b)(1) Section 713 of title 28, United States Code, is 

12 amended to read as follows: 

13 "§ 713. Librarians 

14 "(a) Each court of appeals may appoint a librarian who 

15 shall be subject to removal by the court. 

16 H(b) The librarian, with the approval of the court, may 

17 appoint necessary library assistants in such numbers as the 

18 Director of the Administrative Office of the United States 

19 Courts may approve. The librarian may remove such library 

20 assistants with the approval of the court.". 

21 (2) The item relating to st'Jtion 713 in the section anal-

22 ysis of cha,pter 47, United States Code, is amended to read as 

23 follows: 

"713. Librarians:". 

19 

17 

1 (c)(l) Chapter 47 of title 28, United States Code, is 

2 amended by adding at the end thereof the following new 

3 sections: 

4 "§ 714. Criers and messengers 

5 "(a) Each court of appeals may appoint a crier who 

6 shall be subject to removal by the court. 

7 "(b) The crier, with the approval of the court, may ap-· 

8 point necessary messengers in such number as the Director 

9 of the Administrative Office of the United States Courts may 

1 0 approve. The crier may remove such messengers with the 

11 approval of the court. The crier shall also perform the duties 

12 of bailiff and messenger. 

13 "§ 715. Staff attorneys and technical assistants 

14 "(a) The chief judge of each court of appeals, with the 

15 approval of the court, may appoint a senior staff attorney, 

16 who shall be subject to removal by the chief judge with the 

17 approval of the court. 

18 "(b) The senior staff attorney, with the approval of the 

19 court, may appoint necessary staff attorneys and secretarial 

20 and clerical employees in such numbers as the Director of the 

21 Administrative Office of the United States Courts may ap-

22 prove, but in no event may the number of staff attorneys 

23 exceed the number of positions expressly authorized in an 

24 annual appropriation act. The senior staff attorney may 
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1 remove such staff attorneys and secretarial and clerical em~ 

2 ployees with the approval of the court. 

3 "(c) The chief judge of the Oourt of Appeals for the 

4 Federal Oircuit, with the approval of the court, may appoint 

5 a senior technical assistant who shall be subject to removal 

6 . by the chief judge with the approval of the court. 

7 "(d) The senior technical assistant, with the approval of 

8 the court, may appoint necessary technical assistants in such 

9 number as the Director of the Administrative Office of the 

10 United States Oourts may approve, but in no event may the 

11 number of technical assistants in the Oourt of Appeals for the 

12 Federal Oircuit exceed the number of circuit judges in regu-

13 lar active service within such circuit. The senior technical 

14 assistant may remove such technical assistants with the ap-

15 proval of the court.". 

16 (2) The section analysis of chapter 47, United States 

17 Code, is amendetl by adding at the end thereof the following 

18 new items: 

19 

20 

21 

"714. Oriers and messengers. 
"715. Stv.ff attorneys and technical assistants.". 

OFFICERS AND EMPLOYEES OF THE UNITED STATES 

CLAIMS COURT 

SEC. 120. (a) Sectiqn 791(a) of title 28, United States 

22 Code, is amended to read as follows: 

23 "(a) The United States Olaims Oourt may appoint a 

24 clerk, who shall be subject to removal by the court. The 

------------~.--------
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1 clerk, with the approval of the court, m~y appoint necessary 

2 deputies and employees in such numbers as may be approved 

3 by the Director of the Administrative Office of the United 

4 States Oourts. Such deputies and employees shall be subject 

5 to removal by the clerk with the approval of the court.". 

6 (b) Section 792 of title 28, United States Code, and the 

7 item relating to section 792 in the section analysj::; of chapter 

8 51 of such title, are repealed. 

9 (c)(1) Section 794 of title 28, United States Oode, is 

10 amended to read as follows: 

11 "§ 794. Law clerks and secretaries 

12 "The judges of the United States Olaims Oourt may 

13 appoint necessary law clerks and secretaries, in such num-

14 bers as the Judicial Oonference of the United States ms,y 

15 approve subject to any limitation of the aggregate salaries of 

16 such employees which may be imposed by law.". 

17 (2) The item relating to section 794 in the section 

18 analysis of chapter 51 of title 28, United States Oode, is 

19 amended to read a,s follows: 

"794. Law clerks and secretaries.". 

20 (d)(1) Section 795 of title 28, United States Code, is 

21 amended to read as follows: 

22 "§ 795. Bailiffs and messengers 

23 "The chief judge of United States Olaims Court, with 

24 the approval of the court, may appoint necessary bailiffs and 
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1 messengers, in such numbers as the Director of the Adminis-

2 trative Office of the United States Oourts may approve, each 

3 of whom shall be subject to removal by the chief judge, with 

4 the approval of the court.". 

5 (2) The item relating to section 795 in the section 

6 analysis of chapter 51 of title 28, United States Oode, is 

7 amended to read as follows: 

1/795. Bailiffs and messengers.". 

8 (e) Section 796 of title 28, United States Oode, is 

9 amended by striking out "Oourt of Olaims" and inserting in 

1 0 lieu thereof "Director of the Administrative Office of the 

11 United States Oourts". 

12 (f) Section 797 of title 28, United States Oode, and the 

13 item relating to section 797 in the section analysis of chapter 

14 51 of such title, are repealed. 

15 (g)(I) The item relating to chapter 51 in the chapter 

16 analysis of part ill of title 28, United States Oode, is amend-

17 ed by striking out "Oourt of Olaims" and inserting in lieu 

18 thereof "United States Olaims Oourt". 

19 (2) The chapter heading of chapter 51' of title 28, United 

20 States Oode, is amended by striking out "OOURT OF 

21 OLAIMS" and inserting in lieu thereof "UNITED STATES 

22 OLAIMS OOURT". 
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AB?LISHMENT OF UNITED STATES COURT OF CUSTOMS 

AND PATENT APPEALS 

SEC. 121. (a) Ohapter 53 of the title 28, United States 

Oode, and the item relating to chapter 53 in the chapter 

analysis of part ill of such title, are repealed. 

(b) Subsection (a) of section 957 of title 28, United 

States Oode, is amended by striking out "(a)" and subsection 

(b) of such section 957 is repealed. 

TECHNICAL AND CONFORMI:NG AMENDMENTS RELATING TO 

REPEAL OF COURT OF CUSTOMS AND PATENT APPEALS 

11 

12 

13 

SEC. 122. Sections 1255 and 1256 of title 28, United 

States Oode, and the items relating to sections 1255 and 

1256 in the section analysis of chapter 81 of such title, are 

14 repealed. 

15 

16 

COURTS OF APPEALS JURISDICTION 

SEC. 123. Section 1291 of title 28, United States Oode, 

17 is amended-

18 

19 

20 

21 

22 

23 

24 

25 

(1) by inserting "(other than the United States 

Oourt of Appeals for the Federal Oircuit)" after 

" t f I cour s 0 appea s"; and 

(2) by adding at the end thereof the following new 

sentence: "The jurisdiction of the United States OOUrt 

of Appeals for the Federal Oircuit shall be limited to 

the jurisdiction described in sections 1292 (c) and (d) 

and 1295 of this title.". 
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INTERLOOUTORY DEOISIONS 

SEO. 124. (a) Section 1292(a) of title 28, United States 

3 Code, is amended-

4 

5 

6 

7 

8 

9 

10 

(1) by striki'g out "The courts" and inserting in 

lieu thereof "Except as provided in subsections (c) and 

(d) of this section, the courts"; 

(2) by striking out the semicolon at the end of 

paragraph (3) and inserting in lieu thereof a period; 

and 

(3) by striking out paragraph (4). 

11 (b) Section 1292 of title 28, United States Code, is 

12 amended by adding at the end thereof the following new 

13 subsections: 

14 "(c) The United States Court of Appeals for the Federal 

15 Circuit shall have exclusive jurisdiction-

16 

17 

18 

19 

20 

21 

22 

23 

24 

"(1) of an appeal from an interlocutory order or 

decree described in subsection (a) of this section in any 

case over which the court would have jurisdiction of an 

appeal under section 1295 of this title; and 

"(2) of an appeal from a judgment in a civil action 

for patent infringement which would otherwise be ap

pealable to the United States Oourt of Appeals for the 

Federal Circuit and is final except for an accounting. 

"(d)(l) When the chief judge of the Oourt of Interna-

25 tional Trade issues an order under the provisions of section 

-~-~---
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1 256(b) of this title, or when any judge of the Oourt of Inter-

2 national Trade, in issuing any other interlocutory order, in-

3 cludes in the order a statement that a controlling question of 

4 law is involved with respect to which there is a substantial 

5 ground for difference of opinion and that an immediate appeal . . 
6 from its order may materially advance the ultimate termina-

7 tion of the litigation, the United States Court of Appeals for 

8 the Federal Circuit may, in its discretion, permit an appeal to 

9 be taken from such order, if application is made to that Court 

10 within ten days after the entry of such order. 

11 "(2) When any judge of the United States Olaims Oourt, 

12 in issuing an interlocutory order, includes in the order a 

13 statement that a controlling question of law is involved with 

14 respect to which there is a substantial ground for difference 

15 of opinion and that an immediate appeal from its order may 

16 materially advance the ultimate termination of the litigation, 

17 the United States Court of Appeals for the Federal Circuit 

18 may, in its discretion, permit an appeal to be taken from such 

19 order, if application is made to that Court within ten days 

20 after the entry of such order. 

21 "(3) Neither the application for nor the granting of an 

22 appeal under this subsection shall stay proceedings in the 

23 Court of International Trade or in the Olaims Court, as the 

24 case may be, unless a stay is ordered by a judge of the Oourt 

25 of International Trade or the Olaims Court or by the United 
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1 States Oourt of Appeals for the Federal Oircuit or a judge of 

2 that court.". 

3 CIRCUITS IN WHICH DECISIONS ARE REVIEWABLE 

4 SEC. 125. Section 1294 of title 28, United States Oode, 

5 is amended by striking out "Appeals" and inserting in lieu 

6 thereof "Except as provided in section 1295 of this title, 

7 appeals" . 

8 

9 

10 

JURISDICTION OF THE UNITED STATES COURT OF 

APPEALS FOR THE FEDERAL CIRCUIT 

SEC. 126. (a) Ohapter 83 of title 28, United States 

11 Oode, is amended by adding at the end thereof the following 

12 new sections: 

13 "§ 1295. Jurisdiction of the United States Court of Appeals 

14 

15 

for the Federal Circuit 

"(a) The United States Oourt of Appeals for the Federal 

16 Oircuit shall have exclusive jurisdiction-

17 

18 

19 

20 

21 

22 

23 

24 

25 

"(1) of an appeal from a final decision of a district 

court of the United States, the United States District 

Oourt for the District of the Oanal Zone, the District 

Oourt of Guam, the District Oourt of the Virgin Is

lands, or the District Oourt for the Northern Mariana 

Islands, if the jurisdiction of .that court was based, in 

whole or in part, on section 1338 of this title, except 

that a case involving a claim arising under any Act of 

Oongress relating to copyrights or trademarks and no 

() 

------ ---- - -----------...----
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2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

27 

25 

other claims under section 1H38(a) shall be governed 

by sections 1291, 1292, and 12'04 of this title; 

"(2) of an appeal from a final decision of a district 

court of the United States, the United States District 

Oourt for the District of the Oanal Zone, the District 

Oourt of Guam, the District Oourt of the Virgin Is

lands, or the District Oourt for the Northern Mariana 

Islands, if the jurisdiction of that court was based, in 

whole or in part, on section 1346 of this title, except 

that jurisdiction of an appeal in a case brought in a 

district court under section 1346(a)(1), 1346(b), or 

1346(e) of this title or under section 1346(a)(2) when 

the claim is founded upon an Act of Oongress or a 

regulation of an executive department providing for 

internal revenue shall be governed by sections 1291, 

1292, and 1294 of this title; 

"(3) of an appeal from a final decision of the 

United States Olaims Oourt; 

"(4) of an appeal from a decision of-

"(A) the Board of Appeals or the Board of 

Patent Interferences of the Patent and Trademark 

Office with respect to patent applications and in

terferences, at the instance of an applicant for a 

patent or any party to a patent interference, and 

any such appeal shall waive the right of such ap-

81-714 0-81--3 
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plicant or party to proceed under section 145 or 

146 of title 35; 

"(B) the Oommissioner of Patents and 

Trademarks or the Trademark Trial and Appeal 

Board with respect to applications for registration 

of marks and other proceedings as provided in 

section 21 of the Trademark Act of 1946 (15 

U.S.O. 1071); or 

"(0) a district court to which a case was di

rected pursuant to section 145 or 146 of title 35; 

"(5) of an appeal from a final decision of the 

United States Oourt of International Trade; 

"(6) to review the final determinations of the 

United States International Trade Oommission relating 

to unfair practices in import trade, made under section 

337 of the Tariff Act of 1930 (19 U.S.O. 1337); 

"(7) to review, by appeal on questions of law 

only, findings of the Secretary of Oommerce under 

headnote 6 to schedule 8, part 4, of the Tariff Sched

ules of the United States (relating to importation of 

instruments or apparatus); 

"(8) of an appeal under section 71 of the Plant 

Variety Protection Act (7 U.S.C. 2461); 

t 
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27 

"(9) of an appeal from a final order or final deci

sion of the Merit Systems Protection Board, pursuant 

to seotions 7703(b)(1) and 7703(d) of title 5; and 

"(10) of an appeal from a final decision of an 

agency board of contract appeals pursuant to section 

8(g)(l) of the Oontract Disputes Act of 1978. 

7 "(b) The head of any executive department or agency 

8 may, with the approval of the Attorney General, refer to the 

9 Oourt of Appeals for the Federal Oircuit for judicial review 

10 any final decision rendered by a board of contract appeals 

11 pursuant to the terms of any contract with the United States 

12 awarded by that department or agency which the head of 

13 such department or agency has concluded is not ,entitled to 

14 finality pursuant to the review standards specified in section 

15 10(b) of the Oontract Disputes Act of 1978 (41 U.S.O. 

16 609(b». The head of each executive department or agency 

17 shall make any referral under this section within one hundred 

18 and twenty days after the receipt of a copy of the final appeal 

19 decision. 

20 "(c) The Oourt of Appeals for the Federal Oircuit shall 

21 review the matter referred in accordance with the standards 

22 specified in section 10(b) of the Oontract Disputes Act of 

23 1978. The court shall proceed with judicial review on the 

24 administrative record made before the board of contract ap-

25 peals on matters so referred as in other cases pending in such 
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1 court, shall determine the issue of finality of the appeal deci-

2 sion, and shall, if appropriate, render judgment thereon, or 

3 remand the matter to any administrative or executive body or 

4 official with such direction as it may deem proper and just. 

5 "§ 1296. Precedence of cases in the United States Court of 

6 

7 

Appeals for the Federal Circuit 

"Oivil actions in the United States Oourt of Appeals for 

8 the Federal Oircuit shall be given precedence, in accordance 

9 with the law applicahle to such actions, in such order as the 

10 court may by rule establish.". 

11 (b) The section analysis of chapter 83 of title 28, United 

12 States Oode, is amended by adding at the end thereof the 
I. 

13 following new item: 

14 

15 

16 

"1295. Jurisdiction of the United States Court of Appeals for the Federal Circuit. 
"1296. Precedence of cases in the United States Court of Appeals for the Federal 

Circuit." . 

INTERSTATE COMMERCE COMMISSION ORDERS; 

JURISDICTION 

SEC. 127. Section 1336(b) of title 28, United States 

17 Oode, is amended by striking out "Oourt of Olaims" and in·· 

18 serting in lieu thereof "United States Olaims Oourt". 

19 

20 

UNITED STATES AS DEFENDANT; JURISDICTION 

SEC. 128. Section 1346(a) of title 28, United States 

21 Oode, is amended by striking out "Oourt of Olaims" and in-

22 sert.ing in lieu thereof "United States Olaims Oourt". 

----- - -------~----~- -----
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INTERSTATE COMMERCE COMMISSION ORDERS; VENUE 

SEC. 129. Section 1398(b) of title 28, United States 

3 Oode, is amended by striking out "Oourt of Olaims" and in-

4 serting in lieu thereof "United States Olaims Oourt". 

5 

6 

UNITED STATES AS DEFENDANT; VENUE 

SEC. 130. Section 1402(a) of title 28, United States 

7 Oode, is amended by inserting "in a district court" after 

8 "civil action". 

9 

10 

CURP '1R WAIVER OF DEFECTS 

SEC. 131. Set cion 1406(c) of title 28, United States 

11 Oode, is amended by striking out "Oourt of Olaims" each 

12 place it appears and inserting in lieu thereof "Olaims Oourt". 
I. 

13 UNITED STATES CLAIMS COURT JURISDICTION AND VENUE 

14 SEC. 132. (a) Section 1491 of title 28, United States 

15 Oode, is amended to read as follows: 

16 "§ 1491. Claims against United States generally; actions 

17 

18 

involving Tennessee Valley Authority 

"(a)(l) The United States Olaims Oourt shall have 

19 jurisdiction to render judgment upon any claim against the 

20 United States founded either upon the Oonstitution, or any 

21 Act of Oongress or any regulation of an executive depart-

22 ment, or upon any express or implied contract with the 

23 United States, or for liquidated or unliquidated damages in 

24 cases not sounding in tort. For the purpose of this paragraph, 

25 an express or implied contract with the Army and Air Force 
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1 Exchange Service, Navy Exchanges, Marine Oorps Ex-

2 changes, Ooast Guard Exchanges, or Exchange Oouncils of 

3 the National Aeronautics and Space Administration shall be 

4 considered an express or implied contract with the United 

5 States. 

6 "(2) To afford complete relief in controversies within its 

7 jurisdiction, the court may grant declaratory judgments and 

8 such equitable and extraordinary relief as it deems proper, 

9 including but not limited to injunctive relief; and the court 

10 may, to complete the relief afforded by a judgment, issue 

11 orders directing restoration to office or position, placement in 

12 appropriate duty or retirement status, and correction of appli-

13 cable records; and any such orders issued pursuant to a grant 

14 of equitable or extraordinary relief or issued to complete 

15 relief may be issued to any appropriate official of the United 

16 States. In any case within its jurisdiction, the court shall 

17 have the power to remand appropriate matters to any admin-

18 istrative or executive body or official with such direction as it 

19 may deem proper and just. The Olaims Oourt shall have 

20 jurisdiction to render judgment upon any claim by a contrac-

21 tor arising under section 10(a)(1) of the Oontract Disputes 

22 Act of 1978. 

23 "(b) Nothing herein shall be construed to gwe the 

24 United States Olaims Oourt jurisdiction of any civil action 

25 within the exclusive jurisdiction of the Oourt of International 
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1 Trade, or of any action against, or founded on conduct of, the 

2 Tennessee Valley Authority, or to amend or modify the pro-

3 visions of the Tennessee Valley Authority Act of 1933 with 

4 respect to actions by or against the Authority.". 

5 (b) Section 1492 of title 28, United States Oode, is' 

6 amended by striking out "chief commissioner of the Oourt of 

7 Olaims" and inserting in lieu thereof "chief judge of the 

8 United States Olaims Oourt". 

9 (c)(l) Sections 1494, 1495, 1496, and 1497 of title 28, 

10 United States Oode, are amended by striking out "Oourt of 

11 Olaims" and inserting in lieu thereof "United States Olaims 

12 Oourt". 

13 (2) The section heading of section 1497 of title 28, 

14 United States Oode, is amended by striking out "growers," 

15 and inserting in lieu thereof "growers' ". 

16 (d) Section 1498 of title 28, United States Oode, IS 

17 amended-

18 

19 

20 

21 

22 

23 

24 

(1) m subsection (a), by striking out "Oourt of 

Olaims" and inserting in lieu thereof "United States 

Olaims Oourt'" , 

(2) m subsections (b) and (d), by striking out 

"Oourt of Olaims" and inserting m lieu thereof 

"Olaims Oourt". 

(e) Sections 1499, 1500, 1501, 1502, and 1503 of title 

25 28, United States Oode, are amended by striking out "Oourt 
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1 of Claims" and inserting in lieu thereof "United States 

2 Claims Court". 

3 (t) Section 1504 of title 28, United States Code, and the 

11 item relating to section 1504 in the section analysis of chap-

5 ter 91 of such title, are repealed. 

6 (g) Section 1505 of title 28, United States Code, is 

7 amended by striking out "Court of Claims" the first place it 

8 appears and inserting in lieu thereof "United States Claims 

9 Court" and by striking out "Court of Claims" the second 

10 place it appears and inserting in lieu thereof "Claims Court". 

11 (h) Section 1506 of title 28, United States Code, and 

12 the item in the section analysis of chapter 91 of such title, 

13 are repealed. 

14 (i) Section 1507 of title 28, United States Code, is 

15 amended by striking out "Court of Claims" and inserting in 

16 lieu thereof "United States Claims Court". 

1 7 G)(l) The item relating to chapter 91 in the chapter 

18 analysis of part IV of title 28, United States Code, is amend-

19 ed by striking out "Court of Olaims" and inserting in lieu 

20 thereof "United States Claims Court". 

21 (2) The chapter heading of chapter 91 of title 28, United 

22 States Code, is amended by striking out "COURT OF 

23 CLAIMS" and inserting in lieu thereof "UNITED S'l'ATES 

24 CLAIMS COURT". ~ 
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1 (3) The item relating to section 1499 in the section 

2 analysis of chapter 91, United States Code, is amended to 

3 read as follows: 

4 

5 

6 

"1499. Liquidated damages withheld from contractors under Oontract Work Hours 
Standards Act.". 

REPEAL OF PROVISIONS RELATING TO THE COURT OF 

CUSTOMS AND PATENT APPEALS 

SEC. 133. Chapter 93 of title 28, United States Code, 

7 and the item relating to ch~pter 93 in the chapter analysis of 

8 part IV of such title, are repealed. 

9 

10 

REPEAL; CURE OF DEFECTS 

SEC. 134. Section 1584 of title 28, United States Oode, 

11 and the item relating to section 1584 in the section analysis 

12 of chapter 95 of such title, are repaaled. 

13 

14 

REPEAL; TIME FOR APPEAL 

SEC. 135. Section 2110 of title 28, United States Code, 

15 and the item relating to section 2110 in the section analysis 

16 of chapter 133 of such title, are repealed. 

17 

18 

COURT OF APPEALS JURISDICTION 

SEC. 136. Section 2342 of title 28, United States Code, 

19 is amended-

20 

21 

22 

23 

24 

(1) by inserting "(other than the United States 

Court of Appeals for the Federal Circuit)" after "court 

of appeals"; 

(2) in paragraph (4), by inserting "and" after the 

semicolon; 
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(3) in paragraph (5), by striking out It; and" and 

inserting in lieu thereof a period; and 

(4) by striking out paragraph (6). 

PLANT VARIETY PROTECTION OFFICE DECISIONS 

SEC. 13'7. Section 2353 of title 28, United States Oode, 

6 and the item relating to section 2353 in the section analysis 

7 of chapter 158 of such title, are repealed. 

8 UNITED STATES CTJAIMS COURT PROCEDURE 

9 SEC. 138. (a) Sections 2501 and 2502(a) of title 28, 

10 United States Oode, are amended by striking out "Oourt of 

11 Olaims" and inserting in lieu thereof "United States Olaims 

12 Oourt". 

13 (b)(I) Section 2503 of title 28, United States Oode, is 

14 amended to read as follows: 

15 "§ 2503. Proceedings generally 

16 "Parties to any suit in the United States Olaims Oourt 

17 may appear before a judge of that court in person or by attor-

18 ney, produce evidence, and examine witnesses. The proceed-

19 ings of the Olaims Oourt shall be in accordance with such 

20 rules of practice and procedure (other than the rules of evi-

21 dence) as the Olaims Oourt may prescribe and in accordance 

22 with the rules of evidence applicable to t~als without a jury 

23 in a district court of the United States. The judges shall fix 

24 times for trials, administer oaths or affirmations, examine 

25 witnesses, receive evidence, and enter dispositive judgments. 

--------------~-----.----------------------~--
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1 Hearings shall, if convenient, be held in the counties where 

2 the witnesses reside.". 

3 (2) The item relating to section 2503 in the section 

4 analysis of chapter 165 of title 28, United States Oode, is 

5 amended by striking out "before commissioners". 

6 (c}Section 2504 of title 28, United States Oode, and the 

7 item relating to section 2504 in the section analysis of 

8 chapter 165 of such title, are repealed. 

9 (d) Section 2505 of title 28, United States Oode, IS 

10 ameuded-

11 

12 

13 

14 

15 

(1) by striking out "Court of Claims" and insert

ing in lieu thereof "United States Olaims Oourt"; and 

(2) by striking out "report findings" and inserting 

in lieu thereof "enter judgment". 

(e) Section 2506 of title 28, United States Oode, IS 

16 amended by striking out "Oourt of Olaims" and inserting in 

17 lieu thereof "United States Olaims Oourt". 

18 (f) Section 2507 of title 28, United States Oode, IS 

19 amenrled-

20 

21 

22 

23 

24 

(1) ill subsection (a), by striking out "Oourt of 

Olaims" and inserting in lieu thereof "United States 

Claims Oourt"; and 

(2) in subsection (c), by striking out "Oourt of 

Olaims" and inserting in lieu thereof "Olaims Oourt". 
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1 (g) Section 2508 of title 28, United States Oode, is 

2 amended by striking out "Oourt of Olaims" and inserting in 

3 lieu thereof "United States Olaims Oourt". 

4 (h)(I) Section 2509(a) of title 28, United States Oode, is 

5 amended to read as follows: 

6 "(a) Whenever a bill, except a bill for a pension, is re-

7 ferred by either House of Oongress to the chief judge of the 

8 United States Olaims Oourt pursuant to section 1492 of this 

9 title, the chief judge shall designate a judge as hearing officer 

10 for the case and a panel of three judges of the court to serve 

11 as a reviewing body. One member of the review panel shall 

12 be designated as presiding officer of the paneL". 

13 (2) Section 2509 of titJe 28, United States Oode, IS 

14 amended-

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

(A) in subsections (b), (c), (d), and (t), by striking 

out "trial commissioner" and inserting in lieu thereof 

"hearing officer"; 

(B) in subsections (b), (c), and (e), by striking out 

"chief commissioner" and inserting in lieu thereof 

"chief judge"; 

(0) in subsections (b), (t), and (g), by striking out 

"Oourt of Olaims" . and inserting in lieu thereof 

"Olaims Oourt"; 

(D) in subsection (d), by striking out "of 

commissioners" . , 

----------- - ---- -------~~ 
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(E) in subsection (g), by striking out "commission

ers" the first place it appears and inserting in lieu 

thereof If judges " ; and 

(F) in subsection (g), by striking out "trial com

missioners" and inserting in lieu thereof "hearing 

officers". 

(i)(I) Section 2510 of title 28, United States Oode, is 

8 amended to read as follows: 

9 "§ 2510. Referral of cases by Comptroller General 

10 "(a) The Oomptroller General may transmit to the 

11 United States Olaims Oourt for trial and adjudication any 

12 claim or matter of which the Olaims Oourt might take juris-

13 diction on the voluntary action of the claimant, together with 

14 all vouchers, papers, documents, and proofs pertaining 

15 thereto. 

16 "(b) The Olaims Oourt shall proceed with the claims or 

17 matters so referred as in other cases pending in such Oourt 

18 and shall render judgment thereon.". 

19 (2) The item relating to section 2510 in the section 

20 analysis of chapter 165 of title 28, United States Oode, is 

21 amended to read as follows: 

"2510. Referral of cases by Comptroller General.". 

22 G)(I) Section 2511 of title 28, United States Oode, is 

23 amended by striking out ", or of the Supreme Oourt upon 

24 review," . 
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1 (2) Sections 2511, 2512, 2513(c), 2514, and 2515(a) of 

2 title 28, United States Oode, are amended by striking out 

3 "Oourt of Olaims" and inserting in lieu thereof "United 

4 States Olaims Ooure'. 

5 (k) Section 2517 of title 28, United States Oode, IS 

6 amended-

7 

8 

9 

10 

il 

12 

(1) in subsection (a), by striking out "Oourt of 

Olaims" and inserting in lieu thereof "United States 

Olaims Oourt"; and 

(2) in subsection (b), by striking out the comma at 

the end thereof and inserting in lieu thereof a period. 

(1) Section 2518 of title 28, United States Oode, and the 

13 item relating to section 2518 in the section analysis of chap-

14 ter 165 of such title, are repealed. 

15 (m) Section 2519 of title 28, United States Oode, is 

16 amended by striking out "Oourt of Olaims" and inserting in 

17 lieu thereof "United States Olaims Oourt". 

18 (n)(I) Section 2520(a) of title 28, United States Oode, is 

19 amended-

20 (A) by striking out "(a)"; 

21 (B) by striking out "Court of Olaims" and insert-

22 ing in lieu thereof "United States Olaims Oourt"; and 

23 (0) by striking out "$10" and inserting in lieu 

24 thereof "$60". 
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1 (2) Subsections (b) and (c) of section 2520 of title 28, 

2 United States Oode, are repealed. 

3 (3) The section heading for section 2520 of title 28, 

4 United States Oode, is amended by striking out "; cost of 

5 printing record". 

6 (4) The item relating to section 2520 in the section 

7 analysis of chapter 165 of title 28, United States Oode, is 

8 amended to read as follows: 

"2520. Fees.". 

9 (0)(1) The item relating to chapter 165 in the chapter 

10 analysis of part VI of title 28, United States Code, is . 
11 amended to read as follows: 

. "165. United States Olaims Oourt Procedure .............................................. 2501". 

12 (2) The chapter heading of chapter 165 of title 28, 

13 United States Oode, is amended by striking out "OOURT 

14 OF CLAIMS" and inserting in lieu thereof "UNITED 

15 STATES CLAIMS OOURT". 

16 (p)(I) Section 1926 of title 28, United States Oode, is 

17 amended to read as follows: 

18 "§ 1926. Claims Court 

19 

20 

21 

"(a) The Judicial Oonference of the United States shall 

prescribe from time to time the fees and costs to be charged 

and collected in the United States Olaims Oourt. 
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1 "(b) The court and its officers shall collect only such 

2 fees and costs as the Judicial Oonference prescribes. The 

3 court may require advance payment of fees by rule.". 

4 (2) The item relating to section 1926 in the section 

5 analysis of chapter 123 of title 28, United States Oode, is 

6 amended to read as follows: 

"1926. Claims Oourt.". 

7 (q)(1) Ohapter 165 of title 28, United States Oode, is 

8 a,mended by adding at the end thereof the following new 

9 section: 

10 "§ 2522. Notice of Appeal 

11 "Review of a decision of the United States Olaims 

12 Oourt shall be obtained by filing a notice of appeal with the 

13 clerk of the Olaims Oourt within the time and in the manner 

14 prescribed for appeals to United States courts of appeals from 

15 the United States district courts.". 

16 (2) The section analysis of chapter 165 of title 28, 

17 United States Oode, is amended by adding at the end thereof 

18 the following new item: 

"2522. Notice of Appeal.". 

19 REPEAL OF PROVISIONS RELATING TO THE COURT OF 

20 CUSTOMS AND PATENT APPEALS 

21 SEC. 139. Ohapter 167 of title 28, United States Oode, 

22 and the item relating to chapter 167 in the chapter analysis 

23 of part VI of such title, are ... epealed. 

1>-
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COURT OF INTERNATIONAL TRADE; PROCEDURE 

SEC. 140. Section 2645(c) of title 28, United States 

3 Oode, is amended by striking out "Oustoms and Patent Ap-

4 peals within the time and in the manner provided in section 

5 2601 of this title" amI inserting in lieu thereof "Appeals for 

6 the Federal Oircuit by filing a notice of appeal with the clerk 

7 of the Oourt of International Trade within the time and in the 

8 manner prescribed for appeals to United States courts of ap-

9 peals from the United States district courts". 

10 

11 

FEDERAL RULES OF EVIDENCE 

SEC. 141. Rule 1101(a) of the Federal Rules of Evi-

12 dence is amended by striking out "Oourt of Claims" the first 

13 place it appears and inserting in lieu thereof "Olaims Oourt" 

14 and by striking out "and commissioners of the Oourt of 

15 Olaims". 

16 PART B-OONFORMING AMENDMENTS OUTSIDE TITLE 28 

17 SEC. 142. Section 225(£)(0) of the Federal Salary Act of 

18 1967 (2 U.S.O. 356(0», is amended by inserting "and the 

19 judges of the United States Olaims Oourt" immediately 

20 before the semicolon at the end thereof. 

21 SEC. 143. Section 7703 of title 5, United States Oode, 

22 is amended-

23 (1) in subsection (b)(l), by striking out ItOourt of 

24 Olaims or a United States court of appeals as provided 

25 in Ohapter 91 and 158, respectively, of title 28" and 

81-714 0-81--4 
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inserting in lieu thereof "United States Court of Ap-

peals for the Federal Circuit"; 

(2) in subsection (c), by striking out "Oourt of 

Claims or a United States court of appeals" and insert

ing in lieu thereof "Court of Appeals for the Federal 

Circuit"; and 

(3) in subsection (d), by striking out "District of 

Columbia" and inserting in lieu thereof "Federal 

C· 't" rrcUl . 

10 SEC. 144. The second sentence of section 71 of the 

11 Plant Variety Protection Act (7 U.S.C. 2461) is amended to 

12 read as follows: "The United States Court of Appeals for the 

13 Federal Circuit shall have jurisdiction.". 

14 SEC. 145. Section 11(d) of the Federal Fire Prevention 

15 and Control Act of 1974 (15 U.S.O. 2210(d») is amended by 

16 striking out "Court of Claims of the United States" and in-

17 serting in lieu thereof "United States Claims Court". 

18 SEC. 146. Section 204 of 'title 18, United States Code, 

19 and the section heading thereof are amended by striking out 

20 "Court of Claims" and inserting in lieu thereof "United 

21 States Claims Court or the United States Oourt of Appeals 

22 for the Federal Circuit". 

23 SEC. 147. Section 39 of the Trademark Act of 1946 (15 

24 U.S.O. 1121) is amended by inserting "(other than the 

(. 
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1 United States Court of Appeals for the Federal Circuit)" 

2 after "circuit courts of appeal of the United States". 

3 SEC. 148. Section 516A(a)(3) of the Tariff Act of 1930 

4 (19 U.S.O. 1516a(a)(3» is amended by striking out "subsec-

5 tions (b), (c), and (e) of". 

6 SEC. 149. (a) Section 29 of the Act entitled "An Act to 

7 create an Indian Olaims Commission, to provide for the 

8 powers, duties, and functions thereof, and for other pur-

9 poses", approved August 13, 1946 (25 U.S.C. 70v-3), is 

10 amended by striking out "Court of Claims" each place it ap-

11 pears and inserting in lieu thereof "Claims Oourt". 

12 (b) Subsection (c) of section 29 of such Act is repealed. 

13 (c) Subsection (d) of section 29 of such Act is amended 

14 by striking "Supreme Court in accordance with the provi-

15 sions of section 1255" and inserting in lieu thereof "United 

16 States Court of Appeals for the Federal Circuit in accordance 

17 with the provisions of section 1295". 

18 SEC. 150. Section 2 of the Act of May 18, 1928 (25 

19 U.S.C. 652) is amended by striking out "Court of Olaims" 

20 and inserting in lieu thereof "United States Olaims Oourt" 

21 and by striking out "Court of Claims of the United States" 

22 and inserting in lieu thereof "United States Claims Court" 

23 and by striking out "Supreme Oourt of the United States" 

24 and inserting in lieu thereof "United States Oourt of Appeals 

25 for the Federal Oircuit". 
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1 SEC. 151. Section 7422(e) of the Internal Revenue 

2 Code of It/54 is amended by striking out "Court of Claims" 

3 each place it appears and inserting in lieu thereof "United 

4 States Claims Court". 

5 SEC. 152. Section 7428 of the Internal Revenue Code 

6 of 1954 is amended by striking out "Court of Claims" each_ 

7 place it appears and inserting in lieu thereof "Claims Court". 

8 SEC. 153. (a) The second sentence of section 7456(c) of 

9 the Internal Revenue Code of 1954 is amended to read as 

10 follows: "Each commissioner shall receive pay at an annual 

11 rate determined under section 225 of the Federal Salary Act 

12 of 1967 (2 U.S.C. 351-361), as adjusted by section 461 of 

13 title 28, United States Code, and also necessary traveling 

14 expenses and per diem allowance, as provided in the Travel 

15 Expense Act of 1949, while traveling on official business and 

16 away from Washington, District of Columbia.". 

17 (b) Notwithstanding the preceding paragraph, until such 

18 time as a change in the salary rate of a commissioner of the 

19 United States Tax Court occurs in accordance with section 

20 7456(c) of the Internal Revenue Code of 1954, the salary of 

21 such commissioner shall be equal to the salary of a commis-

22 sioner of the Court of Claims. 

23 SEC. 154. Section 7482(a) of the Internal Revenue 

24 Code of 1954 is amended by inserting "(other than the 

o 

Il 
:: 

~ 
II 
il 
!) 
II 
ij 
! 
II 
i 
! 

47 

45 

1 United States Court of Appeals for the Federal Circuit)" 

2 after "United States Court of Appeals". 

3 SEC. 155. Section 8(g)(1) of the Contract Disputes Act 

4 of 1978 (41 U.S.C. 607(g)(1» is amended-

5 

6 

7 

8 

9 

10 

11 

12 

13 

(1) in subparagraph (A), by striking out "Court of 

Claims" and inserting in lieu thereof "United States 

Court of Appeals for the Federal Circuit"; and 

(2) in subparagraph (B), by striking out "United 

States Court of Claims for judicial review, under sec

tion 2510 of title 28, United States Code, as amended 

herein," and inserting in lieu thereof "Court of Ap

peals for the Federal Circuit for judicial review under 

section 1295 of title 28, United States Code,". 

14 SEC. 156. Section 10(c) of the Contract Disputes Act of 

15 1978 (41 U.S.C. 609(c» is amended by striking out It, or, in 

16 its discretion" and all that follows through "of the case". 

17 SEC. 157. Section 713 of title 44, United States Code, 

18 is amended-

19 

20 

21 

22 

23 

24 

25 

(1) by striking out "eight hundred and twenty

two" and inserting in lieu thereof "eight hundred and 

twenty"; 

(2) by inserting Iland" after "Superintendent of 

Documents;"; and 

(3) by striking out /lto the Court of Claims, two 

copies; and". 
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1 SEC. 158. Section 1103 of title 44, United States Oode, 

2 is amended by striking out ", the Oourt of Olaims," and by 

3 stri!ring out il, chief judge of the Court of Olaims,". 

4 SEC. 159. (a) The following provisions of law are 

5 amended by striking out "Oourt of Olaims" each place it ap-

6 pears and inserting in lieu thereof "United States Olaims 

7 Oourt": 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

(1) Sections 1 and 2 of the Act of October 19, 

1973 (87 Stat. 466). 

(2) Section 8715 of title 5, United States Oode. 

(3) Section 8912 of title 5, United States Oode. 

(4) Section 2273(b) of title 10, United States 

Oode. 

. (5) Section 337(i) of the Tariff Act of 1930 (19 

U.S.O. 1337(i». 

(6) Section 606(a) of the Foreign Assistance Act 

of 1961 (22 U.S.C. 2356(a». 

(7) Section 1 of the Act entitled "An Act provid

ing for the allotment and distribution of Indian tribal 

funds", approved March 2, 1907 (25 U.S.O. 119). 

(8) Section 2 of the Act of August 12, 1935 (25 

U.S.O. 475a). 

(9) Section 6110(i)(1) of the Internal Revenue 

Oode of 1954. 
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(10) Section 2 of the Act of May 28, 1908 (30 

U.S.O. 193a). 

(11) Section 7 of the Act of July 31. 1894 (31 

U.S.O.72). 

(12) Section 1302 of the Act of July 27, 1956 

(31 U.S.O. 724a). 

(13). Section 183 of title 35, United States Oode. 

(14) Section 104(c) of the Oontract Work Hours 

and Safety Standards Act (40 U.S.O. 330(c». 

(15) Sections 13(b) (2) and 14 of the Oontract 

Settlement Act of 1944 (41 U.S.O. 113(b) and 114). 

(16) Sections 8(d), 10(a)(1), and 10(d) of the Oon

tract Disputes Act of 1978 (41 U.S.O. 607(d), 

609(a)(I), and 609(d». 

(17) Sections 171 and 173 of the Atomic Energy 

Act of 1954 (42 U.S.O. 2221 and 2223). 

(18) Section 10(i) of the Trading with the Enemy 

Act (50 U.S.O. App. 10(i». 

(19) Sections 103(£), 103(i), 105, 106(a)(6), 108, 

108A, and 114(5) of the Renegotiation Act of 1951 

(50 U.S.O. App. 1213(£), 1213(i), 1215, 1216(8,)(6), 

1218, 1218a, and 1224(5». 

(20) Section 4 of the Act of July 2, 1948 (50 

U.S.O. App. 1984). 
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1 (b) The section heading of section 108A of the Renego-

2 tiation Act of 1951 (50 U.S.C. App. 1218a) is amended by 

3 striking out "COURT OF CLAIMS" and inserting in lieu 

4 thereof "UNITED STATES CLAIMS COURT". 

5 (c) Section 108A of the Renegotiation Act of 1951 (50 

6 U.S.O. App. 1218a) is amended by striking o·ut "Supreme 

7 Oourt upon certiorari in the manner provided in section 

8 1255" and inserting in lieu thereof "United States Oourt of 

9 Appeals for the Federal Circuit in accordance with the provi-

10 sions of section 1295". 

11 SEC. 160. The following provisions of law are amended 

12 by striking out "Court of Claims" each place it appears and 

13 inserting in lieu thereof "Olaims Oourt": 

14 (1) Section 4(c) of the Commodity Oredit Oorpora-

15 tion Oharter Act (15 U.S.O. 714b(c». 

16 (2) Section 20 of the Tennessee Valley Authority 

17 Act of 1933 (16 U.S.C. 831s). 

18 (3) Section 403 of the International Olaims Set-

19 tlement Act of 1949 (22 U.S.O. 1642b). 

20 (4) Section 2(a) of the Act of May 15, 1978 (92 

21 Stat. 244). 

22 (5) Section 311(i) of the Federal Water Pollution 

23 Control Act (33 U.S.O. 1321(i)). 

24 (6) Section 10(b) of the Intervention on the High 

25 Seas Act (33 U.S.O. 1479(b». 
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(7) Section 282 of title 35, United States Oode. 

(8) Section 5261 of the Revised Statutes (45 

U.S.C.87). 

(9) Section 41(a) of the Trading with the Enemy 

Act (50 U.S.C. App. 42(a». 

SEC. 161. The following provisions of law are amended 

by striking out "United States Oourt of Oustoms and Patent 

Appeals" and "Court of Oustoms and Patent Appeals" each 

place they appear and inserting in lieu thereof "United States 

Oourt of Appeals for the Federal Oircuit": 

(1) Section 21 of the Trademark Act of 1946 (15 

U.S.C. 1071). 

(2) Section 152 of the Atomic Energy Act of 

1954 (42 U.S.O. 2182). 

(3) Section 305(d) of the National Aeronautics 

and Space Act of 1958 (42 U.S.O. 2457(d». 

SEC. 162. (a) The following provisions of law are 

amended by striking out "Oourt of Oustoms and Patent Ap

peals" each place it appears and inserting in lieu thereof 

"Oourt of Appeals for the Federal Oircuit": 

(1) Subsections (d) and (f) of section 516 of the 

Tariff Act of 1930 (19 U.S.O. 1516 (d) and (f». 

(2) Section 516A (c) and (e) of the Tariff Act of 

1930 (19 U.S.C. 1516a (c) and (e». 
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(3) Section 528 of the Tariff Act of 1930 (19 

U.S.C. 1528). 

(4) Section 337(c) of the Tariff Act of 1930 (19 

U.S.C. 1337(c». 

(5) Section 284(c) of the Trade Act of 1974 (19 

U.S.O. 2395(c». 

(6) Section 308(9) of the Ethics in Government 

Act (28 U.S.C. App.). 

(7) Sections 141 through 146 of title 35, United 

States Code. 

(b)(l) The item relating to section 141 in the section 

12 analysis of chapter 13 of title 35, United States Code, is 

13 amended by striking out "Court of Customs and Patent Ap-

14 peals" and inserting in lieu thereof "Court of Appeals for the 

15 Federal Circuit". 

16 (2) The section heading for section 141 of title 35, 

17 United States Code, is amended by striking out "Oourt of 

18 Oustoms and Patent Appeals" ~nd inserting in lieu thereof 

19 "Court of Appeals for the Federal Circuit". 

20 SEC. 163. The following provisions of law are amended 

21 by striking out "the United States Court of Claims, the 

22 United States Court ~f Customs and Patent Appeals" each 

23 place it appears and inserting in lieu thereof "the United 

24 States Claims Court": 
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(1) Section 6001(4) of title 18, United States 

Code. 

(2) Section 906 of title 44, United States Code. 

PART C-MISCELLANEOUS PROVISIONS 

EFFECTIVE DATE 

SEC. 164. Except as provided in section 170 of this 

7 title, the provisions of this title shall take effect on October 1, 

8 1981. 

·9 

10 

CONTINUED SERVICE OF CURRENT JUDGES 

SEC. 165. The judges of the United States Court of 

11 Claims and of the United States Oourt of Oustoms and 

12 Patent Appeals in regular active service on the effective date 

13 of this Act shall continue in office as judges of the United 

14 States Court of Appeals for the Federal Circuit. Senior 

15 judges of the United States Court of Claims and of the 

16 United States Oourt of Customs and Patent Appeals on the 

17 effective date of this Act shall continue in office as senior 

18 judges of the United States Court of Appeals for the· Federal 

19 Circuit. 

20 APPOINTMENT OF CHIEF JUDGE OF COURT OF APPEALS 

21 FOR THE FEDERAL CIRCUIT 

22 SEC. 166. Notwithstanding the provisions of section 

23 45(a) of title 28, United States Code, the first chief judge of 

24 the United States Court of Appeals for the Federal Circuit 

25 shall be the Chief Judge of the United States Court of Claims 



~---

54 

52 

1 or the Ohief Judge of the United States Oourt of Oustoms 

2 lwd. Patent Appeals, whoever has served longer as chief 

3 judge of his court. When the person who first serves as chief 

4 judge of the United States Oourt of Appeals for the Federal 

5 Oircuit vacates that position, the position shall be filled in 

6 accordance with the provisions of such section 45(a). 

7 

8 

COURT OF CLAIMS COMMISSIONERS 

SEC. 167. (a) Notwithstanding the provisions of section 

9 171(a) of title 28, United States Oode, as amended by this 

10 Act, a commissioner of the United States Oourt of Olaims 

11 serving inunediately prior to the effective date of this Act 

12 shall become a judge of the United States Olaims Oourt on 

13 the effective date of this Act. 

14 (b) Notwithstanding the provisions of section 172(a) of 

15 title 28, United States Oode, as amended by this Act, th~ 

16 initial term of office of a person who becomes a judge of the 

17 United States Olaims Oourt under subsection (a) of this sec-

18 tion shall expire on September 30, 1986, except that no such 

19 individual shall serve as a judge after reaching the age of 

20 seventy years. 

21 (c) Notwithstanding the provisions of section 172(b) of 

22 title 28, United States Oode, as amended by this Act, until 

23 such time as a change in the salary rate of a judge of the 

24 United States Olaims Oourt occurs in accordance with such 
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1 section 172(b), the salary of such judge shall be equal to the 

2 salary of a Oommissioner of the Oourt of Olaims. 

3 (d) If any position of commissioner on the United States 

4 Oourt of Olaims becomes vacant during the period beginning 

5 on the date of enactment of this Act and ending October 1, 

6 1981, such position shall remain vacant during the remainder 

7 of such period and shall be filled, after October 1, 1981, by 

8 appointment in accordance with section 171 of title 28, 

9 United States Oode, as amended by this Act. 

10 EFFECT ON PENDING CASES 

11 SEC. 168. Any matter pending before a commissioner of 

12 the United States Oourt of Olaims on the effective date of 

13 this title shall be' transferred to the United States Olaims 

14 Oourt. Any appeal which has been taken from a district court 

15 of the United States prior to the effective date shall be de-

16 cided by the court of appeals in which it has been filed. Any 

17 matter pending before the United States Oourt of Customs 

18 and Patent Appeals or awaiting disposition by the United 

19 States Court of Claims on the effective date shall be trans-

20 ferred to the United States Oourt of Appeals for the Federal 

21 Circuit. 

22 

23 

TVA LEGAL REPRESENTATION 

SEC. 169. Nothing in this Act affects the authority of 

24 the Tennessee Valley Authority under the Tennessee Valley 
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1 Authority Act of 1933 to represent itself by attorneys of its 

2 choosing. 

3 TITLE IT-GOVERNANCE AND ADMINISTRATION 

4 

5 

6 

7 

8 

OF THE FEDERAL COURTS 

PART A-CHIEF JunGE TENURE 

APPOINTMENT AND TERMS OF CHIEF JUDGES OF THE 

COURTS OF APPEALS 

SEC. 201. (a) Section 45(a) of title 28, United States 

9 Code, is amended to read as follows: 

10 "(a)(I) The chief judge of the circuit shall be the circuit 

11 judge in regular active service who is senior in commission of 

12 those judges who-

13 "(A) are sixty-four years of age or under; 

14 "(B) have served for one year or more as circuit 

15 judge; and 

16 "(C) have not served previously as chief judge. 

17 "(2)(A) In any case in which no circuit judge meets the 

18 qualifications of paragraph (1), the youngest circuit judge in 

19 regular active service who is sixty-five years of age or-6ver 

20 and who has served as circuit judge for one year or more 

21 shall act as the chief judge. 

22 "(B) In any case under subparagraph (A) in which there 

23 is no circuit judge in regular active service who has served as 

24 a circuit judge for one year or more, the circuit judge in 

25 regular active service who is senior in commission and who 
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1 has not served previously as chief judge shall act as the chief 

2 jUdge. 

[3 
"(3)(A) Except as provided in subparagraph (C), the 

4 chief judge of the circuit appointed under paragraph (1) shall 

5 serve for a term of seven years and shall serve after ex~ira-
6 tion of such term until another judge is eligible under para-

7 graph (1) to serve as chief judge of the circuit. 

8 
"(B) Except as provided in subparagraph (C), a circuit 

9 judge acting as chief judge under subparagraph (A) or (B) of 

10 paragraph (2) shall serve until a judge has been appointed 

11 who meets the qualifinations Ullder paragraph (1). 

12 
"(C) No circuit judge may serve or act as chief judge of 

13 the circuit after attaining the age of seventy years unless no 

14 other circuit judge is qualified to serve as chief judge of the 

15 circuit under paragraph (1) or is qualified to act as chief judge 

16 under paragraph (2).". 

17 
(b) Section 45(c) of title 28, United States Code, is 

18 amended to read as follows: 

19 
"(c) If the chief judge desires to be relieved of his duties 

20 as chief judge while retaining his active status as circuit 

21 judge, he may so certify to the Chief Justice of the United 

22 States, and thereafter the chief judge of the circuit shall be 

23 such other circuit judge who is qualified to serve or act as 

24 chief judge under subsection (a).". 
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1 APPOINTMENT AND TERMS OF CHIEF JUDGES OF THE 

2 DISTRICT COURTS 

3 SEC. 202. (a) Section 136(a) of title 28, United States 

4 Code, is amended to read as follows: 

5 I/(a)(1) In any district having more than one district 

6 judge, the chief judge of the district shall be the district judge 

7 in regular active service who is senior in commission of those 

8 judges who-

9 I/(A) are sixty-four years of age or under; 

10 I/(B) have served for one year or more as district 

11 judge; and 

12 I(C) have not served previously as chief judge. 

13 "(2)(A) In any case in which no district judge meets the 

14 qualifications of paragraph (1), the youngest district judge in 

15 regular active service who is sixty-five years of age or over 

16 and who has serveti as district judge for one year or more 

17 shall act as the chief judge. 

18 "(B) In any case under subparagraph (A) in which there 

19 is no district judge in regular active service who has served 

20 as a district judge for one year or more, the district judge in 

21 regular active service who is senior in commission and who 

22 has not served previously as chief judge shall act as the chief 

23 judge. 

24 "(3)(A) Except as provided in subparagraph (C), the 

25 chief judge of the district appointed under paragraph (1) shall 
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serve for 3, term of seven years and shall serve after expira-

tion of such term until another judge is eligible under para-

graph (1) to serve as chief judge of the district. 

H(B) Except as provided in subparagraph (0), a district 

judge acting as chief judge under subparagraph (A) or (B) of 

paragraph (2) shall serve until a judge has been appointed 

who meets the qualifications under paragraph (1). 

"(C) No district judge may serve or act as chief judge of 

the district after attaining the age of seventy years unless no 

other district judge is qualified to serve as chief judge of the 

district under paragraph (1) or is qualified to act as chief 

judge under paragraph (2).". 

(b) Section 136(d) of title 28, United States dode, is 

amended to read as follows: 

"(d) If the chief judge desires to be relieved of his duties 

as chief judge while retaining his active status as district 

judge, he may so certify to the Chief Justice of the United 

States, and thereafter, the chief judge of the district shall be 

such other district judge who is qualified to serve or act as 

chief judge under subsection (a).". 

EFFECTIVE DATE; APPLIOABILITY 

SEC. 203. (a) The amendments to section 45 of title 28 , 

United States Code, and to section 136 of such title, made by 

sections 201 and 202 of this part, shall take effect one year 

after the date of enactment of this Act but shall not apply to 

81-714 0-81-5 
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1 or affect any person serving as chief judge on such effective 

2 date. 

3 (b) The provisions of section 4:5(a) of title 28, United 

4 States Code, as in effect on the day before the effective date 

5 of this part, shall apply to the chief judge of a circuit serving 

6 on such effective date. The provisions of section 136(a) of 

7 title 28, United States Code, as in effect on the day before 

8 the effective date of this part, shall apply to the chief judge of 

9 a district cornrt serving on such effective date. 

10 PART B-PRECEDENCE AND OOMPOSITION OF PANEL 

11 PRECEDENCE ON PANEL 

12 SEC. 204. Section 45(b) of title 28, United States Code, 

13 is amended by inserting "of the court in regular active serv-

14 ice" immediately after "circuit judges" in the second 

15 sentence. 

1.6 COMPOSITION OF PANEL; REQUIREMENTS AND SIZE 

17 SEC. 205. Section 46(b) of title 28, United States Oode, 

18 as amended by this Act, is further amended by inserting after 

19 the first sentbnce thereof the follo-wing new sentence: "At 

20 least a majority of the judges of a panel of a court shall be 

21 judges of that court, unless such judges cannot sit because 

22 recused or disqualified or unless the chief judge of that court 

23 certifies that an emergency exists, including but not limited 

24 to the unavailability of a judge of that court because of 

25 illness.". 

S.21-18 
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1 PART C-JUDICIAL COUNCILS OF THE CffiCUITS 

2 TECHNICAL AND CONFORMING AMENDMENTS 

3 SEC. 206. (a) Section 3006A(h)(2)(A) of title 18, United 

4 States Code, is amended-

5 

6 

7 

8 

9 

10 

11 

(1) by striking out "judicial council" each place it 

appears and inserting in lieu thereof "court of appeals" 

in each instance; and 

(2) by striking out " Judicial Council of the Cir

cuit" and inserting in lieu thereof "court of appeals of 

the circuit". 

(b) Section 3006A(i) of title 18, United States Code, is 

12 amended by striking "judicial council" and . t' . li mser mg ill eu 

13 thereof "court of appeals". 

14 (c) The amendment made by subsection (a) of this sec-

15 tion shall not affect the terms of existing appointments. 

16 PART D-RE'l'ffiEMENT AND PENSIONS 

17 JUDICIAL RESIGNATION AND RETffiEMENT 

18 SEC. 207. (a) Section 371 of title 28, United States 

19 Code, is amended to read as follows: 

20 "§ 371. Resignation or retirement for age 

21 "(a) Any justice or judge of the United States appointed 

22 to hold office during good behavior who resigns after attain-

23 ing the age and meeting the service requirements, whether 

24 continuous or otherwise, of subsection (c) of this section shall, 

S. 21-10 
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1 during the remai~der of his lifetime, receive an annuity Jqual 

2 to the salary which he was receiving when he resigned. 

3 tt(b) Any justice or judge of the United States appointed 

4 to hold office during good behavior may retain his office but 

5 retire from regular active service after c.ttaining the age and 

6 meeting the service requirements, whether continuous or oth-

7 erwise, of subsection (c) of this section. He shall, during the 

8 remainder of his lifetime, continue to receive the salary of the 

9 office. The President shall appoint, by and with the advice 

10 and consent of the Senate, a successor to a justice or judge 

11 who retires. 

12 "(c) The age and service requirements for resignation or 

13, r~tirement of a justice or judge of the United States under 

14 this section are as follows: 

15 

"Attained age: 
65 ................................ · .. ················· ............................................. . 
70 ............................. ··.···················· ............................................. . 

Years service 
15 
10.". 

(b) The amendments made by subsection (a) shall apply 

16 with respect to any justice or judge of th~ United Sta.tes who 

17 retires on or after the date of enactment of this Act. 

18 

19 

20 

PENSIONS OF JUDGES wHo RESIGN TO ACCEPT 

EXECUTIVE POSITIONS 

SEC. 208. (a) Section 8332(b) of title 5, United States 

21 Code, is amended by striking out "and" at the end of para-

22 graph (8), by striking the period at the end of paragraph (9) 

23 and inserting in lieu thereof "; and", and by inserting at the 

24 end thereof the following new paragraph: 
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"(10) service as a justice or judge of the United 

States, as defined by section 451 of title 28, and serv

ice as a judge of a court created by Act of Oongress in 

a territory which is invested with any jurisdiction of a 

district court of the United States, but no credit shall 

be allowed :for such service if the employee is entitled 

to a salary or an annuity under section 371, 372, or 

373 of title 28.". 

9 (b) Section 8334 of title 5, United States Code, is 

10 amended by inserting at the end thereof the following new 

11 subsection: 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

tt(i)(1) The Director of the Administrative Office of the 

United States Oourts shall pay to the Fund the amount 

which an employee may deposit under subsection (c) of this 

section for service creilitable under section 8332(b)(10) of this 

title if such creditable service immediately precedes service 

as an employee subject to this subchapter with a break in 

service of no more than ninety working days. The Director 

shall pay such amount from any appropriation available to 

him as a necessary expense of the appropriation concerned. 

tt(2) The amount the Director pays ill accordance with 

paragraph (1) of this subsection shall be reduced by the 

amount of any refund to the employee under section 376 of 

title 28. Except to the extent of such reduction, th.e amount 

8.21-1n 
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1 the Director pays to the Fund shall satisfy the deposit re- I 

2 quirement of subsection (c) of this section. 

3 "(3) Notwithstanding any other provision of law, the 

4 amount the Director pays under this subsection shall consti-

5 tute an employer contribution to the Fund, excludable under 

6 section 402 of the Internal Revenue Oode of 1954 from the 

7 employee's gross income until such time as the contribution 

8 is distributed or made available to the employee, and shall 

9 not be subject to refund or to lump-sum payment to the 

10 employee. " . 

11 

12 

13 

14 

PART -,;: -~f1EMPORARY ASSIGNMENT OF JUSTICES AND 

JUDGES 

ASSIGNMENT TO OTHER OFFICES WITHIN THE .JUDICIAL 

BRANCH 

15 SEC. 209. (a) Title 28, United States Oode, is amended 

16 by inserting the following new chapter after chapter 13: 

17 "CHAPTER 14-TEMPORAR.Y ASSIGNMENT OF JUS. 

18 

19 

"Sec. 

TICES AND JUDGES TO OTHER OFFICES WITHIN 

THE JUDICIAL BRANCH 

"301. Temporary assignment. 
"302. Appointment of successor. 
"303. Official duty station. 
"304. Return to active service; seniority and precedence. 

20 "§ 301. Temporary assignment 

21 "Any retired justice of the United States, or any judge 

22 of the United States in active, senior, or retired status may 

23 be temporarily assigned by the Ohief Justice to the position 

S.21-1s 
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1 of Administrative Assistant to the Ohief Justice, Director of 

2 the Administrative Office of the United States Oourts, or Di-

3 rector of the Federal Judicial Oenter. Such service shall be 

4 without additional compensation . 

5 "§ 302. Appointment of successor 

6 "Upon the temporary assignment of any judge in active 

7 status pursuant to section 301 of this title, the President 

8 shall, by and with the advice and consent of the Senate, ap-

9 point a successor to fill the vacancy resulting from such tem-

10 porary assignment. After such a successor is appointed, if the 

11 judge whQ is temporarily assigned by the Ohief Justice pur-

12 suant to section 301 of this title dies, resigns, or retires, then 

13 .a vacancy requiring a further appointment does not occur. If 

14 the judge temporarily assigned resumes active service pursu-

15 ant to section 304(a) of this title, the first vacancy created 

16 thereafter on that court shall not be filled. 

17 "§ 303. Official duty station 

18 "Notwithstanding the provisions of sections 374 and 

19 456 of this title, the official duty station of the Administrative 

20 Assistant to the Ohief Justice, the Director of the Adminis-

21 trative Office of the United States Oourts, and the Director 

22 of the Federal Judicial Oenter is the District of Oolumbia. 

23 "§ 304. Return to active service; seniority and precedence 

24 "(a) Any judge who was in active service at the time of 

25 his temporary assignment made pursuant to section 301 of 

S.21-1s 
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1 this title may resume such active service upon vacating his 

2 temporary assignment. 

3 "(b) For the purposes of seniority and precedence, a 

4 judge who resumes active service under subsection (a) shall 

5 be considered to have been in continuous active service as a 

6 judge of that court.". 

7 (b) The chapter analysis of part I of title 28, United 

8 States Code, is amended by inserting the following new item 

9 immediately after the item relating to chapter 13: 

"14. Temporary Assignment of Justices and Judges to Other Offices 
Within the Judicial Branch ............................................. 0< ............ . 301". 

10 PART F-RULES OF PRACTICE 

PUBLICATION OF RULES 11 

12 SEC. 210. (a) Ohapter 131 of title 28 of the United 

13 States Oode is amended by adding at the end thereof the 

14 following section: 

15 "§ 2077. Publication of rules; advisory committees 

16 "(a) The rules for the conduct of the business of each 

1 7 court of appeals, including the operating procedures of such 

18 court, shall be published. Each court of appeals shall print or 

19 cause to be printed necessary copies of the rules. The Judi-

20 cial Conference shall prescribe the fees for sales of copies 

21 under section 1913 of this title, but the Judicial Conference 

22 may provide for free distribution of copies to members of the 

23 bar of each court and to other interested persons. 

S.21-1s 

67 

65 

1 "(b) Each court of appeals shall appoint an advisory 

2 committee for the study of the rules of practice and internal 

3 operating procedures of the court of appeals. The advisory 

4 committee shall make recommendations to the court concern-

5 ing such rules and procedures. Members of the' committee 

6 shall serve without compensation, but the Director may pay 

7 travel and transportation expenses in accordance with section 

8 5703 of title 5.". 

9 (b) The section analysis of chapter 131 of title 28, 

10 United States Oode, is amended by adding at the end thereof 

11 the following new item: 

"2077. Publication of rules; advisory committees.". 

12 TITLE ill-JURISDIOTION AND PROOEDURE 

13 

14 

PART A-TRANSFER OF CASES 

TRANSFER TO CURE WANT OF JURISDICTION 

15 SEC. 301. (a) Title 28, United States Oode, is amended 

16 by adding the following new chapter after chapter 97: 

17 "CHAPTER 99.-GENERAL PROVISIONS 

"Sec. 
"1631. Transfer to cure want of jurisdiction. 

18 "§ 1631. Transfer to cure want of jurisdiction 

19 "Whenever a civil action is filed in a court of the United 

20 States, the United States Olaims Court, a court created by 

21 Act of Oongress in a territory which is invested with any 

22 jurisdiction of a district court of the United States, or a 

23 United States bankruptcy court, and that court finds that 

S.21-1. 
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1 there is a want of jurisdiction, the court shaH, if it is in the 

2 interests of justice, transfer such action to any other such 

3 court in which the action could have been brought at the time 

4 such action was filed, and the action shall proceed as if it had 

5 been filed in the transferee court on the date upon which it 

6 was actually filed in the transferor court.". 

7 (b) The chapter analysis of part IV of title 28, United 

8 States Code, is amended by adding at the end thereof the 

9 following: 

"99. General Provisions ............................................................................. 1631". 

1 0 PART B-INTEREST 

11 INTEREST ON .TUDGMENTS AND PRE.TUDGMENT INTEREST 

12 SEC. 302. (a) Section 1961 of title 28, United States 

13 Code, is amended-

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

(1) by inserting "(a)" immediately before "Inter

est shall" in the first sentence; 

(2) by striking out "at the rate allowed by State 

law" in the last sentence and inserting in lieu thereof 

the following: "at the rate established pursuant to sec

tion 6621 of the Internal Revenue Code of 1954 as of 

that date. The Director of the Administrative Office of 

the United States Courts shall distribute notice of that 

rate and any changes in it to all Federal judges"; and 

(3) by adding at the end thereof the following new 

subsections: 

S.21-18 
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1 "(b)(1) Except as provided in paragraph (2) or unless 

2 otherwise required by law, in awarding damages to a party 

3 the court may add to the sum of actual damages awarded a 

4 sum of interest computed over a period before the time of 

5 judgment where the facts of the controversy and the manner 

(3 in which the case was litigated indicate that an award of such 

7 prejudgment interest is appropriate to afford the prevailing 

8 party complete relief. This prejudgment interest shall be 

9 computed at the rate fixed under subsection (a) at the time of 

10 jv dgment and measured from the time that the party against 

11 whom damages have been awarded became aware of his po-

12 tentialliability or from the time that he should have become 

13 aware of such liability but, III any case, not to exceed a 

14 period of five years. 

15 "(2) Interest under paragraph (1) shall not be awarded 

16 on losses which will not be incurred until after judgment, nor 

17 shall such interest be awarded where such an award would . 
18 be duplicative of some other sum awarded. -

19 H(C) Interest shall be computed daily to the date of pay-

20 ment and shall be compoHJ."lded annually. 

21 "(d)(l) In any judgment of any court rendered against 

22 the United States for any overpayment with respect to any 

23 internal revenue tax, interest shall be allowed at an annual 

24 rate established under section 6621 of the Internal Revenue 

25 Code of 1954 upon the amount of overpayment, from the 

S.21-lo 
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1 date of the payment or collection ther~of to a date preceding 

2 the date of the refund check by not more than thirty days, 

3 such date to be determined by the Oommissioner of Internal 

4 Revenue. The Oommissioner is authorized to tender by check 

5 payment of any such judgment, with interest as herein pro-

6 vided, at any time after such judgment becomes final, wheth-

7 er or not a claim for such payment has been duly filed, and 

8 such tender shall stop the running of interest, whether or not 

9 such refund check is accepted by the judgment creditor. 

10 "(2) Except as otherwise provided in paragraph (1) of 

11 this subsection, interest shall be allowed on all final judg-

12 ments against the United States (including judgments of the 

13 United States Olaims Oourt) as provided in subsections (a) 

14 and (b).". 

15 (b) Sections 2411 and 2516 of title 28, United States 

16 Oode, and the items relating to sections 2411 and 2516 in 

17 the section analyses of chapter 161 and chapter 165 of such 

18 title, respectively, are repealed. 

19 (c) Section 1302 of the Act of July 27, 1956 (31 U.S.O. 

20 724a), is amended by striking out "to which the provisions of 

21 subsection 2411(b) of title 28, United States Oode apply" 

22 and by striking out "in accordance with subsection 2516(b) of 

23 title 28, United States Oode". 
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TITLE IV-MISOELLANEOUS PROVISIONS 

EFFECTIVE DATE 

SEC. 401. The provisions of this Act shall take effect 

October I, 1981, or sixty days after the date of enactment of 

this Act, whichever is later. 

EFFECT ON PENDING CASES 

SEC. 402. Any matter pending before a commissioner of 

the United States Oourt of Olaims on the effective date of 

this Act shall be transferred to the United States Olaims 

Oourt. Any appeal which has been taken from a district court 

of the United States prior to the effective date shall be 

decided by the court of appeals in which it has been filed. Any 

matter pending before the United States Oourt of Oustoms 

and Patent Appeals or awaiting disposition by the United 

States Oourt of Olaims on the effective date shall be trans-

ferred to the United 'States Oourt of Appeals for the Federal 

Oircuit. 
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Senator DOLE. I will now ask the distinguished chairman. of the 
full committee whether he has a statement. 

S'l'ATEMENT OF SENATOR STROM THURMOND 

Senator THURMOND. Thank you, Senator Dole. 
It is a pleasure for me to introduce to you today Mr. Fletcher C. 

Mann, who is a participant in the first panel. 
Mr. Mann is an attorney from Greenville, S.C. where he has 

engaged in private practice for 33 years. He is a member of the 
firm of Leatherwood, Walker, Todd & Mann. He is married and is 
the father of three children. 

After graduating from the University of North Carolina in 1942 
N{r. Iv.J.ann entered the active service as a member of the Navai 
Reserve. He served in the European theater of operations com
manding an LST during the Normandy invasion. 

Upon his separation from the Navy, he completed law school at 
the University of North Carolina, graduating in 1948. He was 
admitted to the bars of North Carolina and South Carolina. 

In addition to a very active practice, Mr. Mann has found time to 
participate in many worthy causes. He has been a member and 
chairman of the board of directors of the Greenville County Public 
Defender Corp. He has been a member of the Greater Greenville 
Chamber of Commerce. He remains very active in the Red Cross, 
both locally and nationally, having previously chaired the Resolu
tions Committee of the American National Red Cross. 

l\~r: Mann has very recently served the South Carolina Bar by 
ChaIrIng the Procedures and Law Reform Committee. This commit,.· 
tee's proposals affecting criminal procedures are presently under 
consideration by the South Carolina legislature. 

Mr. Chairman, I am proud to introduce Mr. Mann. 
Senator DOLE. Senator Heflin, do you have an opening state

ment? 
Senator HEFLIN. I have a statement which I shall submit for the 

record. 
[The statement of Senator Heflin appears on page 289.] 
Senator THURMOND. I have another engagement. I will have to 

leave. I will take pleasure in reading this testimony later. 
I am sure these other gentlemen will be introduced by you. 
Senator DO~E. Thank you,. Mr. Chairman. We appreciate your 

prese~ce. I thIn~ we are all In the same boat, having about three 
committee meetings going on at the same time. However, we shall 
proceed as best we can. In my absence Senator Heflin has agreed to 
preside over part of this morning's hearing so I can go down and 
cut your taxes at another hearing. 

I will ask the first panel to approach the witness table. This 
panel co~sists of Benjamin L. Zelenko, Landis, Cohen, Singman, & 
Rauh; SIdney Neuman, Neuman, Williams, Anderson & Olson' 
Flet.cher C. Mann, Leatherwood, Walker, Todd & Mann; James W: 
Genak, Lyon & Lyon; and Herbert E. Hoffman AmeLican Bar 
Association. ' 

Do you have an order in which you wish to proceed? 
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STATEMENT OF BENJAMIN L. ZELENKO, WASHINGTON COUN
SEL, COMMITTEE TO PRESERVE THE PATENT JURISDICTION 
OF THE U.S. COURT OF APPEALS; MEMBER, FIRM OF 
LANDIS, COHEN, SINGMAN & RAUH 

Mr. ZELENKO. Mr. Albert E. Jenner is unavoidably absent today. 
He sends his regrets and apologies to the committee. 

I am Benjamin Zelenko, Washington counsel for the Committee 
to Preserve the Patent Jurisdiction of the U.S. Court of Appeals, 
and a member of the law firm of Landis, Cohen, Singman & Rauh. 

With your indulgence, Mr. Chairman, we offer Mr. Jenner's 
statement for the record. 

Senator DOLE. It will be inserted in the record. 
Mr. ZELENKO. 1\11'. Jenner is opposed to the creation of a National 

Patent Court of Appeals. He has no objection to other provisions of 
S. 21 and the consolidation of the two courts in Washington into a 
single court, but strenuously objects to the creation of a national 
court of patent appeals which would be precedent-making. It would 
be the single court of nationwide, exclusive jurisdiction over patent 
appeals. 

The arguments offered to date in its behalf are unpersuasive, Mr. 
Jenner states. His statement attaches very recent data. For exam
ple, it shows that a total of only 119 patent appeals were filed in 
the last fiscal year. Thus the creation of this new court will not 
relieve the dockets of the courts of appeals. The new court will not 
ease backlogs around the country. 

No convincing argument in terms of relieving the court of ap
peals workload can be made. The Hruska Commission which stud
ied this matter opposed the creation of an exclusive patent court of 
appeals. Mr. Jenner's statement suggests that if the committee is 
concerned with intercircuit conflict that it deal with that matter 
on a broader base than patent appeals, and perhaps ,consider a 
national court of appeals as an alternative. 

Mr. Chairman, I commend Mr. Jenner's statement to the atten
tion of the committee and the staff and would like to introduce the 
two witnesses sitting on either side of me. 

Mr. Sidney Neuman vice chairman of the Committee to Preserve 
the Patent Jurisdiction of the U.S. Courts of Appeals, is from 
Chicago, a practicing attorney in the patent field. 

Mr. Fletcher C. Mann, from Greenville, S.C., also is a member of 
the committee. 

They will each emphasize different aspects of this bill, and I 
thank you for your indulgence, Mr. Chairman. 

[The prepared statement of Albert E. Jenner, submitted by Mr. 
Zelenko, follows:] 
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result. I thank you for pennitting me to be one among them. 

PREPARED STATEMENT OF ALBERT E. JENNER, JR. At the outset, we should make clear that we do not oppose the provi-

My name is Albert E. Jenner, Jr. I am a practicing attorney in Chi

cago, Illinois and am privileged to serve as Chairman of the Comnittee to 

Preserve '!:he Patent Jurisdiction of the Courts of Appeals. I have served 

as Senior Counsel to the Warren Ccmnission; Chief Special Counsel to e;e lvIi

nority, House of Representatives Cannittee on the Judiciary respecting the 

Impeachment of President Nixon; member of the Presidential ccmnittee on the 

Causes and Prevention of Violence in the united States; Chail:man of the 

United states Supreme Court' s Mvisory Carroittee on the Federal Rules of Evi

dence; and a m=rober of the Advisory Ccmnittee on the Federal Rules of Civil 

Practice and Procedure. 

While I am not a patent law practitioner, I have tried patent cases 

over the years, not to rrention a great many civil, criminal, and agency cases 

in various federal and state courts, trial and apj,:ellate, throughout tr.e na

tion. As sane of your disinguished colleagues are aware, I have devoted a 

great deal of my time and energy for sane 50 years to the improvement of the 

administration 0::: justice in the state and federal courts. In that regard, 

the issue of specialized federal courts has often rise; (and I have, in llOSt 

instances, been opposed). I have long regarded the patent system, and par

ticularly its federal judicial administration, vital to our great country. 

I am acccmpanied today by Mr. Sidney Neuman, Vice Chainnan of the Can

mittee, who is a practiciI1g patent attorney from Chicago, Illinois, and by Mr. 

Fletcher C. Mann, a mani::er of the ccmnittee who is a practicing attornElY in 

Greenville, South Carol.i.Ja. Our carmittee is corrq;osed of practicing attorneys 

from New York City, Chicago, Philadelphia, los Angeles, Houston I Dallas and 

Cleveland. We appreciate the opportunity to express our views on S. 21 and 

similar legislation and to iI1dicate why we believe that the disadvantages of a 

national court of patent apJ.:eals far outweigh the alleged benefits that \1ill 
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sions of S. 21 which would consolidate the jurisdiction and operations of the 

united states Court of Claims and the United States Court of Custans and 

Patent Apj,:eals. Insofar as the consolidation lilay produ<:e econanies in opera~ons 

and efficiencies in the administration of justice, our ccmn:i.ttee endorses that 

proposal. Rather, our test:irnony is directed to that part of S.21 that would 

confer on the new Court of Appeals for the Federal Circuit exclusive nationwide 

jurisdiction over appeals in patent cases under section 1338 of title 28 of 

the United states Code. ~ note ~.:hat S.1477, the bill approved by the Senate 

Judiciary carmittee in the 96th Congress, provided that the new court would not 

exercise national trademark jurisdiction. (S. Rept. lib. 96-304 at 10). The 

bill now before the SUbcommittee wisely continues to exclude trademeirk cases. 

~ urge the Subccmnittee to make a parallel arrendment to S.21 and eliminate 

the grant of exclusive nationwide patent jurisdiction. 

Perhaps the best way I can present my testimony is to analyze sore of 

the specific reasons considered persuasive in the 96th Congress for endorsing 

this proposal and derronstrate why those reasons are no longer applicable. 

Mr. Neuman will examine the alleged uncertainty problem and the expected impact 

of the Patent reexamination amendments enacted last year which are due to beC'OITe 

effective shortly. These amendments, if effective, should reduce or eliminate 

lengthy patent litig'lt.ion. Mr. Mann will di:=;cuss the need to retain patent 

appellate jurisdiction in the regional courts of apJ.:eals. 

For example, the House Judiciary Carmittee report asserted that a 

single national patent appeals tribunal would help to alleviate docket pressures 

on the regional courts of appeals (H. Rept. No. 96-1300 at 16). But,.in fact, 

how many patent appeals are filed annually, and to what extent will transfer 

of this jurisdiction relieve caseload pressure on the courts of aPfeals around 

the country? The data that ~-e have assenbled show that in 1978, 163 patent ap

J.:eals were filed nationally and in 1979, the number was approximately 192. 

(This figure may be slightly inflated since it includes trademark cases.) 

~reover, recently canpiled data for fiscal year 198G indicate only 119 patent 

aPfeals filed in the eleven circuit courts of appeals. Thus, these cases 

81-714 0-81-6 
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account for approximately 1% of the total appellate cas.,load. While there may 

be other reasons advanced for a nfM patent court of appeals, the data simply 

do not suPfOrt thP. claim that a nfM national court will relieve docket congestion 

or ease case loads in the Courts of Appeals. 

The House Ccmnittee report also sought to justify the authority of the 

nfM court to rule on non-patent questions by pointing out that the existing court 

of Custans and Patent Appeals also saretimes decides cases which include issues 

other than pate:i1t questions, i.e., fraud, violation of antitrust laws, unfair 

canpetition, etc. 

We have made a research effort through the use of I.exis to ascertain 

the nl1Illber of CCPA decisions in which antitrust issues were in fact decided, 

and could find none. Nevertheless', the proposed new National Court of Patent 

Appeals is toO be empowered to decide antitrust questions as well as other le

gal questions when they are raised in a patent appeal. This is a far-reaching 

change fran present practice. We urge the SUbccmnittee to reconsider whether 

conferring such broadened power upon a new national court will aid the thought

ful developnent of the law and provide the best quality of appellate justice. 

The &>.nate Ccmnittee report (S. Rept. No. 96-304 at 11-12) also 

suggests that the Hruska Ccmnission ~vhich deplored "forum. shopping" in the patent 

law, impliedly endorsed a single patent appeals court. Quite the contrary. 

The Hruska Ccmnission, expressly opposed the creation of such a court. 

The Carrnission concluded that <,dditional appellate capacity might 

best be provided through a National Court of Appeals, but not by a separate 

appellate forum. for patent appeals (or tax appeals, for that matter). The 

Hruska Ccmnission found that such tribunals had substantial disadvantages 

and understandably opposed their creation. 

The Ccmnission met head-on and specifically rejected the claim that 

the neErd to declare national law could be ranedied by a national court of 

patent appeals. Its words were wise indeed, and I corn:oend and have long 

shared and vigorously advocated, the Camri..:;sion' s statements respecting 

specialized courts. The Ccmnission stated: 

"Proposals for a court of t.u: appeals and for a court of pat
ent appeals have been raised periodically at least for the past 
25 years. More recently there have also been proposals for a 

------,--------------------'-----'--------
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court of envi.rom1ental appeals and what would basically be a 
court of criminal appeals. 

-I. * * * * 
"After extensive discussion the Ccmnission concluded that, 

on balance, specialized courts would not be a desirable solu
tion either to the problems of the national law or, as noted 
elsewhere, to the problems of regional court caseloads. 

"Our conclusion rests in part on the disadvantages which we 
perceive as inherent i.n the creation and operation of specia1-
,!.zed courts. A number of the witnesses testifying before the 
Ccmnission have echoed the views of Simon Rifkind, first pre
sented in an oft-cited 1951 article, that the quality of deci
sion-making would suffer as the specialized judges becare 
subject to "bmne1 vision," seeing the cases in a narrow per
spective wi'ti'1.out the insights stemning fran,broad expol':o1lre to 
legal problems in a variety of fields. 

* * * * * 
"Other objections to specialized courts also have force. 

Judges of a specialized court, given their continued exposure 
to and great expertise in a single field of law, might impose 
their own vifMS of policy even where the scope of review under 
the applicable law is SUPfOsed to be more limited. Vesting 
exclusive jurisdiction over a class of cases in one court might 
reduce the incentive, now fostered by the possibility that another 
court will pass on the sarre i~sue, to produce a thorough and 
persuasive opinion in articulation and support of a decision 
•••. Our nation is not yet so harogenous that the diversity 
of our peoples cannot be reflected to sane advantage in the 
decisions of the regional courts. Excluding these courts fran 
consideration of particular categories of cases would also con
tract the breadth of experience and knowledge which the circuit 
judges would bring to bear on other cases; the advantages of 
decision-making by generalist judges diminish as t:£? judges' 
exposure to varied areas of the law is lessened." -

* * * * * 
It is true that the Ccmnission noted that the patent law was a problan 

area and that forum. shopping occurred in patent cases. But despite these 

findings, the Carmission met head-on, as I have said, the proposal to transfer 

appeals in patent infringEment cases to the Court of Custans and Patent Appeals 

and rejected that idea. Its conclusion was quite specific: 

"Under all 'ti'J.ese circunstances, the canrni.ssion concluded not 
to, reccmnend diverting patent appeals fran the generali:2ed cir
Clllt courts to a special court of patent appeals . . ."_r 

We would add that certainty in the law, which serre in the patent 

field seek ",t any price, is simply not worth the far-reaching disruption of 

the administration of justice in the federal appellate court structure that 

I believe would follow. 

y 
Camti,ssion on Revision of the Federal Court Appellate System, 

Washington, D.C., 1975 at pages 64 - 67. 

~/ Id., at 67. 
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If forum shopping is the evil atout which the Ccmnittee is prlinarily 

concemed, then there is a clear and simple arrendment to the Judicial Code 

which can eliminate forum shopping in patent cases. We will suggest arrenda-
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will be improved by placing exclusive jurisdiction for its enunciation in a 

single specialized appellate tribunal. In that regard, we concur in the 

conclusions reached by the Hruska Commission. 

tory language for the purpose. :i 
Consolidation of the Court of Claims and the Court of Custans and 

Patent Appeals may be a \\Crthwhile endeavor. At the least, the consolidated 

Court will be less specialized than each unmerged court presently is. Further

rrore, the m:rged court will greatly reduce expenses of administration, improve 

the judiciarY, and advance the administration of justice. 

'!he Senate Carmittee report also noted that a number of corporate enter-

prises endorsed the notion of centralizing patent appeals in a national court 

because they believe that patent cases are inconsistently adjudicated. (5. Rept. 

No. 96-304, at 12). But large corporate patent users do not all share that view, 

as Mr. Neuman will explain. Furthe:more, whether or not major patent users 

presently endorse or oppose a single patent appeals court, it seems to rre this 

distinguished Subcc:mn.:i.ttee might well ask why not a single antitrust court, 

or a new national I?nvironmental law tribunal or a national tax court, etc. 

Certainly, these areas of the law generate important consequences for tech

nological innovation and industrial advancement. It is illusory to believe that 

Arrerica's inventive genius and industrial technology will prosper if all appel

lat.e patent jurisdiction is merged into one national appellate tribunal. 

'!he burden is on those who propose to tinker with the present federal 

appellate structure and establish a new Article III tribunal with exclusive 

subject matter jurisdiction. '!he Senate Canmittee report. in further support of 

a National Patent Court of Appeals, states: 

" • •. a major purpose of the bill is to create a forum to which 
<;:ongress cc;m route cases. where there is a felt need for unifonnity 
ll1 the nat~o!1al law ... " 

5. Rept. No. 96-304 at 14. Thus, what is being proposed today as a nodest 

rearrangement of the juri~diction of two existing courts, in fact, may be 

the precursor of a super court with expanding national jurisdiction in specific 

subject matter areas of the law. It represents a fundamental restructuring of 

federal appellate justice without parallel or precedent. As you know, the 

American Bar Association opposes so radical a change of the ~llate court system. 

I was a rrember of the ABA Eoard of Govemors and the ABA House of Delgates which 

considered that matter. 

In surrmary, we do not believe that the data demonstrate .:my significant 

lessening of judicial \\Crkload by transferring appeals in all patent cases to a 

single appellate court, nor do we believe that the developrent of patent law 
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We appreciate your invitation to appear here today and we will be happy 

to answer any questions following the statements of Mr. Neuman and Mr. Mann. 

'!hank you. 
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Fiscal Year 

1979 

1978 

CIJl\m' I 

Cl\SES 'ID DE TMNSFEImED FlnM 'fflE UNI'rED 
SI'l\TES CDur~I'S OF l\PPE1\LS 'In 'l'IIE Pl~rDSED 
CDUR'l' OF' APPEALS FOR 'rIJE F.E~)EHl\L cmCUIT 

Cases Filed 

192 ~/ 

163 i/ 

PATEN'l' AND TMDEMAHJ( APP~".l\LS 1:./ 

Perccn t of the 'Ibtal Cases Filed in U.S. Courts of Appeals ~/ 

1.17% 

1.01]% 

11 The mmll::er of Patent Ap~als alone is not reported. 

2/ The percentage is derived fran the total number of cases filed in the U.S. Courts 
of APPeals fran the u.S. District Courts found in the 1979 Annual Hel::ort of the Director of 
t~e Administrative Office of the United States Courts, p. 197, Table 4. 

2/ II. Rept. No. 1300, 96tll Cong. 2d Sess. (1980), pp. 21 - 22. 

4/ 'l"'11e figure refers to Patent Appeals onl}. Derived by subtracting the number of fed
eral contract cases where the U.S. is a defendant (209), found in the 1979 l\nnual Report of 
the Director of the Administrative Office of the United States Courts, p. 197 I 'l'able 4, from 
the total of patent and federal contract cases (372) found in S. Rept. No. 304 I 96th Congress I 
1st Session (1979), p. 14. 
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Fiscal Year 

1980 

1979 

1978 

ClIAH.l' 2 

CASES '10 BE ,}'RANSFEllilliD FroM 'l'IJE 
UNI'l'ED S'l'A'rES CDum's OJ? APPE:ALS 'IV 

TIlE PHOPOSED CDUR'l' OF APpc'.ALS ron 'rilE FElJEML CIHCtllT 

FEDERAL mN'l'Rl\C'l' CASES Wl'I'I1 U. S. AS DEFENDl\NT 

Cases Filed Percent of the Total cases Fi]ed in U.S. Courts of Appeals }./ 

179 ~I .93% 

158 "}j .97% 

209 il 1.34% 

II 'Ihe percentage is derived fran the total mnnber of cases filed with the U.S. Courts 
of l\J.)Pea1s fran the U.S. District Courts found in the 1979 Annual Report of the Director of 
the Administrative Office of the United States Courts, p. 197, Table 4 and the 1980 Annual Re
port of the Director of the Administrative Office of the United'S·tates Courts, p. 45, Table 3. 

~I 1980 Annual Report of the Director, p. 45, 'l'able 3. 

11 Ibid. 

il 1979 Annual Report of the Director of the Administrative Office of the United States 
COlrrts, p. 197, Tm)le 4. 
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U. S. COURr OF CUSTOMS AND Pl\'l'f!:NT 
APPI?J\IS l\ND U. s. mURT OF CT.J\IMS 

mMBINED CASEr Ol\D 

Year Cases Filed 

1980 740 }j 

1979 585 'f'/ 

1978 504 1/ 

1977 663 i/ 

1/ Compiled frau the "United states Court of Custans and Patent Appeals Report for the 
Year Ended June 30, 1980" and the 1981 Annual Report fran the Office of the Clerk, United States 
Court of Claims, p. 46. The data from the U.S. Court of Claims reflect only cases tCl1ninated 
in the year ending September 30, 1980. 

~/ Canpiled from figures in II. Rept. No. 1300, 96th Cong., 2d Sess., (1980), pp. 21 - 22. 

1/ Canpiled from figures in S. Rept. No. 304, 9GBl Cong.; 1st Sess. (1979), p. 13. 

4/ Compiled fran the "United States Court of Customs and Patent. Appeals Report for the 
Year Ended JW1e 30, 1977" and the 1978 Annual Report fran the Office of the Clerk, United States 
Court of Claims, p. 38. '111e data from the U.S. Court of Claims reflect only cases tel1njnated 
in the year ending Sept.ember 30, 1977. 
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CHARI' 4 

Patent Appeals Filed by Circuit 
Year Ended June 30, 1980 * 

Circuit 

Total . . . . . . . . . . . . . . . . . . 
District of 

Columbia • • • • • • • 0 • • • 

First 
• • 0 • • • • • • • • • • • • • 

Second • • • 0 • • • • • 0 • • • • • 

'Ihird · . . . . . . . . . . . . . . . 
Fourth . . . . . . . . . . . . . . . 
Fifth 

• • 8 • • • • • • • 0 • • • • • 

Sixth · . . . . . . . . . . . . . . ~ 
Seventh . . . . . . . . . . . . . . 
Eighth 

• • • • • • 0 • • • • • • • • 

Ninth o • • • • • • • • • • • • • • • 

Tenth . . . . . . . . . . . . . . . . 

Patent 
Appeals 

119 

2 

4 

12 

15 

6 

6 

14 

21 

1 

34 

4 

* Source : Administrative Office of the 
United States Courts 

Washington, D. C. 
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Total 

Clrouit 
and 

Distriot 

Distriot ot Columbia 

First Cirouit 

Maine ••••••••••••••••• 
Massaohusetts ••••••••••• 
New Hampshire •••••••••• 
Rhode Island •••••••••••• 
Puerto Rico ............ . 

Second CircI1it 

Connectiout ••••••••••••• 
New York, 

Northern ••••••••••••• 
Eastern .......................... .. 
Southern ........................ .. 
Western •••••••••••••• 

Vermont ••••••••••••••• 

Third Circuit 

Delaware ••••••••••••••• 
. New Jersey ••••••••••••• 

Pennsylvania, 
Eastern ••••••••• " ••• 
Middle ••••••••••••••• 
Western •••••••••••••• 

VIrgin Islands •••••••••••• 

. Fourth Circuit 

Maryland ••••••••••••••• 
North Carolina, 

Eastern ............ .. 
Middle ••••••••••••••• 
Western ••••••••••• , ••• 

South Carolina ••••••••••• 
VirginIa, 

Eastern •••••••••••••• 
Western •••••••••••••• 

West VIrginia, 
Northern ••••••••••••• 
Southern ••••••••••••• 

Filth Circuit 

Alabama, 
Northern ••••••••••••• 
MiGdle .............. . 
Southern ••••••••••••• 

Florida, 
Northern ••••••••••••• 
MIddle .............. . 
Southern ••••••••••••• 

Georgia, 
Northern ........................ .. 
Middle ............. .. 
Southern ••••••••••••• 

Louisiana, 
Eastern •••••••••••••• 
MIddle ••••••••••••••• 
Western •••••••••••••• 

Mississippi! 
Northern ••••••••••••• 
Southern ••••••••••••• 

Texas, 
Northern ••••• , ••••••• 
Eastern •••••••••••••• 
Southern ••••••••••••• 
Western •••••••••••••• 

Canal Zone ••••••••••••• 
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CHART 5 

Patent Cases Filed and Pending by District 
Year ended June 30, 1980 

Pa tent Cases 

Pending 
Filed June 30 

811 1.535 

15 18 

41 90 

1 
31 77 
5 6 
3 4 
2 2 

104 182 

15 36 

5 6 
14 44 
63 77 
5 16 
2 3 

88 156 

20 51 
42 60 

18 28 
1 

8 16 

36 79 

8 16 

d 
7 
8 

25 

13 5 
4 6 

1 
2 3 

113 241 

3 

1 1 
14 23 
22 71 

12 18 
3 3 
1 2 

12 
1 

6 9 

3 
2 2 

27 44 
2 

15 36 
3 11 

Clrouit 
and 

Dlstrlot 

Sixth Circuit 

KentUoky, 
Eastern •••••••••••••• 
Western ............. . 

MichIgan! 
Eastern •••••••••••••• 
Western •••••••••••••• 

Ohio, 
Northern ••••••••••••• 
Southern ••••••••••••• 

Tennessee: 
Eastern •••••••••••••• 
Middle ••••••••••••••• 
Western •••••••••••••• 

Seventh Circuit 

nllnois: 
Northern ••••••••••••• 
Central •••••• , ••••••• 
Southern ••••••••••••• 

Indiana, 
Northern ••••• , ••••••• 
Southern ••••••••••••• 

Wisconsin! 
Eastern •••••••••••••• 
Western •••••••••••••• 

Eighth Circuit 

Arkansas: 
EastRrn •••••••••••••• 
Western •••••••••••••• 

Iowa, 
Northern ••••••••••••• 
Southern ••••• , ••••••• 

MIMesota •••••••••••••• 
Missouri: 

EB.!:tem ............ <> ..... . 

Western •••••••••••••• 
Nebraska ••••••••••••••• 
North Dakota ........... . 
South Dakota •••••••••••• 

N'mth Circu~t 

Alaska ............... .. 
Arizona .............................. .. 
California: . 

Northern ••••••••••••• 
Eastern ............. . 
Central ............. . 
Southern ••••••••••••• 

HawRii .......................... .. 
Idaho ................. . 
Montana ••••••••••••••• 
Nevada •••••••••••••••• 
Oregon .............. .. 
Washington' 

Eastern ............. . 
Westeto •••••••••••••. 

Guam ••••••••••••••••• 
Northern Marianas •••••••• 

'fenth Circuit 

Colorado ••••••••••••••• 
Kansas ............................... .. 
New Mexico ••••••••••••• 
Oklahoma: 

. Northern ••••••••••••• 
Esstern •••••••••••••• 
Western •••••••••••••• 

Utah ••••••••••••••••• 
Wyoming' ••••••••••••••• 

P·ltent Cases 

Pending 
Filed June 30 

101 189 

2 6 
2 4 

45 80 
4 11 

25 47 
10 26 

5 5 
4 'i 
4 

109 .18 

77 157 
6 7 
1 2 

7 13 
5 11 

10 33 
3 5 

35 69 

1 1 
4 6 

16 40 

5 6 
3 8 
2 6 
2 1 
1 1 

135 225 

1 
9 16 

27 45 
7 13 

63 97 
7 11 

4 
1 
1 
-

6 13 

4 5 
12 18 

34 58 

9 10 
9 20 
1 1 

1 2 
2 2 
6 8 
5 14 
1 1 

------~------,- - ------ ---------~-
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Senator DOLE. Thank you, Mr. Zelenko. 
Mr. Neuman? 

STATEMENT OF SIDNEY NEUMAN, ATTORNEY, NEUMAN, 
WILLIAMS, ANDERSON & OLSON, CHICAGO, ILL. 

Mr. NEUMAN. I am Sidney Neuman. I am a member of the 
Illinois Bar and I am admitted to practice in a number of the 
Federal district courts and regional courts of appeals. 

My credentials are set forth in the written statement which has 
been submitted. However, I would like to mention for the record 
that I have been engaged in patent litigation for more than 50 
years. I have been a fellow of the American College of Trial Law
yers for over 20 years. 

I would like to begin by quoting Mr. Justice John Paul Stevens. 
This is when he addressed the Hruska Commission on behalf of all 
of the active judges, save one, of the Court of Appeals for the 
Seventh Circuit, he said: 

Since the task of the appellate court is often made relatively simple by the 
District Court's thorough and well-prepared findings of fact, we do not consider this 
phase of our work unduly burdensome. Certainly the burden of patent litigation 
falls more heavily on district judges than on us. 

Therefo~, Mr. Chairman, my first point is this: No special tech
nical or patent expertise is required at the appellate level. The 
appellate court does not review the evidence for the purpose of 
determining whether if it were the trier of facts it would have 
reached a different decision on the same factual record. Its sole 
function is to decide whether the judgment below is legally correct. 

The subject matter of a patent involved in a patent suit and the 
technical evidence relating to it are always covered by findings of 
fact which are based on the testimony of live expert witnesses. 
These findings are required to be accepted by the appeals court 
under rule 52(a) unless clearly onerous, but the rule also enjoins 
the court to give due regard to the opportunity of the trial court to 
judge the credibility of witnesses. 

As the Supreme Court emphasized in the Graver case (336 U.S. 
271), there is no case to which this clause is more applicable than a 
patent case involving expert testimony. In other words, Mr. Chair
man, technical expertise in a patent case is supplied by live expert 
witnesses examined in the trial court, and not by appellate court 
judges. 

A court of appeals may not reexamine a fact found by a jury. 
Nor is patent law an esoteric mystery. It may be mastered by a 
judge lacking previous experience with the subject just as easily as 
he acquires an understanding of other fields of law in which he has 
had no prior practice. Our basic statute is no more difficult to read 
and understand than other statutes which a judge must deal with. 

While I do not favor specialization at either the trial level or the 
appellate level, I feel that I shDuld at least point out that the 
approach being taken by S. 21 is the exact opposite of the British 
system. There the high court of justice, Chancery Division, has a 
"special" patent's trial judge who tries the infringement actions, 
but the appeals are presented to and decided by generalist judges 
of the court of appeals. 
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I prefer our present system, and I urge this committee to follow 
Justice Stevens' conclusion, which was this: 

As long as patent litigation is considered appropriate for trial by Federal judges it 
should also continue to be appropriate for Federal appellate courts of general 
jurisdiction. 

I would now wish to take up the three basic grounds which led 
this committee during the last Congress to support establishment 
of the new court. These were: 

No.1, the court will increase doctrinal stability, that is, lead to 
definitive and uniform adjudications in patent cases; 

Two, it will insure predictability and provide for a more reliable 
system by making businesB planning easier; and 

Three, it will eliminate fhrum shopping. 
Let me consider together grounds two and three because one of 

them is already satisfied and the other one may be easily attended 
to without creating a new court. 

On July 1 of this year a reexamination procedure becomes oper
ational in the Patent Office. This procedure will permit the Patent 
Office to consider prior art not previously of record and determine 
whether the patent should have been issued or whether it should 
be canceled. 

According to the House report accompanying H.R. 6933, the pro
cedure will permit resolution of validity questions without recourse 
to expensive litigation and will promote industrial innovation by 
assuring the kind of certainty about patent validity which is a 
necessary ingredient of sound investment decisions. 

Surely these objectives are the very same ones sought by the 
corporate patent counsel proponents of the new court. And, I conse
quently submit that creation of the court is now duplicative; it is 
unnecessary, especially when all that remains to be done is to 
complement the reexamination procedure with the enactment of a 
simple amendment of the patent venue provisions which would 
deal with forum shopping by controlling and regulating the com
mencement of patent litigation. Under the amendment which we 
are proposing, patent owners would have priority to select the 
forum, subject to defeasance and the accused infringer's right to 
initiate the litigation under the Declaratory Judgment Act and 
select the forum to be preserved. 

Reexamination and our proposed amendment constitute a palat
able alternative to tinkering with the time-honored procedure for 
reviewing patent ca.ses on appea.l. 

As to alleged lack of stability in the patent decisions, so far as I 
have been able to ascertain this ground relates principally to the 
decisions of the courts dealing with the obviousness issue under 
section 103 of the Patent Code. 

There is no serious contention that the courts are guilty of 
misinterpretation or are misapplying the law as to dozens of other 
issues which arise in patent cases. 

But are the courts actually mishandling the obviousness cases? I 
say the answer is no. They are deciding the cases on a case-by-case 
basis as they have been directed to do by the Supreme Court's 
decision in Graham v. Deere. 

Obviousness is a question which must be determined vel non in 
the light of the specific evidence of a case. As the Supreme Court 
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has said, there can be no uniform definition of obviousness. It will 
vary from case to case and the test is always an objective one. The 
trier of facts must make the factual inquiries mandated by the 
statute and then determine whether the subject matter would have 
been obvious to a man skilled in the art. He is a hypothetical man. 
Just as in tort cases where we have the hypothetical reasonably 
prudent man, the trier of facts must make a judgment as to con
duct or scienter, so in patent cases must the court make a judg
ment as to the skill of a hypothetical person. 

In the factual context of the cases and in appraising the level of 
ordinary skill in the specific art involved, the courts are holding 
some patents valid for nonobviousness while in others the patents 
are being held invalid for obviousness. This does not mean that 
there is any inconsistency in the decisions. It does not mean that 
the courts are misinterpreting the law. It does not mean that the 
courts are guilty of misapplying the law. And it does not mean that 
the standard of patentability varies from circuit to circuit. It 
simply means that on a case-by-case basis there is no uniformity in 
the results. But this clearly is not inconsistency or uncertainty in 
the decisions. < 

The only surveys which have been made of section 103 cases 
decided in the last 7 years show that there is no "anti-patent" or 
"pro-patent" pattern in any of the circuits and that the rules laid 
down by the Supreme Court are being followed on a case-by-case 
basis. Lack of uniformity exists only in the results. 

There are many other areas of the law where judges come to 
different conclusions while applying the same rules of law. 

Finally, the concept of a single court having exclusive jurisdic
tion over all patent matters is incompatible with the public inter
est. The same court should not preside over both the U.s. Patent 
Office and the district courts throughout the land. This is an 
improper merger of the patent-issuing process which is an adminis
trative function of the executive branch with the patent adjudica
tion process committed to the judicial branch. If antipatent, such a 
court can literally destroy the patent system. On the other hand, 
by becoming unduly propatent, it can seriously affect the members 
of th~ public who are entitled to be freed from paying tribute to 
questIOnable patents. Whether patents should be upheld or invali
dated should be left to an effective independent judiciary. 

The dangerous incongruity of the twofold jurisdiction of the pro
posed court has been underlined by the differing statutory intents 
which have been expressed as to the manner in which it will 
discharge its appellate functions. Last year this committee author
ized the use by the judges of the proposed court of technical advis
ers to aid in the resolution of patent cases. But the House commit
tee has said no-to do so in adversarial litigation will violate due 
process. 

To me this means that there is something wrong with the single 
court concept. And I submit that instead of attempting to reconcile 
these conflicting views or finding a compromise, this committee 
should now remove from S. 21 the provisions providing for jurisdic
tion over the patent decisions of the district courts. 

[The prepared statement of Mr. Neuman follows:] 
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PREPARED STATEMENT OF SIDNEY NEUMAN 

Mr. Chairman and Members of the Subcommittee: 

I greatly appreciate this opportunity to appear 

before you and testify vii th respect to the provisions of 

S-2l which would establish a ~vashington-based court havin';J 

exclusive app~ilate jurisdiction over all patent cases 

arising in the United States Patent a.nd Trademark Office and 

the United States District Courts throughout the country. 

I am one of the two patent lawyers who were appointed 

in 1965 by President Johnson to serve as members of his 

President's Commission on the Patent System. .rhe principal 

thrust of the recommendatl.ons , of our report wh~ch was submitted 

to the President in November 1966 was to raise the quality 

and reliability of a U.S. Patent. One of our recommendations 

f a Patent Offl.'ce reexamination and cancelwas installation 0 

a matter t~ which I shall hereafter make lation procedure, 

reference. 

In 1970-71 was I Presl.'dent of the American Patent 

, 1966' I served as President of the Patent Law Association; l.n 

Law Association of Chicago; and in 1955 I was the President 

of the Bar Association of the Seventh Federal Circuit which 

is a group of lawyers from the three states which make up 

the circuit, the principal function of which is to participate 

with the judges of the circuit in holding their annual 

Circuit Judicial Conference. I have been a Fellow of the 

Ame~ican College of Trial Lawyers since 1959. 
\ 
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I appear in a personal capacity as an attorney who 

has spent many years in patent litigation; I am Vice-

Chairman of Mr. Jenner's Committee and I am also authorized 

to speak for the Bar Association of the Seventh Federal 

Circuit. 

Our presentation is in a very real sense a petition 

for rehearing; a request for reconsideration and reexamination, 

if you will, of the three basic grounds which appear from 

Sena.te Report No. 96-304 to have persuaded the Committee on 

the Judiciary to support establishment of the new court 

during the last Congress (8-1477). These are: (1) the 

court will increase dcctrinal stability, i.e., lead to 

definitive and uniform adjudications in patent cases, (2) it 

will ensure predictability and provide for a more reliable 

patent system by making business planning easier and (3) it 

will eliminate forum shopping in patent cases. 

I recognize that our Committee has undertaken a 

heavy burden but, nevertheless, I confidently hope that I 

can demonstrate to your complete satisfaction that: 

(1) there Was no basis, in fact, for the contention 

of the proponents of the court that there Was instability 

and a serious lack of uniformity in the patent decisions of 

the regional courts of appeals; 

(2) that in view of Public Law 96-517 (HR 6933, 

96th Congress) which becomes effective July 1, 1981 and 

which provides for reexamination by the Patent Office of 

issued patents, there is not now any urgent need for creation 

of a special patent appeals court, the new law should be 
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afforded a reasonable time for determlning whether it will 

make business planning easieL, correct t~e alleged predictability 

problem and restore confidence in our patent system; and 

(3) that a new court to eliminate forum shopping 

is not needed in that all that remains to be done to complement 

the reexamination procedure is the adoption of a simple 

amendment of the statute applicable to declaratory judgment 

actions assuring patent owners of more control over the 

forum in ~mich the validity of their patents will be adjudicated. 

I believe that it will assist this Committee if I 

spend some time discussing and explaining patent cases in 

general and in exploring with you whether there is any basis 

for a "patent-case" mystique. I hope that my discussion and 

explanations will convince you that patent cases - a traditional 

Federal-type litigation - should not be removed from the 

mainstream of cases going to our regional courts of appeals 

"as long as this type of litigation is considered appropriate 

for trial by federal judges". These were the words of Judge 

(now Justice) Stevens when he addressed the Hruska Commission 

in 1974 on behalf of a majority of the judges of the Court 

of Appeals for the seventh Circuit. I submit that this is 

still true because, as was wisely pointed out by Justice 

Stevens, the "burden of patent litigation falls more heavily 

on district judges" than on circuit judges.* I also hope 

that I can convince you that our Federal appellate system is 

not malfunctioning in the patent area, which some observers 

seem to believe. 

*As reported in the transcript of the hearings before 
the Commission on Revision of the Federal Court Appellate 
System, Second Phase, Vol. 1, 1974 hearings, p. 510. 
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My firm, located in Chicago, is now in its 83rd 

year of continuous practice of so-called "patent law". I 

went to work at the firm when I was 17~ I studied law at 

Chicago Kent College of Law, then a night school and I was 

admitted to the Illinois Bar in 1926. I have been involved 

in patent litigation ever since - more than 50 years. 

Without any technical background, or formal scientific 

education, I have tried not only mechanical patent cases, 

but chemical and electrical patent cases as well. 

My firm'B practice and clientele have always 

covered the entire spectrum of patents. Thus, one aspect of 

our practice is that of representing both individual inventors 

and companies in the United States Patent and Trademark 

C.-:fice, soliciting and obtaining patents for them. Another 

is counseling and advising clients in patent matters, rendering 

opinions and negotiating and drafting agreements and licenses 

respecting patents. Lastly, we engage in patent litigation, 

ei~her prosecuting or defending patent infringement cases. 

In some cases, we are on the side of the patent owner and in 

others we represent the party charged with infringement. 

We are neither "pro-patent" nor "anti-patent", our 

philosophy of advocacy in simple terms being this: in a 

given case (and whether we are for the patent or against it) 

we are sworn to seek, by the use of our best efforts and by 

fairly employing the tools available to us, a.decision 

favorable to the client. For example, as advocates in a 

case where we are for the patent, we may contend that in the 

given factual content of the case, the subject matter of the 

patent is non-obvious. And one week later in another case 

81-714 0-81-7 
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involving another patent and in a different factual context 

we may contend that the subject matter is obvious. I believe 

that my firm is representative of the patent trial bar. 

There are few if any of us who are classifiable as plaintiffs' 

lawyers or as defendants' lawyers as is so true in many 

areas of the law. It is only natural, therefore, that we at 

the patent trial bar should favor a judicial process or 

system for the adjudication of patent cases in which our 

courts anu our judges mirror or reflect the philosophy of 

the bar and are neither "pro-patent" nor "anti-patent" and 

thus on u case-by-case basis are available to decide the 

issues in the light of the specific evidence and the 

applicable principles of the law. 

And now, may I explain generally what a patent 

case is all about; how these cases are tried in the lower 

courts and handled on appeal. They are, in short, tried and 

appealed in precisely the same manner that other cases are 

tried and appealed. There is no reason \vhatever for 

considering them as a different breed of cats. 

Patent infringement is, in essence a subject of 

the law of torts. A patent is a property right and its 

violation or infringement is a trespass upon that right. 

The action may be at law or in equity. If at law, it may 

be tried before a jury or qua a bench trial by the district 

judge. The equity actions seeking injunctive relief and an 

accounting are tried by the district court judge. The proof 

in patent cases is subject to the same laws or rules of 

evidence applicable to other cases. 
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The basic issues in a patent case are: is the 

patent valid and has it been infringed? There is nothing 

mysterious about these issues. 

(a) vlith respect to the validity issue: 

al though by statute the patent claims 'ivhich have been 

granted are presumptively valid, one charged with a 

violation of the patent is entitled to attack its 

validity and ask the court to hold that, on the evidenc_~ 

before it, the constitutional and statutory prerequisites 

of patentability have not been met. The ultimate 

question of patentability is one of law, but its reso

lution is di.ctated by the facts as established by the 

evidence. 

(b) With respect to the infringement issue: 

patent claims have been likened to the description of 

real estate in a deed; they fix the metes and bounds of 

the property right. If the words of the claim can be 

reasonably applied to the accused device, composition 

or process, infringement has been made out; otherwise 

not. In some cases however, even though the claims do 

not verbally embrace the accused object, it is still 

possible to reach a conclusion of infringement under 

the so-called "equivalents" doctrine when the accused 

device "performs substantially the same function in 

substantially the same way to obtain the same result". 

There are well-established rules and guidelines governing 

the resolution of the infringement issue on the basis 

of the specific evidence in the case. 



------------------------------------------------------------~------_,---'-----------

94 

Nor is knowledge of the patent law a serious 

problem. It may be mastered by a judge lacking previous 

experience with the subject just as easily as he acquires an 

understanding of other areas of the law in which he has had 

no prior practice. We have a basic statute which is no more 

difficult to read and understand than other statutes which a 

judge must deal with. My reading of literally thousands of 

patent decisions in the course of my many years of practice 

has never left me with the feeling that generalist judges 

were or are incapable of either comprehending the principles 

of patent law or applying them to the facts of a case. May 

I here quote that distinguished member of our profession, 

the Honorable Simon H. Rifkind: 

If the patent law has already become so 

esoteric a mystery that a man of reasonable intel-

1igence cannot comprehend it, then something has 

gone seriously wrong with the patent law.* 

That was thirty years ago and today - 1981 - I 

would paraphrase his concluding remark by observing: 

If that is so, the cure lies in correcting 

the law, not in tinkering with our traditional 

federal appellate structure. 

There are a few other observations to be made at 

this point: 

*American Bar Association Journal, June 1951, Vol. 37 
p. 425. 
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1. Does the trial of a patent case differ from 

the trial of other cases Over which the federal courts 

have jurisdiction? The difference, if any, lies only in the 

nature of the subject matter. As I have said, a patent case 

is tried in precisely the same way that other cases are 

tried. Accordingly, l~hE~re the subject matter or technology 

is complex, the parties call expert witnesses to assist the 

court in understanding the issues and the evidence, just as 

such witnesses are callf~d for exactly the same reason, in 

medical, product liability, envinronmental law and other 

complicated cases, including tax and antitrust cases. As in 

such other cases, c:ompetent trial counsel provide the court 

with visual aids, models, charts and diagrams. 

2. Is a patent appeal different from other appeals? 

The answer is "no". The appeal in a patent case is briefed 

and argued in precisely the same manner as other appeals. 

The facts have already been established in the trial court. 

The evidence is covered by findings made by the trial court 

pursuant to Rule 52(a) F.R. Civ. P. or by a jury and the 

sole function of the appellate court is to determine whether 

the judgment is legally correct, not whether a different 

result could have been reached on the same evidence.- Thus, 

there is no de ~ hearing and the standard and scope of 

review is no different from those in other appeals. 

3. Is a special technical expertise reguired 

at the appellate level? "No." The appellate court doe? not 

review the evidence for the purpose of determining whether, 

if it were the trier of facts, it would have reached a 

different decision on the same factual record. Under Rule 



96 

52(a) F.R. Civ. P., the findings of fact will be accepted 

unless they are "clearly erroneous" and this rule also 

enjoins the appellate court to give due regard to the 

opportunity of the trial court to judge the credibility of 

witnesses. Where the experts disagree, and this is not 

uncommon, the choice made by the trial judge of the views of 

the opposing witnesses is his unique function. As the 

Supreme Court said in Graver Mfg. Co. v. Linde Co. 336 U.S. 

271, 274-5 (1948) Rule 52(a) is especially appropriate where 

the evidence is largely the testimony of experts. 

In other words, technical expertise in a patent 

case is supplied by live witnesses examined in the trial 

court - not by appellate court judges. 

4. If patent cases are burdensome, where is 

this impact felt? I have no reason to disagree in any way 

with the observation made by Judge (now Justice) John Paul 

Stevens when he spoke for all of the active judges of the 

Court of Appeals of the Seventh Circuit before the Hruska 

Commission. In opposing the creation of a special patent 

appeals court he said, 

[1]n our judgment the benefits to be gained by 

using specialized appellate courts are generally 

overstated. As an example, we might consider the 

number of patent appeals. During the five-year 

period encompassing the fiscal years 1969 through 

1973 there were only 649 such appeals in all 11 

circuits; the average is only about 130 per year, 

or about 12 per circuit, which in turn is only 

97 

slightly more than one patent case a year for each 

active circuit juJge.* Since many of these appea1.s 

present fairly narrow issues, and since the task 

of the appellate court is often made relatively 

simple by the district court's thorough and well 

prepared findings of fact, we do not consider this 

phase of our work unduly burdensome. Certainly 

the burden of patent litigation fall.s more heavily 

on district judges than on us. We are therefore 

persuaded that as long as this type of litigation 

is considered appropriate for trial by federal 

judges, it should also con·tinue to be appropriate 

for fed,eral appellate courts of general jurisdiction, 

particularly if the ultimate power of review is to 

remain in the Supreme Court. [Emphasis added.]* 

Patent appeals are no more burdensome today than 

they were in 1974. As appears from the attachment to Mr. 

Jenner's statement" the number of these appeals fil.sd in the 

year ended June 30, 1980 totalled 119, less than the yearly 

average of 130 in the period covered by Justice Stevens. 

A. There is No Serious or Substantial 
Lack of Uniformity in the Patent 

Decisions of the Regional 
Courts of Appeals 

As appears from Senate Report No. 96-304 which 

accompanied S-1477 of the last Congress, establishment of 

the proposed court was favored as providing "a forum that 

*Hruska Commissions Transcript Vel. I p. 510-11. 

-
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will in~rease doctrinal stability in the field of patent 

law. '! 

While it did not say so explicity, it seems that 

Senator Kennedy's Committee concluded that there is no 

uniformity in the law of patents. It is true that the 

report states that i:~stimony had been receiv~d which confirmed 

findings of the Commission on Revision of the Federal Court 

Appellate System (the Hruska Commission) that "patent cases 

are inconsistently de:::ided" but this is an' over simplification 

and there is no bill of particulars. For example, I do not 

find in the Commission's Report any basis for the assertion 

that application of the patent law "to the·· facts of a case 

often produces different outcomes in different courtrooms in 

s'L.bstantially similar cases." Moreover, the summary of the 

report of the Hruska Commission's consultants (67 F.R. 

D369-71) which purports to set forth the alleged findings which 

were said to be confirmed by the testimony is very general and non

informative. It is sprinkled with such phrase,;, FlS "differences 

in application" and "differences in interpreta.tion", but it 

does not spell out the specific substantive issues or alleged 

problems. In any event, the survey which was conducted is 

statistically insignificant because out of 1,400 inquiries, 

there were only 240 usable responses, a mere 17%. In contrast, 

a recent poll of the membership of the Patent Law Association 

of Chicago has a response of about 50% with 186 members voting 

against the proposed court and only 162 in favor. 

So far as I have been able to ascertain, the alleged 

uncertainty in the law has to be the decisions of the courts 
, 

dealing with the issue of "obviousness" under 35 U.S.C. §103 

... 
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and only that issue. There is no serious co.ntention that the 

courts are improperly interpreting any of the sections of the 

Patent 

any of 

Code cited in the margin*, or are guilty of misapplying 

the rules of law when addressing any of the issues 

which I have enumerated. Th 'h ere ~s ence no lack of uniformity 

of any uncertainty as to the dozens of other issues which 

arise in a patent case. 

I therefore believe that I can best help this 

Committee by explaining the obviousness issue fully and 

showing that because of its essential nature, only the 

r~sults in the cases are d;ffeyent and of 't 
• J. necess~ y non-

uniform. In the factual context of the individual cases, 

some patents are being held val;d for b ' • non-o v~ousness, while 

in other cases, the patents are being held invalid for 

obviousness. Th;s doe t h • s no mean t at there ;s any , , ... ~ncons~stency 

in the decisions. It does not mean that the courts are 

misinterpreting the law. It d t oes no mean that the courts 

are guilty of misapplying the law. And, it does not mean 

that the standard of patentab~l;ty , f .... var~es rom circuit to 

c ircmi t. It silJ)ly means that on a case-by-case basis, 

there is no uniformity in the results. PI' a~nly, this is not 

inconsistency or uncertainty in the decisions. 

Allow me to now quote Section 103 of the Patent 

Code and then demonstrate that the courts are not only 

*Lack of patentable subject matter under 35 U.S.C. 
§101; lacJ: of no:relty under 35 U.S.C. §102; invalidity for 
non-compl~ance w~th 35 U.S.C. §112; priority questions under 
35 U:S.C: §§119 and 120; new matter under 35 U.S.C. S132~ 
r:on-~nfr~ngem7nt under 3~ U.S.C. §271 including such subsidiary 
~ssues as eq~~:ralency, f~le-wrapper estoppel, abandonment 
and late cla~~~r:9i fraud on the Patent Office; and misuse or 
non-enforceabJ,I~ ty. 
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following its mandate but that of the Supreme court as well. 

That section is as follows: 

A patent may not be obtained •••• if the 

difference between the subject matter sought to be 

patented and the prior art are such that the 

subject matter as a whole would have been obvious 

at the time the invention was made to a person 

having ordinary sktll in the art to which said 

subject matter pertains. Patentability shall not 

be negatived by the manner in which the invention 

was made. 

Thus, the courts have been instructed, or commanded 

if you will, to resolve the obviousness issues in the light 

of the given factual contents of the cases. 

In Graham v. ~, 383 U.S. 1, 17-18 (1966) the 

Supreme Court fixed the interpretation to be placed upon 

this section. Calling for "strict observance" of the requirements, 

the court announced the method of analysis to be followed by 

\-he courts thus: 

The §103 condition ••• lends itself to several 

basic factual inquiries. Unde~ §103, the scope 

and content of the prior art are to be determined; 

the difference between the priOl:' art and the 

claims at issue are to be ascertained; and the 

level of ordinary skill in the pertinent art 

resolved. 
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The determination of the question of obviousness 

under these guidelines is required to be made vel non on the 

basis of the specific evidence in the case. Just as in tort 

cases, where there is a hypothetical "reasonably prudent 

man", so in patent cases involving an obviousness issue 

there is a hypothetical "man skilled in the art". Accordingly, 

the trier of facts must make the factual inquiries mandated 

by the Supreme Court and then determine whether under §103 

the subject matter "would have been obviou.s" to a person 

having ordinary skill in the art - a hypothetical man. 

The test is an objective one. There is no gray 

area. The "difference" is either black or white. And there 

is no uniform definition of obviousness. The court's 

judgment must always be made on the basis of the specific 

factual content of a speciflc case. 

This was recognized by the Graham court. Thus, 

after laying down the Section 103 guidelines and method of 

analysis to be followed by the courts, the Supreme Court 

saie: 

This is not to say, however, that there will 

not be difficulties in applying the nonobviousness 

test. What is obvious is not a question upon which there 

is likely to be uniformity of thought in every given 

factual context. The difficulties, however, are 

comparable to those encountered daily by the 

couEts in such frames of, reference as negligence 

and scienter, and would be amenable to a case-by-

case development. We believe that strict observance 

of the requirements laid down here will result in 

that uniformity and definiteness which Congress 

called for in the 1952 Act. (Emphasis added) 
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The survey of Section 103 cases made ,by the Bar 

Association of the Seventh Federal Circuit submitted to this 

Committee in regard to S-677 and S-678 of the last Congress 

shows that in the five-year period ending May 1979 there was 

no "pro-patent" or "anti-patent" pattern in any circuit. In 

each of the circuits, appeals were decided on a case-by-case 

basis. Lack of uniformity existed only in the results. 

I have caused that survey to be brought down to 

February 1981 as follows: 

Cases 
Ci ting Graham Patents, Patents, 

Circuit* Cases v. Deere Valid Invalid -
2 2 2 2 0 

3 3 :3 1 2 

4 2 1 1 2 

5 7 6 4 3 

6 4 3 1 3 

7 6 5 2 7 

8** 1 1 0 0 

9 10 10 1 6*** 

10 6 5 5 12 

Obviously, the courts have continued to dispose of 

the §103 cases on a case-by-case basis. Significantly, 

Graham was cited in 36 of the 41 cases surveyed. Some of 

the decisions also cite and recognize as controlling the 

Supreme Court's decisions in Anderson's Black Rock Inc. v. 

Pavement Salvage Co., 396 U.S. 57 (1969), and Sakraida v. 

AgPro Inc., 423 U.S. 273 (1976). 

*No patent cases concerning Section 103 were decided by 
the Courts of Appeals for the First and DC circuits. 

**r.ase was remanded for new trial. 
***3 design patents also held invalid. 

---~-----
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So far as I know, no one has made comparable 

studies of the §103 cases. Nor has anyone demonstrated that 

there is confusion in the circuits as to the controlling 

principles of law or as to the guidelines and analysis to be 

followed in obviousness cases. Indeed, the only court 

specifically charged by the proponents with inconsistency is 

the Supreme Court of the United States. To the extent that 

there is any "inconsistency" in the decisions of the regional 

courts of appeals, it will be found in the rhetoric and 

exaggerated contentions of the proponents who, as Monday 

morning quarterbacks, would have decided some of the cases 

the other way, thus faulting the courts for making honest, 

objective judgments in the given context of those cases. 

It is submitted that this Committee should have 

another look at its previous conclusion that there is uncertainty 

in the patent decisions of the courts. 

B. In View of the Reexamination 
Procedure Hhich will Take Effect 

This Year, There is No Urgent 
Need For a Special Patent Appeals Court 

According to the Report of this Committee, the 

proposed court is needed to make business planning easier as 

"more stable and predictable law is introduced". 

I submit that Public Law 96-517 (HR 6933, 96th 

Congress), which takes effect July 1, 1981, is designed and 

intended to accomplish that very objective and that a special 

court for that purpose is duplicative and unnecessary. 
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The reexamination procedure will permit the Patent 

Office to consider prior art not previously considered when 

a patent issued and determine whether it should have issued 

or be cancelled. It is expected that the new law will have 

a wholesome effect on patent litigation. The Patent Office 

will be authorized to cancel a patent; there should be more 

settlements before trial where the Patent Office has considered 

and found ineffective new art relied on by a defendant and, 

in those cases where this is not so, the trial court will 

have the benefit of the consideration by the Office of the 

new art relied on by a defendant. 

As was pointed out by the House Committee in its 

report (H. Rept. No. 96-1307) accompanying the bill: 

This new procedure will permit any party to 

petition the Patent Office to review the efficacy 

of a patent, subsequent to its issuance, on the 

basis of new information about pre-existing 

technology which may have escaped review at the 

time of the initial examination of the patent 

application. Reexaminati0n will permit efficient 

resolution of questions about the validity of 

issued patents without recourse to expensive and 

lengthy infringement litigation. This, in turn, 

will promote industrial innovation by assuring the 

kind of certainty about patent validity which is a 

necessary ingredient of sound investment decisions. 

After referring to the burdensome cost of patent 

litigation and the need to reduce the same, the report 

states: 

I 
I 
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The reexamination of issued patents could be 

conducted with a fraction of the time and cost of 

formal legal proceedings and would help restore 

confidence in the effectiveness of our patent 

system. 

Proponents ~f the new court have argued that it is 

needed from the standpoint of the users of the patent 

system; that planning will be easier as more stable and 

predictable patent law is introduced and that the innovative 

process will be stimulated. In light of the expressed 

statutory intent of HR 6933, is it not evident that prac

tically all of these objectives will be effectively satisfied 

by the reexamination procedure which will soon be available? 

~he 1966 recommendation of the President's Commission 

on the Patent System that a reexamination procedure be 

adopted as a means of raising the quality and reliability of 

issued U.S. patents was based on the same considerations 

cited by the House Report in support of HR 6933. It is 

ironical that the recommendation did not bear fruit until 

1981. Who can say that if reexamination had been earlier 

adopted, the so-called users of the patent system would not 

have found it a perfectly satisfactory alternative to a 

special court? 

May I suggest that reexamination should be given a 

fair chance to achieve its goals. 
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C. Forum Shopping Can Be 
Eliminated Without Establishing a 

Special Patent Appeals Court 

The alternative to a special court is not only the 

reexamination procedure, but also the combination therewith 

of a simple amendment to the statutes applicable to declaratory 

judgment actions designed to eliminate forum shopping. This 

amendment would merely control or limit the right of persons 

or companies charged with infringement or otherwise threatened 

with suit to initiate patent litigation and would put an end 

to the alleged frenzied races to the courthouse. 

Prior to the enactment of the Federal Declaratory 

Judgments Act (28 U.S.C. §§220l-2)t a patent owner had the 

sole right to select the forum for adjudicating his p~tent. 

Until he elected to bring suit, one charged with infringement 

was powerless to secure an adjudication of his liability and 

was required to await the bringing of the action. With the 

advent of the Declaratory Judgments Act, the situation 

changed and an alleged infringer was entitled to initiatl~ 

litigation without waiting for tne patent owners to act. 

Forum shopping thereupon developed. 

Since forum shopping is directly attributable to 

the venue provisions applicable to patent infringement suits 

brought by a patent owner and to the Declaratory Judgments 

Act, it may be corrected by dealing with those provisions. 

A new court is not needed for that purpose. 

Let us restore the practice which existed for many 

years prior to the Declaratory Judgments Act, without 

-- --~-----
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completely eliminating the rights of the potential defendant 

in an infringement suit. We should simply defer the time 

when a declaratory judgment action may be initiated - make 

it subject to a right or priority in the patent owner to 

initiate the litigation and select the forum. 

At the present time, under 28 U.S.C. SHOO(b) , the 

patent owner may sue either in the district of which the 

d-efendant is an inhabitant, or in any district in which the 

defendant shall have committe9- an act of infringement and 

has a regular and established place of business. To these 

venue provisions, there should be added a simple amendment 

which requires the patent owner to avail himself of section 

l400(b) within a reasonable period of time, such as thirty 

or sixty days after he has given a notice of infringement. 

Upon his failure to do so, the person accused of infringement 

may proceed under the Declaratory Judgments Act al:ld select 

the forum. Thus, the patent owner will have a statutory 

priority which is subject to defeasance by his fa.il ure to 

act. Also the rights of the accused infringer have been 

protected. And, thus finally, the evil of forum shopping, 

which is merely a symptom of the venue provisions applicable 

to patent cases and declaratory judgment actions, will be 

eliminated. 

Such a symptom does not warrant~a special court. 

Let us attack in a simple, more palliative manner the cause 

of the problem. 

For your consideration, we attach a proposed 

amendment to the Judicial Code to deal with forum shopping. 

81-714 0-81--8 
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The Exclusive Patent Jurisdiction 
Of the Proposed Court is 

Incompatible With the Public Interest 

Patents are affected by a public interest. They 

are not and cannot be incontestable. Traditionally, the 

federal courts have served to oversee the exercise by the 

Patent Office of its patent-issuing function and have always 

had the power to invalid~te a patent when it appears, from 

the evidence, that the cor,d.:i..tions of patentability have not 

been met. 

Whether the ~ court should have exclusive 

j uZ'isdiction over appeal s in all district court infringement 

actions and also over appeals from the Patent Office raises 

a serious public interest question. This is so because one 

of the jurisdictions of such a court is to supervise, regulate 

and otherwise attitudinize the patent-issuing process and, 

in this sense, it will be an extension of the Patent Office 

and, therefore, an instrument of the executive branch of 

government. Its other jurisdiction is that of reviewing the 

decisions of the district courts in patent infringement 

actions, that is to say, an instrument of the judicial 

branch of government. 

To empower the same tribunal which controls the ex 

parte patent-issuing process to also serve as the court of 

exclusive review of inter partes adversarial patent infringement 

cases, improperly merges the executive and judicial branches 

and violates the checks and balances of time-honored patent 

jurisprudence. 

-------~--
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The House Committee on the Judiciary has recognized 

the obvious incongruity of the two jurisdictions and the 

slim and yet dangerous line of demarcation between them. 

Thus, HR Report No. 96-1300, (96th Congress) at pp. 31-32, 

defines 1;lle proposed court's role when it is wearing its 

Patent Office or executive hat and its role when it is 

wearing its other or judicial hat. Technical advisers may 

be employed by the judges in ~ parte appeals from the 

Patent Office, but it is quite a different matter to use 

them in adversary patent infringement cases and have them, 

without being subject to cross-examina'tion, review and 

assess the technical aspects of the evidence as developed by 

sworn testimony and as covered by findings made by a trial 

judge. Otherwise, due process wi,ll be violated. On the 

other hand, Senator Kennedy's Committee expressly sanctioned 

the power of the judges to use technical advisers in adversarial 

patent infringemlOlnt cases. Thus, Senate Report No. 90-304, 

p. 33, referring to the present practice and the use by the 

judges of the Court of Customs and Patent Appeals of technical 

advisers to assist them in resolving the appeals which corne 

from the Patent Office, stated: 

Judges of the United States Court of Appeals 

for the Federal Circuit need a similar system of 

technical advisers when they review patent cases ••• 

It is anticipated that (they) \dll receive technical 

assistance at least as great as the type and 

quality currently being given to the Court of 

Customs and Patent Appeals. 

This position was based on the testimony of one 
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of the judges of the Court of Customs and Patent Appeals who 

urged creation of the new court because of the ntechnical 

resourcen of his court, namely the help provided by the 

technical advisers. 

This is a novel but nonetheless impossible concept. 

Participation by the advisers would destroy traditional 

appellate review of patent cases. It would permit the 

judges and their technical advisers to decide the cases the 

way they conclude the cases should have been decided in the 

trial court. 

The House, on the other hand, has made an attempt 

to preserve the traditional rights of patent litigants. It 

has pointed out that if patent decisions are based on opinions 

of technical advisers who are not subject to cross~examination 

due process will be violated. 

Does not this controversy mean that nisconceptions 

have been advanced in support of the new court? Does it not 

also mean that there has been inadequate study of the advisability 

offa single court which controls both the Patent Office and 

,the federal trial courts? 

We of the trial bar believe that the present 

patent adjudication process is best for the Nation~ It is 

~onsistent with the public interest and assures an effective, 

independent federal judiciary to determine whether patents 

should be enforced. This important adjudicatory proces.s 

hsould not be 'committed to a special court which sits over 

both the issuance and enforcement of patent rights. 

r shall be pleased to answer any questi0ns which 

the Chairman and Subcommittee members may wish to ask. 

Thank you for the opport'mity to present this 

testimony. 

<1 
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STATEMENT OF FLETCHER C. MANN, ATTORNEY, 
LEATHERWOOD, WALKER, TODD & MANN, GREENVILLE, S.C. 

Mr. MANN. I am Fletcher Mann. I am an attorney from Green
ville, S.C. I am indebted to Senator Thurmond for his very gracious 
introduction to this committee. I am also indebted to him for his 
many years of service to the citizens of South Carolina and to this 
Nation. 

As indicated in his introduction: I have engaged in the general 
practice of law for a period of 33 years in the State of South 
Carolina. Neither I nor any member of the law firm of which I am 
a member are members of any patent bar. We are engaged in the 
general practice of law and primarily in the area of litigation. 

Mr. Chairman, with your indulgence, I have prepared and sub
mitted to the committee a statement in which I have expressed my 
personal views as they relate to the proposed bill S. 21. I would at 
this time adopt that prepared statement as my formal statement 

. before this committee and will simply ask for permission to supple
ment it by a few remarks which I hope are in order. 

Senator HEFLIN [acting chairman]. Without objection, your pre
pared statement will be made part of the hearing record following 
your oral presentation.. 

Mr. MANN. I am delighted to associate myself with the remarks 
heretofore expressed by Mr. Jenner and Mr. Neuman, my col
leagues. I, too, oppose the creation of a U.S. Court of Appeals for 
the Federal Circuit having exclusive appellate jurisdiction from 
those final decisions of a district court of the United States where
in the jurisdiction of that court has been invoked under the terms 
and provisions of section 1338 of title 28 of the United States Code. 
I oppose it in principle, No.1, because I am personally opposed to 
the creation of a court having exclusive jurisdiction predicated 
upon subject matter as contrasted with jurisdiction predicated 
upon general geographical areas. 

I feel personally, and from my observation and experience, that 
specialized courts adopt a parochial viewpoint in this pronunciation 
of decisions with which they are concerned. They have the habit-, 
as my colleague from New York, Simon Rivkin, a former U.S. 
district court judge wrote in a very famous article in 1951-they 
have the attitude that is formulated by what he referred to as 
"tunnel vision." I associate myself with the same feelings as ex
pressed by Judge Rivkin in that article with respect to specialized 
courts. 

For the past 15 years it has been my pleasure to become involved 
in the litigation of patent cases, issues of patent validity, infringe
ment or misuse, coupled with alleged violations of the antitrust 
laws of the United States, the Robinson-Patman Act, Sherman 1, 
Sherman 2 violations, accompanied by unfair competition claims, 
accompanied by claims of misappropriation of trade secrets, the 
whole gamut of business tort. Particularly have I been so involved 
since the decision of the U.S. Supreme Court in Lee v. Atkins in 
June of 1969. 

I would. invite the attention of this subcommittee to the fact that 
a patent case basically is not tried in a vacuum. It is normally 
originated or initiated by the owner of a patent who seeks an 
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injunction and damages against a defendant alleged to infringe the 
patent which he holds. 

The complaint by which that action is instituted is immediately 
answered by the defendant or the alleged infringer, and invariably 
the defense is: No.1, "I do not infringe." No.2, "your patent is 
invalid." No.3, "In my counterclaim I assert that you are 'guilty of 
misuse f)f your patents; you are guilty of unfair competition; you 
have violated the antitrust laws of the United States.'" 

Under the terms and provisions of S. 21 the proposed U.S. Court 
of Appeals for the Federal Circuit is to be given exclusive jurisdic
tion in any case in which the jurisdiction of the district court was 
invoked under the provisions of section 1338 in whole or in part. 
What is the area of expertise of this new court in the area of 
antitrust law? What is its expertise in the area of misappropriation 
of trade secrets? What is its area of expertise in the common law of 
the State of South Carolina or the State of North Carolina? 

I respectfully submit to this honorable subcommittee that those 
issues are better left to be determined by the regional court of 
appeals having jurisdiction of the district court in which those 
actions are pending. For example, in the Fourth Circuit Court of 
Appeals, consisting of 10 judges, two from each of the five States in 
the circuit, there are attorneys who by their previous skill, prac
tice, and expertise bring to the court the basic background of the 
common and statutory laws of the States in which they have been 
domiciled. 

I would go further and say that I am very deeply concerned with 
the proposed appellate bifurcation which is permitted and which is 
mandated under the terms and provisions of the bill S. 21, and 
particularly by sections 124, 125, and 126 thereof. 

It is a strange anomaly to me that in a case in which the 
jurisdiction of the district court has been invoked under the terms 
and provisions of section 1338 of title 28, United States Code, this 
provides that if, at trial, an interlocutory order is issued and that 
order is in the area of refusing or graating an injunction, or has to 
do with the appointment or failure to appoint a receiver, or with 
an admiralty claim, then under those circumstances this new U.S. 
Court of Appeals for the Federal Circuit will have exclusive appel
late jurisdiction. 

On the other hand, if, under the terms and provisions of section 
1292(b) of the Code, that U.S. district judge incorporates the magic 
words that "such order involves a controlling question of law as to 
which there is a substantial ground for difference of opinion and 
that an immediate appeal from the order may materially advance 
the ultimate termination of the litigation," where does the appeal 
go? Does it go to the U.s. Court of Appeals of the Federal Circuit? 
No. The appeal is back to the regional court of appeals having 
jurisdiction over the area in which the district Cf)urt sits. 

Why this bifurcation? If the U.S. Court of Appeals for the Feder
al Circuit is to be the panacea of expediency, if it is to be the 
panacea for uniformity, why the bifurcated result, namely, that 
this court can have jurisdiction only from final decisions and three 
permitted areas of interlocutory appeals, but when you get to the 
basic fundamental rights that are involved, why do we send you 
back to the U.S. court of appeals for the region? 

( 
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I submit you are sent back because time, wisdom, and prudence 
have dictated that those courts are equipped to handle and to deal 
with the basic fundamental rights of litigants, and that this at
tempt to tinker with those rights-and that is what I submit that 
it is, an attempt to tinker with those rights-denies to the owner a 
valuable property right to which he is entitled: the opinion of the 
highest and best judges that the court of appeals can furnish. 

I am deeply concerned with this bifurcated appellate procedure. I 
do net. believe for one moment that those attorneys engaged in the 
general practice throughout the United States today realize or are 
aware that if they bring an antitrust action in the U.S. district 
court and they are hit then with the claim of patent infringernent, 
they will lose the jurisdiction of the regional court of appeals over 
that antitrust case and will be relegated to a court of appeals in 
Washington. At the same time they are to be sent to the regional 
court for review of certain interlocutory orders. I would submit, 
that if you create this bifurcated system you will see a revolution 
in the bar equal to nothing that has heretofore happened. 

With that, I wish to express my deep appreciation to the mem
bers of this subcommittee for your timf~ and patience and giving 
me the opportunity to appear here today. 

At the conclusion of the other remarks I am sure that all of us 
would be most happy to answer any questions which any member 
of the committee may have. 

[The prepared statement of Mr. Manll :follows:] 



----~---- - -------------~-

114 115 

STATEMENT OF FLETCHER C. MANN, ESQ. 
In addition to those cases I have been personal~y in-

volved in a number of civil actions in the United States District 

Mr. Chairman and Members of the Subcommittee: Courts which have involved patent and unfair competition claims 

My name is Fletcher C. Mann. under the jurisdictional provisions of 28 U.S.C. 1338. As a 

I am a practic.ing attorney in Greenville, South Carolina, matter of fact, I am presently engaged as counsel for the 

and a Ik .mber of the South Carolina, the North Carolina State, and defendant in an action instituted by the firm of my colleague, 

the American Bar Associations. During the thirty-three years of Mr. Neuman, which involves issues~of patent validity and/or 

my active practice, my law firm has engaged in the general practice infringement, unfair competition, unjust enrichment, misappro-

of law. Neither I, nor any other member of our firm, is a member priation of trade secrets, that is to say, the entire spectrum 

of the Patent Bar. We hold no specialized scientific degrees. of Section 1338 jurisdictional provisions together with pendant 

Nevertheless, during the past fifteen (15) years we, as litigators, jurisdictional claims relating to alleged statutory and common 

have actively engaged, at the trial and appellate level, in a law rights. Additionally, I am personally involved, as counsel 

substantial number of cases involving issues of patent validity, for the owner of a patent, in an action instituted in the 

infringement and misuse together with cases involving those issues United States District Court for South Carolina under the 

coupled with allegations charging violations of the antitrust laws jurisdictional provisions of Section 1338 which involves 

of the United States, misappropriation of trade secrets, and unfair issues of patent validity and/or infringement but which action 

competition under the statutory and common law of both North and was stayed by order of the Honorable G. Ross Anderson on 

South Carolina. November 20, 1980 upon condition that the patent would be 

To further personalize my presentation, let me point out surrendered unto the Patent Office for reconsideration on an 

that in 1969 I became personally involved in the trial of thirty-nine application for reissue and upon further condition that the 

(39) lawsuits which, by fiat of a multi-district court, were con- alleged infringer would immediately submit to the Patent Office 

solidated for discovery and trial in the District Court of South such "prior art" as it considered to be pertinent or which was 

Carolina. Those cases involved just about ev~\y conceivable issue overlooked in the original grant. As of May 10, 1981 the Patent 

of patent, antitrust, and procedural issues that could be imagined Office is charged, under the reissue proceedings prescribed, to 

by the Bar of the United States. As a matter of fact, the Honorable afford consideration of the reissue application on an expedited 

Strom Thurmond, Chairman, Judiciary Committee of the United States basis. 

Senate, and a member of this Committee, may well recall visiting Admittedly, the determination by the Patent Office may 

in 1971 the United States District Court in Spartanburg, South not be binding upon the District Court of South Carolina but I 

Carolina, and observing discovery proceedings in those cases. respectfully submit, first, the losing party will, in my humble 

presided over at that time by the Honorable Robert W. Hemphill. 
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opinion, have a most difficult, if not impossible, task in over

coming the considered judgment of the Patent Office in a contested 

arena, and second, the procedure employed clearly relegates and 

retains the administrative decisional process within the 

Executive Branch of the United States without burdening the 

Judicial Branch. For what it may be worth, let me add that 

this is not ~he first case in which I have been a party to 

this reissue proceeding. As a matter of fact, in a ~rior 

case, my client under order of the Court surrendered a 

patent for reissue; the Patent Office determined that the 

patent had been improvidently granted and the lawsuit in-

volving issues of infringement was immediately and voluntarily 

dismissed upon motion of the plaintiff. 

I mention all of the foregoing, not with any sense 

of aggrandizement, but with the fervent hope that the members 

of this Honorable Committee may better appreciate that the 

creation of a single parochial court having exclusive appellate 

jurisdiction of all patent cases is a matter of grave concern 

to all members of the Bar. Patents it may be today; products 

liability, criminal jurisprudence, antitrust or environmental 
-, 

law it will be tomorrow. 

On Friday evening, May 8, 1981, I was privileged to 

attend, as an invited guest, the semiannual meeting of the 

North and South Carolina Patent Lawyers Association in 

Charlotte, North Carolina. As a guest, I did not participate 

in their discussion of the provisions of S.2l, but, on a show 

of hands vote which the Chair conducted, it was quite obvious 

that a majority of those present did not favor the creation 

of a United States Court of Appeals for the Federal Circuit 

p 
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having exclusive jurisdiction of all appeals wherein the 

jurisdiction of the District Court ••• "was based, in whole 

or in part, on Section 1338 ••. ". 
/' 

Having said that let me assure you that a majority 

of the general practitioners with whom I am acquainted would 

oppose the creation of such a single purpose court for the 

same reasons which have been advanced by Messrs. Jenner and 

Neuman. Not only am I pleased to associate myself with their 

remarks but I would also like to express my personal apprecia-

tion to the members of this Committee for the privilege of 

appearing here today. Furthermore, if I might indulge the 

courtesy accorded to me, I would like humbly to present an 

3dditional item for your consideration. 

It has been my experience and my observation that 

civil actions instituted in the United States District Courts 

under the jurisdictional provisions of Section 1338 are seldom 

limited to patent or unfair competition issues. While I have 

no hard statistics to support my statement, I can attest that 

in a vast majority of such cases there will be claims or 

counterclaims alleging violations of the antitrust laws of 

the United States. Most often the pleadings will contain 

allegations of state statutory or common law violations of 

trade secret misappropriation, unfair trade practices, 

unjust enrichment; in short, the whole gamut of business 

torts. 

Such an action, when instituted, is typically tried 

before a judge of the vicinage; an individual, hopefully, 

schooled and trained in the statutory and common 1mV' of his 

domicile. He is already familiar, for example in South 
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Carolina, with the pronouncements by the Supreme Court of 

that State with its common law principles of trade secret 

misappropriation. By the same token, a judge in North 

Carolina is familiar with its statutory and common law 

provisions relating to unfair trade practices. 

Under the existing Federal Court Appellate System, 

which I submit has served us well, an appeal from a final 

judgment in either of those two Courts would be heard by the 

Court of Appeals for the Fourth Circuit. At the present time, 

that appellate court is composed of ten (10) active judges, 

two from each of the five (5) states which comprise the circuit. 

That distribution is not the result of happenstance. Rather, 

it results from considered wisdom gleaned from years of experience; 

a wisdom, I respectfully submit, which recognizes the inherent 

value of an appellate court comprised of men who bring to it not 

only their skill, but their expertise and knowledge of the 

finite nuances of the common and statutory laws of the indivi-

dual states of their domicile which comprise the particular 

circuit. 

Let me be so bold as to suggest that the industrial 

might of this nation has in many respects developed on a 

regional basis. For example, the automotive industry is 

basically centered in the Michigan area, the District Courts 

of which are a part of the Sixth Circuit. The textile industry, 

for example, has in recent years at least developed in the 

Carolinas, a part of the Fourth Circuit. The petroleum 

industry, basically, lies within the confines of the Fifth 

Circuit while the computer industry and technology located 

in California falls within the ambit of the Ninth Circuit. 

(' t:"-. 
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The tobacco industry is primarily an exclusive product of 

the Fourth Circuit. 

To be practical for a mOII.ent, let me suggest that 

judges having their domicile in the area of that particular

ized technological development or industry are in a far bette£ 

position to judge the "state of the art" than those ,-"':> reside 

e!sewhere. For example, I sincerely submit that a judge on 

an appellate court, such as a Haynsworth, a Russell, a Phillips 
or an Ervin. is in a far better position, because of his prior 
experience, knowledge and skill, to judge and evaluate the 

inventiveness of a curved tUbe heater on a false twist 

texturizing textile machine than a judge from' the State of 

Michigan, for example, who most likely would not know the 

difference between a carding machine, a loom, a down twister 

or a knitting machine. By the same token, a judge on the 

SIxth Circuit Court of Appeals, and by my count there are 

three from the State of Michigan, will have a far greater 

degree of familiarity with the automotive industry, typically, 

than anyone judge from the Ninth Circuit. 

Admittedly, we are not talking here of trials 

de~. We today, however, discuss the ability of the 

appellate court to understand and~comprehend the facts of 

a given case, as mandated by the United States Supreme Cotirt 

in the case of Graham v. Deere, 383 U.S. 1 (1966), and then 

to apply the appropriate law in reaching a decision. The 

loss of that skill, knowledge and expertise in a pure patent 

case to a court possessing exclusive patent appellate juris

diction would, in my opinion, be most regrettable. 
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I am equally concerned that the proposed court with 

its limited and specialized jurisdiction may well lose the 

competence to act on the broad and fundamental questions 

posed, for example, in antitrust cases. I believe that these 

requisite broad views are acquired, and continually renewed, 

by constant exposure to the sometimes heated, and philosophi-

cal, debates directed to all areas of the law. 

It is axiomatic that the great bulk of our antitrust 

law is judge-made, largely at the district court trier-of-fact 

level, guided by the respective circuit courts of appeals and 

tee Supreme Court. We know that the great bulk of antitrust 

enforcement occurs, as Congress intended, through the action 

of "private attorneys general", at a great saving to the public 

by the elimination of the need for a larger federal antitrust 

"police force". I respectfully subwit that this system of 

judge-made law and private attorneys general has been effective 

because of regional access to district and appellate courts on 

all legal issues. 

It is a fact of life that there are many antitrust 

legal problems identifiable with the "patent-antitrust interface" 

which may involve patent rights but the legality of which/'will 

be decided substantially without regard to the presence or 

absence of technical patent aspects. Such could well be true, 

for instance, in actions involving combinations or conspiracies 

to monopolize, tying, cross-licensing, pooling, price fixing 

(both horizontal and vertical), compulsory package licensing, 

covenants not to contest, covenants not to deal or compete, 

r~strictions on competitive products, restraints of trade 

ge~erally, dividing markets, and territorial"allocations. I 
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res?ectfully submit that those issues involve fundamental rights, 

the appellate resolution of which should remain with the regional 

ci::cuit courts and the Supreme Court and should not be re:Joved 

frO::! general view to a specialized court on the basis of the 

ne~ulous arguments of uniformity, e~~ediency or the alleged sin 

of forum shopping. 

I am further disturbed by the apparent bifurcated 

a??ellate procedure that would be possible under the terms of S.2l. 

By the terms of Section 126 of the Bill, Chapter 83 of title 28, 

United States Code, would be amended to add a new section 1295 

declaring that the United States Court of Appeals for the Federal 

Circuit shall have exclusive jurisdiction of an appeal "from a 

final decision of a district court ••• ". With respect to inter

locutory orders issued by a district court, Section 124 of the 

Bill would grant appellate jurisdiction to the Court of Appeals 

for the Federal Circuit in only those matters described in 

Section 1292 (a), (1), (2) and (3). Presumably, therefore, 

when a district judge pursuant to~the authority of Section 1292 

(b) is of the opinion, and so states in his otherwise unappealable 

order, that "such order involves a controlling question of law 

as to which there is substantial ground for difference of opinion 

and that an immediate appeal from the order " 1 may mater~a ly advance 

the ultimate termination of the litigation ••• " the application 

for an appeal would be submitted to the court of appeals for the 

appropriate circuit. If the United States Court of Appeals for 

the Federal Circuit is to be the panacea of uniformity and expediency, 

why deny it jurisdiction of this most critical opportunity of 

appellate review? Why specifically grant it such jurisdiction 

when the Chief Judge of the Court of International Trade or any 
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judge of the United States Claims Court include the magic language 

in an interlocutory order, but deny it the right of such appellate 

review in a Section 1338 case when so certiFied by a United States 

District Judge. That omission and denial speak more eloquently 

to me of the merits for retaining and preserving the present 

appellate proceedings than do those proponents who charge that 

we fI ••• appear devoid of concern for the overall functioning of 

the judicial system". 

Thank you. 

Senator HEFLIN. Mr. Geriak? 

STATEMENT OF JAMES W. GERIAK, ATTORNEY, LYON & LYON, 
LOS ANGELES, CALIF. 

Mr. GERIAK. I am James Geriak. I am a practicing attorney from 
Los Angeles, Calif. I am a trial attorney. I try patent cases, but I 
also try other types of cases. In my experience I have tried libel 
cases, bankruptcy cases, and product liability cases. 

However, the majority of cases I have tried have been patent 
cases. l\1y trial practice, while not nearly as extensive as that of 
Mr. Mann or Mr. Neuman, extends over a period of slightly more 
than 20 years. 

In this context, and looking at this legislation, I look at it first as 
an American citizen; second as a lawyer; last as a patent attorney. 

As an American citizen and as a lawyer, this is bad legislation. 
As a patent attorney, I view it as bad legislation. As a legislator, if 
I were a legislator, I would want to know: First, whether there was 
a problem that could be solved by this legislation; second, whether 
the proposed legislation had a rational possibility of solving that 
problem; and, last, whether that solution, if it were a solution at 
all, would introduce more problems than it would solve. The pres
ent legislation cannot pass those tests. 

Before I turn to specifics let me say this: In my c:.. vocation-as it 
turns out, baseball-I appear before you with a broken finger 
suffered from a line drive a week ago. I am about to make a 
baseball analogy. 

If you ask someone how an umpire is doing, and in this context 
courts are analogous to umpires, the least effective opinion is that 
of the people in the stands. The most effective opinion is that of the 
players on the field. 

When the fans boo and shout, "kill the umpire," but the batter 
walks to the dugout without coming back to the plate after a called 
third strike, we all know the umpire was right. So it is here. 

The litigating lawyers-and they are sitting here before you
believe that this is unwise legislation, that there is nothing wrong 
with the court's umpires. Rather, there is a misconception on the 
part of the spectators, the people sitting in the stands, with regard 

.. 

i I' 
~ 

f, 

II 
u 
I II 

~ 
I 

123 

to the competence and quality of the judges of this land. Those 
complaints are not justified. 

Now to be specific. First, it is argued that the patent system has 
led to lack of predictability in patent litigation. That is a historic 
fact, and, as it turns out, a relatively true fact. However, that fact 
has nothing to do with the competence of judges. Rather, it had to 
do with the fact that the issuance of a patent is an administrative 
act by an administrative agency. 

Until the adoption late last year of the reexamination legislation, 
35 U.S.C. 301 through 307, the actions of the Patent Office were 
based on inadequate factual records, necessarily so because the 
patent-granting process was ex parte, not open to the public, and as 
a result the Patent Office, through no fault of either the Patent 
Office or the patent applicant, was routinely and virtually always 
without knowledge of all of the facts required to make a reasonable 
and sound administrative determination. Thus, the issuance of pat
ents led only to a first level of evaluation and analysis of the 
patentability of the invention. 

Now, with reexamination after the issuance of a patent, the 
Patent Office retains jurisdiction. The matter goes back to the 
Patent Office whenever the patent owner or someone with an 
interest adverse to the patent desires that that happens, and the 
reexamination determinations of the Patent Office will be reliable 
in drastic contrast to the earlier situation where all patent lawyers 
knew that if you look.ed long enough and hard enough you could 
always find new facts not known to the Patent Office which would 
have a material bearing on the validity of a patent. Thus, the 
arguments directed to lack of predictability are obsolete. Anyone 
who is arguing in favor of this legislation should explain to this 
committee and to the Congress why reexamination does not solve 
the predictability problem. 

Next, there is the question of forum shopping. I said in my 
testimony before the relevant committee of the House of Repre
sentatives on H.R. 2405, the counterpart legislation in that body, 
that I thought that forum shopping was overblown in terms of 
being the basis of an argument for this type of legislation. Since 
that time I have been approached by many of my nonlitigating 
brethren and asked whether I was really serious. Indeed I am. 

I think that there is a myth that forum shopping is a viable 
operation in the patent litigation area. It is not. Forum shopping 
means you can go somewhere and be assured of a favorable out
come in your case. It does not exist. If it did, we would all be there. 
There would be only one or two courts with any patent cases in 
this country. That is not true. In point of fact, most patent cases 
are brought in metropolitan areas where there are 10 to 20 district 
court judges. In Los Angeles different judges have different atti
tudes toward a whole variety of things. 

We are all familiar with disparity in criminal sentences when 
you walk across the hall. There are also disparities in other eco
nomic and social attitudes. That is where the action is, at the 
district court level. You cannot choose your district court judge. 

Indeed, I made a quick check. In the ninth circuit where I live, in 
the last 30 patent cases to reach the ninth circuit court of appeals, 
29 were affirmances. What does that mean? That means that the 
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courts of appeals relatively routinely affirm the district court 
judge. To the extent that there are differences of views, those 
differences of views are expressed in the decisions of district court 
judges, not in the decisions of the courts of appeals. 

As the speakers who have preceded me have said-and I whole
heartedly embrace and endorse their comments-patent cases are 
not a problem of the court of appeals either in terms of workloady 

in terms of competence of the court, or indeed in terms of lack of 
so-called uniformity. In this regard let me make this point: 

Any system which produced a statistically consistent set of deci
sions in a judicial context would be subject to criticism, not approv
al. All cases are decided on their merits. There is no statistic going 
in that tells you t~at this is a good case or a bad case. 

In patent cases the patents are as good as the inventions upon 
which those patents are based are good. To suggest that, because in 
one circuit 30 percent of the patents were held valid and in an
other circuit 70 percent of the patents were held valid, there is 
something wrong, I submit is silly. It is equivalent to saying that 
given the results of the baseball endeavors in the National League 
in the 1970's that Cincinnati was uncommonly blessed with fine 
umpires. That is misconstruing the results. It is an awesome non 
sequitur. 

Finally, with regard to uniformity, this country is based on 
rational diversity, on the opportunity to trade points of view, to 
compete for acceptance in the marketplace, and for the correct 
view, the sensible view, the sound view to emerge and become 
adopted. 

For all of its accomplishment-and it has many-the common 
law of our sister country, Great Britain, was subject to one dis
grace, and that was that the dead hand of stare decisis often 
controlled in cases where either an incorrect decision was cast in 
concrete and took centuries to change or words were torn out of 
context and applied literally rather than rationally with equally 
bad results. 

In this country the 11 circuit courts of appeal provide us who 
practice in the courts with an opportunity where if 1 court does get 
off the track to present the same issues in another court and to 
create a competition for the sound point of view which in our 
system, I submit, has routinely emerged and been adopted. 

To quote from one of my former relatives, "If it ain't broke, don't 
fix it." 

[The prepared statement of Mr. Geriak and the prepared state
ments of Messrs. Zelenko and Whitney, which were submitted by 
Mr. Geriak, follow:] 
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PREPARED STATEMENT OF (jAMES ~l, GER IAK 

Mr. Chairman and Members of the Subcommittee: 

I am James vI. Geriak, a practicing attorney from 

Los Angeles, California. I was recently Chairman of the 

Conunittee on Intellectual Properties Litigation of the 

American Bar Association's Section of Litigation and just 

prior to that was a member of Council of the American Bar 

Association's Patent, Trademark and Copyright Section. I am 

also presently a member of the Board of Directors of the 

American Patent Law Association, a member of the Executive 

Conunittee of the California State Bar Association's Section 

of Patent, Trademark and Copyright Law and a member of the 

Board of Directors of the Los Angeles Fatent Law Association. 

I am deep1] grateful for the opportunity which you have 

afforded to' me to present the view of the American Bar ' 

Association in opposition to that portion of 8.21 which would 

create a new United States Court of Appeals for the Federal 

Circuit. 

The A~erican Bar Association has previously presented 

its views on similar predecessor legislation in the testimony 

of George W. Whitney, its distinguished Chairman of the 

Conunittee on Patent Litigation of the Association's Section 

of Litigation, fLnd the testimony of Benjamin L. Ze1enko, the 

distinguished Cilairmari of the Association's Special Conunittee 

on Coordination of Federal Judicial Improvements. Both Mr. 

Whitney and Mr. Zelenko testified in opposition to the 
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legislation. The views which they expressed remain valid 

and, for your convenience, copies of their testimony are 

attached as Appendix A and Appendix B to my testimony. 

There is, however, a compelling need for further 

-testimony on the question of·whether there should be "a 

single court of patent appeals" for two very important 

reasons, which are: 

1. The enactment, on December 12, 1980, of 

2. 

35 U.S.C. 301-307 (Public Law 96-517, 

H.R.6933, 96th Congress) - the legislation 

enabling the Patent ~~d Trademark Office to 

reexamine patents. This legislation will 

have a profoundly beneficial effect on the 

predictability and expense of patent litiga

tion, thereby removing these factors as even 

arguable bases for creating a single court 

of patent appeals. 

The dialogue in professional circles which 

has ensued since the Department of Justice 

first made concrete proposals with regard to 

a single court of patent appeals has made it 

clear that, at best, such a court would not 

eliminate forum shopping; it would simply 

substitute a new and less desirable type of 

forum shopping for that which arguably exists 

today. 

A Brief Review 

The reasons most frequently given in support of 

establishing a single Court of Patent Appeals are, in 
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descending order of importance, that patent litigation 

presently is: 

1. unacceptably unpredictable in result; 

2. excessively expensive; 

3. 

4. 

subject to excessive forum shopping; 

subject to non-uniform doctrinal rules of law in 

the various circuits. 

These were, for example, the principal factors 

considered in the panel discussion entitled "A Federal 

Appellate Court With Exclusive Patent Jurisdiction: An Idea 

Whose Time Has Come?" at the Sixth Annual Judicial Conference 

of the United States Court of Customs and Patent Appeals held 

on May 9, 1979 which is reported at 84 F.R.D. 465-482. Mr. 

Whitney and I were privileged to participate in this panel 

discussion together with Daniel J. Meador, who was at that 

time Assistant Attorney General for Improvements in the 

Administration of Justice and who was the Administration's 

primary spokesman in advocating the creation of a single Court 

of Patent Appeals. 

Predictability and expense are interdependent and 

have been fundamentally impacted by the reexamination legislatiun, 

35 U.S.C. 301-307. Forum shopping has, from the outset, . 

been overblown and, to the extent that it exists, would continue 

to do so in a more aggravated form if the proposed court were 

created. Lack of uniformity among the circuits is currently 

remedied by the self-corrective process of the circuits 

exchanging views until a given proposition emerges as the 

majority rule; rigid uniformity is not a desirable goal and 

rational diversity is part of the genius of the federal system. 

I will discuss these matters in somewhat more detail. 

Predictability and Expense 

It cannot be denied that predictability is 

directly dependent upon the amount and quality of knowledge 
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possessed by the person attempting to make the prediction. 

This is reflected in mundane matters such as athletic events 

in which it is important to know which players are injured, 

who will pitch, etc., to aid the predictive effort in attempt

ing to pick a winner. In science, this is reflected in the 

scientific method of proceeding first from a hypothesis (a 

tentative prediction which is recognized to rest on an 

inadequate amount of provable facts) to a theory (a predic

tion considered to be fairly reliable, but which is still 

recognized to be based only upon a preponderance of the 

evidence such that the acquisition of additional facts might 

require that it be modified) to a scientific fact (that which 

has been proven beyond a reasonable doubt). 

In the case of patents, the issuance of a patent, 

prior to enactment of the reexamination legislation, resulted 

only in the hypothesis that the patent might be valid. This 

is not a criticism of the Patent and Trademark Office nor 

of the patent applicant, but merely an indisputable fact of 

life r~sulting from the nature of the patent examination 

.process as it existed for approximately two cent~ies and 

the resources of the parties involved in the patent applica

tion and examination process. 

To explain, the question of whether a patent is 

valid depe.nds on the degree to which the invention upon which 

the patent is based is innovative. This, in turn, depends 

upon how different from or similar to that invention is from 

the prior work accomplished by others. This prior work is 

frequently referred to by the courts as "prior art". 

It is almost always the case that ~~e prior art 

known to the patent applicant and to the Patent and Trademark 

O=fice at the time a patent application is examined by the 

Office does not include extremely important items of prior 
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art which are not readily available and which can be found 

only by expensive and wide ranging searching. However, when 

a patent is litigated, it is because the invention covered by 

that patent has become economically i:(ltportant enough to justify 

and permit the expenditure of large sums of money in searching 

for, usually with success, items· of prior art which are more 

pertinent than the prior art found by the Office. For this 

reason, there are countless reported decisions which hold that 

the statutory presumption of patent validity, 35 U.S.C. 282 

created by the Congress, is dissipatej when even one item of 

prior art more pertinent than any cited by the Patent Office 

is presented to the court. 

Thus, the unpredictability which has indeed been 

chronically associated with patent litigation is a function 

of imperfect knowledge of the pertinent facts at the time the 

litigation commences, not any inadequacy on the part of the 

courts and particularly not the courts of appeal. Furthermore, 

because prior to the reexamination legislation being enacted 

the claims of a patent were frozen by the issuance of a patent 

such that if the patentee erroneously claimed too broadly, he 

had substantial difficulty in remedying this problem because 

it was often not possible ·to meet the requirements of the 

reissue s'Catute, 35 U.S.C. 251. In addition,. those parties 

having an interest adverse to the patent had no standing to 

invoke the examination process of the Patent ,rnd Trademark 

Office with regard to an issued patent and were vulnerable to 

the o=ten crushing expense of litigation if suit were br~ught 

by an unprincipled patent owner. The reexaminntion legisla

tion essentially removes these probler.ts. Now, both the patent 

owner and the party with an interest adverse to the patent 

have the right to invoke further administrative c\ction by the 

Patent and Trademark Office by seeking reexamination. Once 
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this reexamination has been completed, there will be a further 

administrative action by the Office which will vastly increase 

predictability because this further action will have been 

taken with an increased knowledge of the facts. This increased 

predictability will necessarily reduce the am0unt of patent 

litigation in the courts oecause the single greatest incentive 

to litigate is uncertainty of result. 

Furthermore, in patent infringement actions, the 

major component of expense is not attributable to the trial 

of the action, but rather to the discovery which has taken 

place prior to trial. It is safe to say that reexamination 

will have a truly enormous impact in reducing this discovery 

expense. The expense of search for prior art will be present 

no matter what system exists, but now, rather than taking long 

and expensive depositions of :i.nventors, experts and others to 

provide the evidence upon which a court will be asked to decide 

the issue of patent validity, reexamination will permit submis

sion of the prior art to the Patent and Trademark Office together 

with the argument of counsel, a vastly less expensive process. 

Because the technical expertise of the Patent and Trademark Office 

permits it to understand the prior art and the parties' arguments 

relating to the prior art, the great expense involved in such 

depositions will not be a part of the reexamination process. 

Finally, because reexamination will give the courts 

an adequate and meaningful administrative record with which to 

work, the trial of patent cases will be simplified and less 

expensive. Prior to reexamination, the most important validity 

questions in virtually every patent litigation matter involved 

prior art which had not been previously considered by the Patent 

and Trademark Office and as to which the court did not have 

the benefit of the vir!',,, of the Office, much less an admini-

strative ruling on the validity issue. This undesirable situ-

ation is now a part of history. 
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Forum· Shopoing 

The arguments made by proponents of the single 

Court of Appeals for patents relating to forum shopping are 

seriously exaggerated. I speak as a lawyer who has devoted 

his entire professional life to the litigation of patent 

matters. In that time, I have filed well over 100 complaints 

charging patent infringement or seeking declaratory judgment 

of patent invalidity and/or noninfringement. "Forum shopping" 

as that term is generally understood, i.e., the choice of a 

forum because that forum can reasonably be expected to rule 

in favor of the party choosing it, has never played a role in 

my selection of a forum because, as a realistic matter, it is 

impossible to find a forum where the objective sought, a 

favorable result by reason of choice of forum, can be achieved. 

In ~~is regard, it is important to point out that, to the 

extent that lawyers do indulge in daydreaming about forum 

shopping, it is the trial courts, i.e. the district courts, 

not the courts of appeals, which must be viewed as having 

controlling importance. 

In the real world of patent litigation, forum 

selection for a plaintiff-patentee is rather narrowly circ~~

scribed by the patent venue statute, 28 U.S.C. 1400(b), which 

restricts the choice of forum to that location where the 

defendant is incorporated or has his principal place of 

business or to a location a·::' which the defendant has conunitted 

acts of infringement and has a regular and established place 

of business. Thus, in a t~pical case, there are very few 

locations which can even be considered as a possible forum 

for a patent infringement action. As a result, forum selection 

in patent· infringement actions turns on (1) convenience and 

(2) avoidance of notoriously inadequate or erratic district 

court judges. Such selection involves only ~~e avoidance of 
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inconvenience and, if possible, trial judges whom the lawyer 

views as unacceptably deficient. Since the circuit courts of 

appeal are regional in nature and since many business operations 

are regional in nature, such forum selection often involves 

alternative locations within a single circuit. 

In my experience and to my knowledge there was, for 

a period of several years, one entire circuit as to which the 

conventional wisdom was that it should be avoided because that 

circuit, after experiencing two reversals of holdings of patent 

validity by the Supreme Court, appeared to be suffering from a 

backlash effect which was viewed as inhibiting it from holding 

any patents valid. However, I believe that all patent attorneys 

would agree that that problem, if it truly did exist, ceased to 

do so at least five years ago. 

There are those who argue that forum shopping must 

be the inevitable result of the statistical disparity in L~e 

percentage of patents held valid over any given period of 

time in each of the circuits. with the possible exception of 

-the avoidance of a circuit which appears to have lost its 

objectivity, no experienced patent litigator would accept this 

view. It is tantamount to suggesting that, given the results 

of baseball endeavors during the 1970 1 s, Cincinnati must be 

blessed with exceptionally fine umpires. The predominating 

causative factor in the outcome of patent litigation is the 

quali ty of the invention which determines the quality of the 

patent. Reexamination will reinforce L~is situation because 

it will improve the quality of patents which are granted on 

inventions of quality. 

Thus, forum shopping lli,der existing law is not a 

significant problem in patent infringement actions; I believe 

it can be fairly characterized as trivial. In any event, since 

forum selection considerations center on the trial court raL~er 
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than the appellate court, creation of a single COt~t of Appeals 

for patents would have an insignificant effect on a matter 

which is itself insignificant. 

Much more importantly, creation of a single Court of 

Patent Appeals would create a more severe forum shopping problem 

than any which exists at the present time. Under the proposed 

legislation, any non-patent matter which is joined with a 

patent matter would be within the jurisdiction of the Court 

of Appeals for the Federal Circuit. If the Court of Appeals 

for the Federal Circuit is to be rationally staffed, it will, 

as the Court of Customs and Patent Appeals presently does, 

~~clude among its judges a significant number draWn from the 

patent bar to enable it to discharge the responsibilities of 

its specialized jurisdiction by benefiting from the expertise 

of judges whose experience and training makes them particularly 

competent to decide matters coming within that specialized 

jurisdiction. However, and this is the problem with any 

specialized court, there is an inevitable trade-off here. To 

the extent that patent-trained judges are preferable for deciding 

patent matters, they will probably, although not necessarily, be 

less so for non-patent matters. Of the matters which are often 

joined with patent matters, antitrust causes of action are 

the most frequent. Thus, there can be no doubt that the Court 

of Appeals for the Federal Circuit will become a Twelfth Circuit 

which will generate a substantial jurisprudence relating to 

antitrust issues. However, since the appellate jurisdiction 

of the Court of Appeals for the Federal Circuit would be 

national rather than regional, severely undesirable anomalies 

would be very likely to Occur. For example, the Ninth Circuit, 

whose jurisdiction includes California, has long adhered to 

the view announced in Lessig v. Tidewater Oil Co., 327 FO.2d 459 

(1964) that an "attempt to monopolize" is actionable under the 

Sherman Act even if it is not directed to a definable relevant 
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market. Every other circuit which has considered this ques

tion, and there are several, has disagreed and has, held that, 

in order to be an actionable attempt to monopolize, the 

attempt must be directed to a definable relevant market. 

This majority view has emerged because, in the view of most 

commentators as well as most judges, it makes more sense. 

Thus, it is reasonable to expect that the Court of Appeals 

for the .Federal Circuit would adopt the maj ori ty view on this 

question. What, then, would be the fate of a Californian 

charged with an attempt to monopolize? If this charge 

was not made in conjunction with a charge of patent infringement, 

the Ninth Circuit standard of Lessig would apply. However, if 

the attempted monopolization charge were joined with a patent 

infringement charge or if the defendant counterclaimed for 

patent infringement and/or declaratory judgment of invalidity 

of plaintiff's patents, the different standard of the majority 

view would apply. Thus, the same acts committed by the same 

entity in the State of California might or might not constitute 

an attempt to monopolize actionable under the Sherman Act 

dependent upon whether plaintiff or defendant chose to inject 

a patent infringement question into the suit! 

Similarly, in every other instance where the view 

of the Court of Appeals for the Federa.l Circuit on a non-

patent matter differed from the view of the regional Court of 

Appeals for the circuit in which the district court was located, 

astute lawyers would choose, by way of complaint or counterclaim, 

to inject patent infringement issues to secure the jurisdic

tion of the Court of Appeals for the Federal Circuit if its 

view was favorable to their client's position. This would 

.have two highly undesirable effects which are: 

1. It would generate unnecessary, expensive and 

time-consuming patent litigation for purely 
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tactical reasons, thereby increasing the bur-

den on the courts. 

since either plaintiff or defendant would be 

able to inject a patent issue into an antitrust 

suit if it elected to do so, in most cases at 

least one of the parties would elect to do so 

and, in time, a large majority of the appeals 

in antitrust cases would, because the case also 

involved'patent issues, go to the Court of 

Appeals for the Federal Circuit; a (largely) 

single Court of Antitrust Appeals would then 

have been created even though it was a single Court 

of Patent Appeals which was intended. 

Similar forum shopping would occur with regard to 

other non-patent causes of action, always with the effect that 

an increase in the amount of patent litigation would be encour-

aged if either plaintiff or defendant wanted to change appellate 

jurisdiction from the regional Court of Appeals to the Court of 

Appeals for the Federcl Circuit. Any legislation which encour-

ages the bringing of actions for tactical reasons is difficult 

to justify and this is especially so when the encouraged 

litigation is patent litigation which is so expensive for 

the parties and so time-consuming for the courts. 

Uniformity 

Uniformity, without more, i.e., without regard to 

whether the uniformity produces beneficial or detrimental) 

results, is quite plainly not a desirable objective. The 

diversity fostered in so many different ways by our federal 

system has proven itself to be extraordinarily useful and 

beneficial. To the extent that the present Circuit Courts of 

Appeal differ with each other from time to time on points of 

law, the legal system as a whole reaps the reward that various 
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ideas are able, in the vlOrds of Mr. Justice Holmes, to "compete 

for acceptance in the marketplace" such that the law is refined 

and grows in a rational and just manner. 

In marked contrast, for all of its accomplishments, 

it was the disgrace of the English common law that the dead 

hand of stare decisis often worked great unfairness because of 

the English courts' great reluctance to depart from the prece

dent set by earlier decisions, even when it was recognized that 

they were wrongly decided. 

Thus, it is contrary to the American tradition and 

contrary to the lessons taught by the experience of many 

centuries both here and in England to create a court which will 

engender rigid and monolithic uniformity in the law of patents. 

To paraphrase Voltaire, "I may disagree with any 

given decision by one of the e~isting Circuit Courts of 

Appeal, but I will defend to the death a legal system which 

provides the opportunity for another Circuit Court of Appeals 

to decide the question differently without being bound by 

wrongly decided precedent." 

Summary 

, The proposal for creation for the Court of Appeals 

for the Federal Circuit was made with the best of intentions. 

In fact, we patent lawyers are somewhat unusual in the legal 

profession because we routinely represent both plaintiffs and 

defendants in patent matters. Thus, it is fair to say that 

all of us who have offered our testimony to you have the best 

interests of the patent system, which is extraordinarily valu

able to the technological progress of this nation)and the 

judicial system at heart. We differ only on how those interests 

may best be served. 

Let there be no doubt that the legislation which you 
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are presently considering is not a minor restructuring of the 

courts, it is major legislation which will have a wide-ranging 

impact on patent and non-patent litigation. It will also, as 

Messrs. Whitney and Zelenko have so cogently pointed out, set 

an important precedent with regard to the creation or not of 

specialized courts. 

ATTACHMENT A 

PREPARED STATEMENT OF BENJAMIN L. ZELENKa 

Mr. Chainnan and ~lembers of the Subcommittee: 

I am Benjamin L. Zelenko. a practi~ing attorney in Washington, D.C. 

nnd the Chainnan of the American Bar Association Special Committee on 

Coordination of Federal Judicial Improvements. Both the Association and 

I appreciate the invitation to share with you our interest and concerns 

about H.R.3806, S.1477 and similar measures to establish a Court,of 

Appeals for'the Federal Circuit and a United States Claims Court. am 

accompanied by Mr. George W. Whitney, Chairman of the Committee on Patent 

Litigation of the ABA Section on Litigation and also President-Elect of 

the American Patent Law Association. t1r. Whitney is an experienced patent 

litigator, whose experience and background can provide a helpful perspec

tive on the subject at hand. 

At the outset, I want to add my personal commendation to the Subcom

mittee and its Chainnan for detennination and leadership in the cause of 

developing a more effective federal court system. This objective also is 

a central concern of the American Bar Association. He believe it is the 

duty of the organized bar to contribute constructively to the improvement 

of the court system and of the administration of justice generally. 

Improving access to justice requires not only a commitment to judicial 

refonn and innovative ideas but also a thoughtful analysis of the costs and 

benefits of proposed change. In that spirit, our Committee undertook to 

study the legislation to restructure this sector of the federal appellate 

courts. 



-r---"-

138 

We began our examination more than a year ago. Then, in August, 1979 at 

the ABA Annual Meeting, I chaired a special meeting of representatives of 

a number of Association entities held to discuss S.1477, legislation which, 

in part ?arallels H.R.3806. Thereafter. the Special Committee was asked to 

perform its coordinating fUnction and prepare a report on the proposed appel

late court restructuring. A variety of Association entities were invited by 

the President of the Association to contribute their views. These included 

the Sections of Administrative Law, Antitrust Law, Corporation, Banking and 

Business La,w, Criminal Justice, General Practice, Labor and Employment Law, 

Litigation. Public Contract Law and Taxation; copies of our draft report 

were also sent to the Judicial Administration Division, Standing Committees 

on customs Law and Environmental Law and the Special Committee on the 

Delivery of Legal Services. The Chairman of each of these entities was 

requested to submit views to the Chairman of the Special Committee. 

Thereafter, the Special Committee drafted its Report and Recommendation, 

which was submitted to the House of Delegates of the American Bar Association. 

At the r1idyear Meeting in Chicago in February, 1980, the recommendation of 

our Commi ttee was adopted. It reads: 

BE IT RESOLVED, That the American Bar Association disapproves 
creation of a Court of Appeals for the Federal Circuit and a United 
States Claims Court as provided in the proposed Federal Courts 
Improvement Act of 1970 (S.1477), and the creation of a United 
States Court of Tax Appeals as provided in the proposed Tax Court 
Improvement Act of 1979 (S.1691); and 

BE IT FURTHER RESOLVED, That the American Bar Association 
recognizes the continuing need to study and evaluate administrative, 
procedural and structural reforms of the federal judiciary and is 
dedicated to cooperate with the Congress, the Executive Branch and 
the Federal Judiciary in developing innovative reforms to assure 
improved access to justice. 

It should be stressed that no floor amendment or modification to our 

recommendation was offered when our report was considered. 

Our report noted the differences of views among the patent practi

tioners. The Litigation Section and its Committee on Patent Litigation 

opposed the creation of an appellate tribunal with nationwide appellate 

jurisdiction. The Section of Patent, Trademark and Copyright Law sup

ported the new court in principle. Clearly, there are differences of 

opinion as to the wisdom or need for the proposed appellate court revi-

1 
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sion, and these conflicting views were fully considered by the Associa

tion in formulating its position. 

The creation of a twelfth JUdicial Circuit Court of Appeals is said 

by its proponents to make only a modest change in the federal court 

appellate structure. It would reduce the number of appellate tribunals 

and provide a single forum for the definitive adjudication of certain 

cases. The new court of appeals would absorb the business of the United 

States Court of Claims and the United States Court of Customs and Patent 

Appeals. It would have e>;clusive jurisdiction over all appeals in patent 

cases and from the Merit Systems Protection Board. 

The bench of the new court would consist of twelve article III judges; 

and, as a transitional provision, the bill provides that the new court 

woul d be composed of the exi s ti ng judges of the two co w,ts whose combi neli 

jurisdiction it will possess. The bill also would establish a new trial 

court, the United States Claims Court, that would assume the functions of 

the trial division of the existing Court of Claims. The bill would autho

rize the President to appoint, with the advice of the Senate, 16 judges to 

constitute the United States Claims Court. These judges would serve under 

article I for a tenn of '15 years. As a transitional measure, the bill 

provides that persons serving as Commissioners of the United States Court 

of Claims would be judges of the United States Claims Court. 

The Senate Judiciary Committee in its report on S.1477 has also 

pointed to administrative efficiencies and economies that would result 

from consolidation 0f the two courts. As I have mentioned, the desira

bility of creating this new appellate court has been carefully examined by 

several components of the Association including the Special Committee. In 

addition, the subject was extensively discussed during the August, 1979 

meeting in Dallas, and sharp differences of opinion among various compo

nents of the Association were revealed. 

For example, the Section of Patent, Trademark and Copyright law 

adopted a resolution favoring in principle legislation that would confer 

81-714 0-81-10 
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exclusive appellate jurisdiction on a single federal court of appeals in 

patent litigation. Although it did not expr~ssly endorse the appellate 

court proposed in S.1477. the Section explained its position favoring a 

national appeliate forum on the basis of a need for doctrinal uniformity 

and certainty in patent litigation and to eliminate forum shopping. The 

Section of Public Contract Law indicated its endorsement of the proposed 

new court'of appeals and of the new United States Claims Court. However, 

the Section urged that the new Claims Court be constituted as an articl~ 

III rather than an article I court, as did the Standing Committee on 

JUdicial Selection, Tenure and Compensation. It also urged that existing 

tax refund jurisdiction be retained in the Claims Court. By amendment to 

S.1477 on the Senate flonr, tax refund jurisdiction was conferred on the 

nel'/ United States Claims Court. The floor amendment also provides that 

an appeal of a tax decision from the United States Claims Court would 

-lie to the home circuit of the taxpayer. 

On the other hand, the Section of Litigation and the Section of 

Labor and Employment Law disapproved the creation of the new appellate 

tribunal. The opposition of the Section of Litigation can be summarized 

as follows: n) proponents have not demons,trated persuasively that there 

is a serious problem with conflicts in'the"circuits in those areas of 

substantiva law that would be assigned to the new court; (2) the new 

court would not have any significant impact on reducing the present case

loads of existing courts of appeals; and (3) although a degree of uni

formity in the field of patent law would result, this benefit is not 

sufficient reason to restructure the appellate tier in the manner pro

posed. In sum, the Section of Litigation was unconvinced that the new 

appellate court would meet any demonstrated current need. 

In further support of its proposal, the Senate Committee report 

notes: "A major purpose of this bill is to create a forum to whic:." 

Congress can route cases where ther~ is a felt need for uniformity in 

the national law .•. " (S. Rept. 96-304 at 14). On this point, several 

------- ------~------------ ---------~-
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Association entities expressed a concern that what may appear today as 

a modest rearrangement of the jurisdiction of two existing tribunals 

may in the future become a specialized appellate court with expanding 

national jurisdiction. Since the Association is presently on record in 

support of the establishment of a National Court of Ap;:eals, the creation 

of a new twelfth Circuit Court of Appeals with jurisdiction over 95 

district courts as proposed in S.1477 and H.R.3806 may have broad unin

_tended consequences which undercut the rationale for the national court. 

Another question arises with respect to whether the judges of the new 

Claims Court should be appointed under article III or under article I. 

Although there is a sharp division of opinion on the question, our view 

was that such judges should serve for a teDm of years comparable to the 

tenure of judges of the Tax Court. 

Clearly, there are divisions of opinion within the organized bar con

cerning the wisdom and need for this new appellate court. The benefits of 

doctrinal stability in the patent law are not, in our opinion, sufficient 

reason to support the proposed appellate restructuring. We also question 

whether the new Court of Appeals for the Federal Circuit will have suffi

cient caseload to justify its creation. If such a new appellate court is 

created, a controversy arises over the status of the judges of the new 

Claims Court. There seems to be a consensus in the Association that the 

creation of the new court offers a far-reaching solution to a limited 

problem. In this context, we recommend that the Subcommittee disapprove 

the creation of the proposed new appellate court at this time. If there 

is a jurisdictional need established wherein such a court could relieve 

circuits of pending caseloads, then the question should be reexamined. 

In sum, we do not believe there is a demonstrated need for the enact

ment of the proposed legislation. Moreover, as proposed in H.R.3806, 

federal appellate restructuring can have adverse unintended consequences. 

Establishment of a court with exclusive appellate jurisdiction over 

specific subject matter represents a significant departure from 
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exi s ti ng practi ce. It shoul d not be undertaken unless an overwhe lli;; fI'j 

case has been made. Accordingly, we believe such revisions should not 

be undertaken at the present time. 

Thank you. 

AlTACl-MENT B 

PREPARED STATEMENT OF GEORGE W, VlHITNEY 

Mr. Chairman and Members of the Subcommittee: 

I am George W. Whitney, a practicing attorney from New York City and 

the Chairman of the Committee on Patent Litigation of the American Bar 

Association's Section of Litigation. am also the Chairman-Elect of 

the American Patent Law Association. I appear before you today, however, 

with Benjamin Zelenko on behalf of the American Bar Association to voice 

the Association's views on proposed legislation to create a new United 

States Court of Appeals for the Federal Circutt -- H.R.3806, H.R.4044, 

and 5.1477. 

At the outset, I would like to recount briefly the history of the 

development of the American Bar Association's policy in this area. The 

Council of the Section of Litigation, the second largest section of the 

Association; first considered the various provisions of what has now been 

introduced as the Federal Courts Improvement Act of 1979 at its September, 

1978 meeting on the basis of certain written proposals made by the Office 

for Improvements in the Administration of Justice (OIAJ) of the Depart

ment of Justice. The proposal of OIAJ that attracted the most interest 

and became the focus of discussion was the proposal to create a new United 

States Court of Appeals that would have exclusive jurisdiction for appeals 

in certain specialized areas of law. At that time, OIAJ proposed to give 

the new court of appeals exclusive jurisdiction, among other matters, over 

appeals in patent, tax and environmental cases from district courts through

out the country. The discussion at the September, 1978 Council meeting 

revealed substantial opposition to the creation of such a specialized 

court of appeals. 
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The Section Chairman appointed an ad hoc committee, of which I was a 

member, to arrange to meet with attorneys in OIAJ to communicate the con

cern of the Sect~on over the proposal for a new specialized court of appeals 

and to try to modify that proposal, if possible. The Committee held such 

a meeting on October 26, 1978. While the meeting produced no tangible 

results, it did provide a useful exchange of information. When the Depart

ment of Justice incorporated a modified ver.sion of the proposal for the . 
new specialized court of appeals into proposed legislation, the Council of 

the Section again considered the matter at its January, 1979 meeting, and 

the Council expressed its unanimous disagreement with that proposal. The 

Council, speaking on behalf of the Section, continues to oppose that pro

posal. Its position was later adopted and endorsed by the Special Com

mittee on Coordination of Federal Judicial Improvements under the chair

manship of Ben Zelenko, and then by the ABA House of Delegates. 

The reasons for the Association's opposition to the proposed United 

States Court of Appeals for the Federal Circuit can be succinctly stated: 

First, there is a general consensus that limiting jurisdiction on 

appeal in certain categories of cases to a single specialized court will 

inhibit rather than promote the orderlY development of legal principles 

relating to those substantive areas. The argument in favor of a specialized 

court to hear all appeals in particular areas of substantive law appears 

to be that such a court would eliminate the present problems of conflicts 

among the various courts, thereby reducing uncertainty as to what con

trolling law is and reducing the incentive for forum shopping. The ABA 

do~s not believe that such a result. if it were achieved by the proposed 

the workload of existing courts of appeals that there is no reason to 

believe that appellate judges presently hearing such appeals cannot master 

-the elements of patent law necessary to resolve such matters. 

The evolution of the proposal for the Court of Appeals for the Federal 

Circuit from the initial proposal issued by OIAJ to the legislation pending 

before the Congress seems quite clearly to demonstrate that the proposal 

is li+tle m~re than a solution in search qf a problem. ' OIAJ rather quickly 

dropped 'its suggestion that envir~nmental law appeals be assigned to the 
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new specialized appellate court as soon as significant opposition developed 

in those segments of the bar specializing in environmental litigation. And, 

after dropping environmental law appeals from its proposal, OIAJ seemed to 

scurry around rather desperately to find additional categories of appeals 

to include within the jurisdiction of the new court so that the new court 

would appear to have an adequate caseload. If there was a principled basis 

for including environmental law appeals within the jurisdiction of the pro

posed new court, the mere opposition to that proposal by segments of the 

litigating bar should not have caused OIAJ to beat such a hasty retreat. 

A final concern of the American Bar Association is the Justice Depart-

mentis acknowledgment in written statements and in testimony before the 

Senate that, in its present form, the proposal to create a Court of Appeals 

for the Federal Circuit is only a foot in the door. The Justice Depart

ment, through its various spokesmen, has acknowledged that, once in place, 

a Court of Appeals for the Federal Circuit could become a dumping ground 

for jurisdiction over any other categories of cases that the Congress 

wJshed to assign to such a court. The realities of the legislative process 

are that the most difficult battle to win is the battle to create a new 

agency or a new entity. However, once that battle is won, it is very 

di ffi cult to keep the new enti ty or agency from expandi ng its ·reach or 

authority over matters not contemplated when it was created. The American 

Bar Association is genuinely concerned that what now appears to be a 

modest proposal for creating a specialized appellate court could evolve 

into a co·urt of ever-expanding jurisdicti.on without any serious considera

tion given to whether such expa·naed jurisdid:ion~is wise or desirable. 

Last fall, the Senate Judiciary Committee approved S.1477 and referred 

it to the Senate floor. Title IV of that bill -- which was introduced by 

Senators Kennedy and DeConcini as the legislative redraft and successor to 

the earlier bills entitled "Federal Court Improvement Act of 1979," S.678, 

and the "Administration Bill," S.677, originally prepared by the Justice 

Department -- was passed by the Senate on October 30, 1979. 

------ ----~--
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As forthrightly stated by Professor Meador in his testimony before 

the Senate s ubconrni ttee on Ma rch 20 and r1ay 7, 1979: "A centra 1 purpose 

of this bill is to create an appellate forum capable of exercising juris

diction over appeals from throughout the country in areas of the law 

where Congress determines that there is a special need for national uni

formitY ... (and) to which it can route categories of cases as needs and 
conditions change." 

Th~ Court of Claims and the Court of Customs and Patent Appeals 

both located in the same courthouse on Washington's Lafayette Square __ 

seem to be readily available sources of judicial and administrative staff. 

The problem: What do you add to the current dockets of the two 

Article III Courts to justify combining them? Do you have to create 

additional, exclusive, subject matter jurisdiction? The Jus~ic~ Depart

ment and the Senate Judiciary Corrvnittee answer affirmatively. My answer 

is NO. The same number of judges, staff and courtrooms can continue to 

handle the same combined number of cases, and more when appropriate. 

, From the time the Meador proposals -- forerunners of S.1477 __ were 

f-irs,t bl'oached on July 21,1978, the Justice Department viewpoint (drawinrj 

on the extensive earlier consideration of specialized appellate forums 

and the proposal for a third-tier National Court of Appeal) has been "that 

law and justice are likely to be better served through appellate tribunals 

which al'e not limited in their jurisdiction to a single category of cases.,. 

(and) undue special ization of courts and judges should be avoided." 
(Meador, May 7, 1979) 

The C.C.P.A. current jurisdiction, at least in the area of patents 

and trademarks, is the appellate review of quasi-judicial or administra

tive proceedings. They do not review inter-partes infringement litigation. 

The currently proposed new and exclusive appellate jurisdiction over 

S.1338 (patents, plant variety protection, copyrights, trademarks and 

pendent unfair competition -- original jurisdiction of United States Dis

trict Courts) except for "pure" copyright and trademark cases, is an i11-
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considered, last-ditch attempt to mute the storm of opposition that 

greeted the 1978 preliminary suggestion of patents, environmental, and 

taxa t i on cas es. 
Environmental was the earliest dropout shortly followed by taxation 

before the Justice proposal became the Administration proposal. Caught 

in a philosophical inconsistency of seeming to create a "specialized court 

of appeals," the drafter toyed with adding diverse subject matter such as 

CAB, FAA and certain ICC cases to the proposed docket along with trade

marks. 

In January, 1979, the draft proposal still included civil tax,I",Htp.r<, 

and, in the intellectual property area, all of 5.1338 with the e.lv·l,tir.rl 

of "pure" copyright cases -- not wi thstanding that the common 1 aVi and 

state statutory law had been preempted as of January 1,1978. by the 

Federal Copyright Act. In ~larch, the Administration bill, 5.677. drOj;,Je,d 

civil tax matters, CAB or FAA. The Kennedy-DeConcini bill, 5.67B. on th~ 

other hand continued the FAA cases, sought to establish a separate tax 

appellate structure, and dropped all copyri9ht cases. 

The most recent exclusion of "pure" trademark cases evidences a failure 

of even a basic understanding of intellectual property law and its litiga

tion. Unlike patent law and now copyright law wherein common law and state 

statutory law have been preempted, trademarks are governed not only by 

federal law but also common law and state statutory law. In most trade

mark litigation, trademark matters are coupled with unfair competition 

counts governed by common law anG state statutory law. 

To have such cases reviewed by a single appellate court in Washington 

defies the fundamental concepts on which our time-established regional 

courts of appeal are based. 

The distinction as to "pure" trademark cases would encourage the very 

"forum shopping" anathematized by the proponents of the legislation. It 

WOUld, of necessity, also create a further lack of uniformity.and uncer-

tainty in both federal and state trademark law. 

o 
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While there may exist highly specialized areas involving regulatory 

authority that should better be reviewed at the appellate level in a 

single national court based in Washingto~. proponents of the removal of 

established areas of SUbstantive law from the "mainstream" of the ever

developing general body of law in which they are intimately entwined 

have a heavy burden of persuasion. 

It is not sufficient to say that there is "uncertainty" a!ld "lack of 

uniformity," therefore we need a single appellate court; especially when 

the proponents recognize that, for example, in the patent system the 

heart of the problem may well lie in the original granting and examination 

procedures in the Patent and Trademark Office. 

As developed by polls and questionnaires during the past two years, 

the reasoning for opposition was based on the following viewpoints: 

1. Variety of views developed in different circuits on various points 

produces review by the Supreme Court and growth in the law; absent oppor

tunity for diversity of views the law will stagnate and rigidify, raising 

the question of whether any case would get to the Supreme Court. 

2. Patent Law is just another branch of the law, wherein the general 

rule is no specialized courts of appeal from administrative bodies or 

lower courts. 

3. No special expertise is needed, especially at the appellate level. 

4. Presumed expertise of single Court of Appeals would encourage 

attempts to retry cases at appellate level, and encourage the Court to 

. substitute its judgment for that of the trial court, thereby changing 

the standards and level of review. 

5. The new court would have a disproportionate load of "complex" 

cases. 

6. More equitable decisions by courts of general jurisdiction. 

7. Patent appeals de minimus load ~n Circuit Courts of Appeal. 

8. Appeal in a patent case should be to the Court of Appeals that 

hears all the appeals from the specific District Court is thereby in a 
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better position to review the evidentiary and procedural aspects of the 

case. 

9. Docket of the proposed court would be unattractive to high quality 

lawyers. 

Those favoring the proposal expressed the following views: 

a. One well-educated court would eliminate some prejudices of Courts 

of Appeals and willingness to ignore trial testimony and findings and 

reconsider all issues at appellate level.' 

b. Current lack of understanding of patent laws -- new Court would 

be more fair and certainly better for patents. 

c. Expertise, consistency and reduced pendency, but caveat that 

patent lawyers might well not be selected and without their expertise 

the patent system could be harmed. 

d. Single court would give patentee a better chance. 

e. Bring technical expertise and interest to patent appeals and 

promote uniformity in application of 35 U.S.C. §§102 and 103, while 

. avoiding criticisms of a special Court of Patent Appeals. 

Both groups responding to the polls have wide ranges of experience, 

although the proportion having over fifteen years experience opposed the 

proposal on a three-to-one basis. 

However, we respectfully submit tha~ PATENTS, TRADEMARKS, UNFAIR 

COMPETITION, RELATED ANTITRUST AND COPYRIGHT do not properly fall within 

categories of substantive law that should be removed from the develop

mental mainstream of the law in which they are being formed and reformed 

on the time-proven anvil of regional courts of appellate review by a 

generalist judiciary cognizant of regional as well as national needs and 

of the overall spectrum of the laws regulating our highly developed 

industrial and commercial society through which Congress has sought to 

balance the long established national policies of free competition and 

encouragement of innovation. 

My personal comments are based on over thirty years of experience a~ 
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an active practitioner in the patent, trademark, unfair competition and 

antitrust fields. AS,a litigator I have for more than twenty-five of 

those years (and am now) on one hand aggressively asserted pr,oprietary 

rights and on the other vigorously defended against the assertion of such 

rights. My firm -- in which I have been a partner for 20 years and 

associated with for twenty-eight years -- and r represent individuals, 

small companies and gian't multi-billion dollar corporations. Because 

of these diverse interests, mY predilections are strongly to a middle-of

the-road approach to proprietary rights. I believe, in the system and I 

want it to continue to work in the public interest. It must be flexible 

and adaptable to the changing economic world and the overall body of law, 

of which it is only a small part, and its judicial administration cannot 

be biased in either a pro or anti-patent direction. 

The patent and trademark systems while working well in this country 

for almost two hundred years do have problems. My colleagues are properly 

concerned, as am I, with the complex, lengthy, expensive and uncertain 

nature of the enforcement of patent rights, and as Leo Levin testified on 

the opening session of the Senate hearings -- "innovative, creative efforts at 

arriving at a practicable solution" to those problems is appreciated and 

shuu1d be highly commended. There must be both legislative and judicial 

effort in that direction. 

The battle cry of the proponents of exclusive appellate jurisdiction 

for i ntell ectua 1 property 1 aw such as patents, trademarks, copyri ghts, and 

unfair competition is "uniformity" and "certainty." As a litigator and 

one interested in establishing and enforcing VALID proprietary rights, I 

remind this Committee and mY colleagues-at-the-bar that that .is a two

edged sword. It wasn't too many year!) ago that the CCPA was not held in 

the hi gh esteem that it is today. As Deputy Assistant Attorney Genera"j 

Hugh Morrison stated in testifying in favor of stronger judicial control 

in the July, 1978 hearings before the National Commission for the Review 

of Antitrust Laws and Procedures - "The system as it is set up, at least 

in mY view, is okay. It's a people problem." 
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Judge Newman in his testioony on Ma,'ch 20. 1979 before the Senate 

expressed a caveat that "patent cases often involve antitrust claims or 

defenses not necessarily appropriate for a court of patent expertise" 

and suggested that issues other than patent validity and infringement 

such as antitrust issues be left for appeal to the present courts of 

appeals "with their more generalist approach. II 

I submit that patent cases today are.so intertwined with issues of 

antitrust. unfair competition. misuse. fraud in the enforcement, fraud 

in the procurement and a plethora of contract issues that appellate review -

fundamentally issues of law, not fact -- should be by generalists. 

Considering trademark law, which has only just been added as an 

afterthought to fill up the crack on removal of environmental law and 

civil tax jurisdiction from the proposed CA Federal Circuit, there is even 

less justifi,cation for removing it from the mainstream of appellate re\'iew. 

Most problems of trademark law involve common law rights both federal and 

state, federal and state statutory law and unfair competition. It is 

essential 'in such cases that the appellate reviewing authority be not far 

removed from the nuances of such regional and local law and the predilec

tions of the trial court. This is particularly true at the first appellate 

level. 

commend to your serious consideration Judge Newman's suggested alter

native approach to handling the problem of conflicting results on issues of 

federal statutory construction. On page 10 of his formal presentation on 

March 20 before this Conrnittee, he suggests as "a modest and far less con

troversial step ... some formal mechanism to call these conflicts explicitly 

to the a ttenti on of the Congres s. II 

Furthermore, 1 do not find cause for alarm in the frequently cited 

statistics as to invalidity holdings on patents. As quoted very recently 

in the Draft Report of the Advisory Subcommittee on Patent and Information 

Policy of the Advisory Committee on Industrial Innovation on which my 

colleague Don Dunner served, Chief Judge Markey of the CePA suggests that: 

"the number of appellate patent decisions does not represent a 
statistically valid sample of U.S. Patents. 

---- ---------- ----~.-.------~-
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liThe number of patents adjudicated by the appellate courts 
between 1968 and 1972, for example ... (was) less than 2/10 of 
1% of those issued. 

Over the ten years from 1968 to 1977. only 622 patents were adjudiL~t0~ 

by the 11 circuit courts of appeal and the Court of Claims of ~/hich 25.7 

were held valid and infringed, 57.7% invalid and 10.8% not infringp.d. 

In Germany in 1975, 90 patents were challenged for invalidity -

believe at least in most instances in the special patent court --, 22 r 

were found invalid and another 19% partially invalid. 

Do we really want to have a higher rate? 

Staying with that Advisory Committee report, reference is made by its 

Chairman Bob Benson to a recent article pointing out that "many of our 

great inventions represented relatively minor structural deviations from 

the impractical or unsatisfactory forerunner -- the electric lamp, barbed 

wire fence, telephone, induction motor and air brake." The involved patents 

were upheld in Court after extensive litigation. 

The recent position paper of the Industrial Research Institute in sup

porting a single appellate court to achieve this uniformity and certainty 

also emphasizes the need to "speed up litigation and reduce the costs." 

The place where that can best be done is at the trial court level. 

At the appellate level, the parties in patent, trademark, copyright and 

unfair competition cases submit the same size briefs, hllve the same 20 

to 30 minutes to argue their respective points of law and have the same 

briefing schedule. Bearing in mind that these cases,at best account for 

only one to three percent of total appellate court load -- where is the 

burden on the system? 

Earlier in my testimony, I cited the results of a poll taken re~ardinry 

improvements in federal appellate procedure. Overall, the poll reflected 

61% opposition to the specific proposal under consideration. 

An even stronger opposition was generated in response to an early 

effort to eliminate the dual routes of appeal in patent and trademark cases. 

The bulk of such cases proceed from the administrative procedures in the 

Patent and Trademark Office on the basis of the written record. However. 

there is a need and a current opportunity to go forward de novo with live 
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testimony and cross-examination (not otherwise available). This right, 

while not too frequently used, is deemed highly important by substantial 

portions of the patent and trademark bars (Recent polls of specialized 

bar groups). 

Some have criticized such polls as being dominated by patent and 

trademark litigators. I can only say that we are the ones that live in 

the crucible of the system. We don't want it any more hazardous than it 

is. We do want to improve it. I do not believe that the current proposal 

as to exclusive appellate jurisdiction is the answer. It can best be 

described as - A REMEDY LOOKING FOR A PROBLEM. 

The patent and trademark bars recognize that there are problems that 

are susceptible of resolution. Please give us the opportunity to use our 

expertise to help find the solutions. 

I call your attention to the interchange between Senator DeConcini and 

Dean Griswold during Dean Griswold's testimony b~fore the Senate Judiciary 

Committee on March 20, 1979: 

~Senator DeConcini: - Do you think the bills are setting our 
sights too low? 

IIDean Griswold: - Senator, my thought about that has been 
that I would like to get the camel's nose in the· tent. 

* * >1' 

to provide the entering wedge. 

* * * 
If we try to make it too broad now, we will concentrate 

the opposition." 

Chief Judge Markey of the Court of Customs and Patent Appeals on May 10, 

1979, testified that if the sole purpose was "to remove non-uniformity and 

forum shopping from Patent Law, the obvious, simplest, and most economic 

means would be to transfer ... appeals in patent cases to the (CCPA).***Should 

courts adopt a broader interest in the problem, and in greater employment 

of the unique technical capabilities of the CCPA, it may wish to consider 

direction of appeals in other technicallY oriented cases to that court. II 

In summ~ry, we believe the case has not been made for the proposed 

new court, that the proposal raises serious questions, and that your Sub

committee should oppose creation of the new United States Court of Appeals 

for the Federal Circuit. 

\ 
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STATEMENT OF HERBERT E. HOFFMAN, DIRECTOR, AMERICAN 
BAR ASSOCIATION, WASHINGTON, D.C. 

Mr. HOFFMAN. All of my colleagues at the table here ha.ve ad
dressed themselves to the Court of Appeals for the Federal Circuit, 
including Mr. Geriak, who spoke for the American Bar Association 
on that issue. I want to call your attention to titles II and III of 
this bill, particularly in view of your own background. Titles II and 
III, which relate to other improvements and changes in the court 
system. 

I filed a statement, which I ask be made part of the record, and I 
would like very briefly to touch on the points made in the state
ment. 

Senator HEFLIN. It will appear following the oral presentation of 
the panel. 

Mr. HOFFMAN. Title II makes what the American Bar Associ
ation considers meritorious changes in Federal court governance 
and administration. We support the proposed changes in the ap
pointment and terms of chief judges of the courts of appeals and 
district courts, precedence and composition of circuit court panels, 
and judicial resignation and retirement. 

We have never addressed the question dealt with in part C of 
title II of the bill-whether the judicial councils of the circuits or 
the courts of appeals should appoint Federal public defenders. 
However, since district court judges will be on the councils effective 
October 1 of this year, the change may not be quite as "technical" 
as it is denoted in the heading of the part. 

Part E of title II, providing for the temporary assignment of 
justices and judges to the positions of Administrative Assistant to 
the Chief Justice, Director of the Administrative Office of the U.S. 
Courts, and Director of the Federal Judicial Center, is the only 
part of title II to which the American Bar Association objects. We 
believe it to be a waste of article III judgepower-without any 
demonstrated need, I might add-and therefore undesirable .. In our 
view, judges should be used to judge. 

Title III is in two parts. We support part A which provides for 
the transfer of misfiled matters between courts in the interest of 
justice. However, we believe it is desirable clearly to make the 
provision applicable to appeals as well as original actions. 

We disapprove of part B which would provide for uniform rates 
of interest. Basically, our position as to the uniform rate relates to 
problems with implementation, and our objection to prejudgment 
interest is predicated on similar grounds plus the absence of any 
demonstrated need to alter current law. 

I wish to express my appreciation for the opportunity for the 
American Bar Association to present its views on titles I, II, and 
III. I would be happy to answer questions you might have. 

[The prepared statement and additional material submitted by Mr. 
Hoffman follow:] 



154 

PREPARED STATEMENT OF HERBERT Eo HOFFMAN 

Mr. Chairman and Members of the Subcommittee: 

I am Herbert E. Hoffman, Directcl of the Washington office of the 

American Bar Association and appear to present to you the views of the 

Association on the provisions of Titles II and III of S.21, the proposed 

"Federal Courts Improvement Act of 1981". Vlith me is Mr. James VI. Geriak 

of Los Angeles, California, a patent law attor-ney who will speak to Title 

I, which would create a United States Court of Appeals for the Federal 

Circuit and a United States Claims Court. 

Title II, entitled "Governance and Administration of the Federal 

Courts" is in six parts as follows: 

Part A would provide that no judge shall serve as chief judge of a 

circuit or of a district for more than seven years, and no judge shall 

assume that position unless he is under 65 years of age, has served for 

at least one year, and shall not previously have been chief judge. Ade-

quate provision appears to be made for unusual situations in which the 

general policy cannot be f0110wed. Also, chief judges incumbent on the 

effective date -- October 1,1981, or sixty days after the date of enact

ment, \'Ihichever is later -- are grandfathered. The A'Ilerican Bar Association 

supports these changes. 

Part B would assure that precedence and presiding authority among 

the judges of a court of appeals will be determined in order of seniority 

among judges in regular active service. It would also require·that in 

ordinary circumstances at least a majority of the judges of a panel hearlng 

a matter in a court of appeals would be judges of that circuit and the 

presiding judge would be a judge of that circuit in regular active service. 

The Ameri can Bar Associ at; 1.." supports these changes. 

II 
II 
II 
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Part C would transfer from the judicial councils of the circuits 

to the courts of appeals the power to appoint federal public defenders. 

The American Bar Afsociation has not previously addressed these proposed 

changes, but I do observe that pursuant to Public Law 96-458 district 

court judges will on and after October 1, 1981 be members of the judicial 

councils. Therefore, the amendments which are denoted in the bili as 

"technical" may be quite substantive in the minds of district court judges. 

Whether the proposed change is nevertheless desirable is a questi~n as 

to which the American Bar Association has no policy at this time. 

Part D would permit resignations of Article III judges for age on 

the same basis as retirements are pennitted. Current'ly judges may resign 

at full salary only after attaining age 70 and 10 years of service. This 

bili would permit resignations at age 65 with 15 years of service, as well. 

The American Bar Association supports this change, as it does the proposed 

amendment to 5 U.S.C. 8334 relating to deposits into the civil service 

retirement fund. 

Part E would authorize active or retired judges or justices to be 

assigned temporarily as Administrative Assistant to the Chief Justice, 

Director of the Administrative Offi~e of the United States Courts, or 

Director of the Federal Judicial Center. It would authorize the appoint

ment of a successor by the President on a temporary basis and would 

provide for the judge who accepted the administrative position to resume 

his or her judicial position at the conclusion of the temporary assignment. 

The American Bar Association opposes this provision as being wasteful of 

judicial manpower and because no need has been shown to support the use 

of an active judge in such an administrative role. As for Senior Judges 

accepting such appointriients, there is no need for a statutory amendment. 

Actually, there may not be any need for any amendment with respect to 

active judges for I find nothing which precludes them from accepting 

such assignments. In addition, insofar as the JUdicial Center is concerned, 

81-714 0-81--11 
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existing law appears to authorize the Center's Board to select a judge or 

justice, in active or retired status, to serve as Director (28 U.S.C. 626). 

Part F would require each court of appeals to publish rJles for the 

conduct of the business of the court, including operating procedures. It 

also would require the appointment of an advisory committee to make re

commendations concerning rules of practice and internal operating procedures. 

The American Bar Association supports this provision of the bill but 

suggests that the tenn "operating procedures" be defined or recast so as 

clearly to exclude the court's internal deliberations and discussions or 

the work products of its clerks. Perhaps using the tenn "rules for the 

conduct of business" or the tenn "rules of practice" would accomplish this 
clarification. 

Title III is in two parts. Part A would authorize a federal court in 

which a civil action is filed and as to which it finds it has no juris-

di cti on, to transfer such acti on to any court in whi ch it coul d ha';;c been 

brought at ~h~ time it was filed. Transferred causes would proceed as if 

they had been filed in the transferee court originally. The American Bar 

Association supports this provision but suggests that the language be 

amended to make clear that appeals as well as original proceedings may 

be transferred. One suggestion for accomplishing this would be to 

insert the words "originally or on appeal" after the word "filed" on line 

19 on page 65 of S.21. 

Part B of Title III would establish a unifonn rate of interest on 

judgments obtained in the Federal court~, by adopting the rate used by 

the Internal Revenue Service in connection with interest on taxes. It 

would authorize district courts in their discretion to require a party 

against whom a money judgment has been entered to pay interest on the 

amount of the judgment "from the time that the party •.. became aware of 

his potential liability or from the time he should have become aware ... 

but, in any case, not to exceed a period of five years." 

The American Bar Association is unable to support this provision 

of the legislation. For one thing, it is our understanding that the rate 

applied by the Internal Revenue Service generally lags behind the commercial 

rate by 12 to 18 months. Thus, it is far from certain that current practices 

Q 

157 

would be measurably improved by the adoption of the uniform rate as pro

posed. Further, with respect to the award of prejudgmeltt interest concept, 

there is a sharp division of opinion. In general, it is the prevailing view 

that if such interest is allowed by state law, Federal courts should follow 

that practice in diversity cases. In Federal question cases, however, 

considerable discussion centers on the proposed statutory guideline which 

triggers liability on a party's "awareness". Some members of the litigating 

bar have expressed a view that such a standard is uncertain and that in

creased litigation would be engendered by the use of such a guideline. 

Alsu, as drafted the provision is unclear whether such additional interest 

could be awarded on compensatory damages only or on punitive damages as 

well. So far as we are aware there appears to be no demonstrable need to 

alter existi~g provisions governing the award of interest on judgments 
in Federal courts. 

And now, if th.e Committee wishes I shall be pleased to respond to 

questions or, it you wish, Mr. Geriak will proceed to discuss Title I 

of the bi 11. 

PROPOSED AMENDMENT RE "FORUM SHOPPING" 

Amend either 28 U.S.C. §1400 or 1404 by adding: 

~f actions h':lve been corrrnenced in two or more district courts 
~hich present ~Ssues of validi"ty, infringemen t or enforceabil
~tY,of the same patent, the district court in which the first 
~ct:-on was co~ced shall have priority of jurisdiction unless 
~t ~~ a proce~mg under 28 U.S.C. §2201-2 and was comnenced 
e~h~ th~ s~y (60) days from the date on which the plain
tlff m s~d act~on was charged with infringement or otherwise 
threatened with suit by the owner of the patent. 

aJMMENTARY 

This P7'0vision does r:ot withdraw or eliminate the right of 
a potentlal defendant m a patent infringement suit to have 
rec,?urse to the c'?urts as a plaintiff in a declaratory judgment 
act~on., Ra~er, ~t merely defers the time When such an action 
maY,be ms~tut~ by allowing the patent owner a reasonable 
"per~od • of ~ m wh~ch to comnence his action against an al
leged mfr:.nger . Tlus ,vas the traditional right of all patent 
owners until the advent of the Declaratory Judgment Act. 

If the pa~t owner ~ails to act within the prescribed "time, 
~ ~~n sub~ect to Stilt for patent infringement may then seek 
]UdiClal rehef as a plaintiff. There will no longer be races 
to the courthouse between pate;"lt holders and other clailT1ants 
or users. The evil of "forum shopping" and the costly and pro
tracted controversy connected ,vith that practice therefore will 
be effectively eliminated. 

The proposed amenc1rn:nt is patterned on 28 U.S.C. §2112A. 
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Schedule A 

DECISIONS (1974 - 1978) 
. AS TO VALIDITY BASED ON § 103 

Submitted by the 
COMMITTEE TO PRESERVE THE PATENT 

JURISDICTION OF THE UNITED 
STATES COURT OF APPEALS 

before the 

SUBCOMMITTEE ON COURTS 
COMMITTEE OF THE JUDICIARY 

U.S. SENATE 

on the 

PROPOSED COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

S-21 . 

May 18, 1981 

I 
I 

I 
! 

J 
:1 
)j 
I· 
:1 



I 
k 

1st Circuit 

1. Avant, Inc. v. Polaroid Corp., 
572 F.2d 889, 197 U.S.P.Q. 593 (1st Cir. 1978) 

2. Suu11y Signal Co. v. Electronics Corp. of America, 
570 F.2d 355, 196 U.S.P.Q. 657 (1st Cir. 1978) 

3. International Telephone and Telegraph Corp. v. 
Raychem Corp., 538 F.2d 453, 19"1 U.S.P.Q. 1 
(1st Cir. 1978) 

4. Forbro Design Corp. v. Ratheon Co., 
532 F.2d 758, 190 U.S.P.Q. 49 (1st Cir. 1976) 

5. Norton Co. v. Carborundum Co., 
530 F.2d 435, 189 U.S.P.Q. 1 (1st Cir. 1976) 

6. Potter Instrument Co., Inc. v. Odec Computer 
Systems, Inc., 449 F.2d 209,-rB2 U.S.P.Q. 386 
(1st Cir. 1974) 

7. Sylvania E~ectric Products, Inc. v. Brainerd, 
499 F.2d 111, 182 U.S.P.Q. 385 (1st Cir. 1974) 

TOTAL 

All seven lower court decisions affirmed. 

Patent 
Valid and 
Infringed 

1 

1 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

5 

Citing Graham v. Deere 

x 

x 

x 

x 

x 

x 



2nd Circuit 

1. Eutectic Corp. et a1 v. Metco, Inc. 
579 F.2d 1, 197 U.S.P.Q. 129 (2nd Cir. 1978) 

2. Digitronics Corp. (now Amperex Electronic Corp.) 
v. Th~ Ne,,~ York Racing Assn., Inc. et a1, 
553 F.2d 740 (2nd C~r. 1977) 

3 •. U.S. Phillips Corp. v. National Micronetics 
Inc. et al., 550 F.2d 716, 193 U.S.P.Q. 65 
(2nd Cir. 1977) 

4. P1antronics, Inc. v. Roanwe11 Corp., 535 F.2d 
1397, 192 U.S.P.Q. 67 (2d Cir. 1976) 

5. Maclaren et a1. v. B-I-~] Group, Inc., et a1., 
535 F.2d 1367, 190 U.S.P.Q. 513 (2nd Cir. 1976) 

6. Timely Products Corp. et a1. v. Arron et a1., 
523 F.2d 288, 187 U.S.P.Q. 257 (2nd Cir. 1975) 

7. Koppers Co., Inc. et a1. v. S & S Corrugated 
Paper Machinery Co., Inc., 517 F.2d 1182, 
185 U.S.P.Q. 705 (2nd Cir. 1975) 

8. Esso Research and Engineering Co. v. Kahn 
& Co., Inc. et a1., 513 F.2d 1341, 186 
u.S.P.Q. 317 (2nd Cir. 1975) 

Patent 
Valid and 
Infring:ed 

2 

1 

Patent 
Invalid and 

. Noninfringed 

1 

1 

2 

1 

3 

1 

1 

Citing Graham v. Deere 

x 

x 

x 

x 

x 

x 



-------------- -------------~ -- -------

2nd Circuit 

9. Vanity Fair Mills Inc. v. Olga Co. (Inc.)~. 
510 F.2d 336, 184 U.S.P.Q. 643 (2nd Cir. 1975) 

10. Kahn v. Dynamics Corp. of America, 
508 F.2d 939, 184 U.S.P.Q. 260 (2nd Cir. 1974) 

11. Lancaster Colony Corp. v. ~ 
Accessories, Ltd. et a1., 506 F.2d 
1197, 184 U.S.P.Q. 193 (2nd Cir. 1974) 

12. Julie Reasearch Laboratories, Inc. v. 
Guideline Instruments, Inc. et al., 
501 F.2d 1131, 183 U.S.P.Q. 1 (2nd 
Cir. 1974) 

13. The General Tire Rubber Co. v. Jefferson 
Chemical Co. Inc., 497 F.2d 1283, 182 
U.S.P.Q. 70 (2nd Cir. 1974) 

14. Supreme Eq4ipment and Systems Corp. v. 
Lear Siegler, Inc. et al., 495 F.2d 
860, 181 U.S.P.Q. 609 (2nd Cir. 1974) 

TOTAL 

8 affirmances 
4 reversals 
2 modifications 

Patent 
Valid and 
Infringed 

1 
(design) 

4 

Patent 
Invalid and 
Noninfringed 

2 

1 

1 

1 

16 

Citing Graham v. ~ 

x 

x 

x 

* X 

*a1so citing Anderson's Black Rock, Inc. 
v. Pavement Salvage Co. 
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3rd Circuit 

1. 

2. 

3. 

4. 

5. 

6. 

7. 

Paeco Inc. v. Applied Moldings, Inc. 
562 F.2d 870, 194 U.S.P.Q. 353 

(3rd Cir. 1977) 

Aluminum Co. of America et al. v. 
Amerola Products Corp., 552 F.2d 
1020, 194 U.S.P.Q. 1 (3rd Cir. 1977) 

Systematic Tool and Machine Co. et a1. v. 
Walter Kidde & Co., Inc., 555 F.2d 
342 (3rd Cir. 1977) 

Tokyo Shibaura Electric Co., Ltd. v. 
zenito Radio cor

T
., 548 F.2d 88, 

193 U.S.P.Q. 73 3rd Cir. 1977) 

Universal Athletic Sales Co. v. American 
Gym, Recreational & Athletic 
Equipment Corp., Inc. et a1., 546 
F.2d 530, 192 U.S.P.Q. 193 
(3rd Cir. 1976) 

Allegheny Frop Forge Co. v. Portec, Inc., 
541 F.2d 383, 191 U.S.P.Q. 541 
(3rd Cir. 1976) 

ADM Corp. v. Speedmaster Packaging Corp. 
et al., 525 F.2d 662, 188 U.S.P.Q. 
546 (3rd Cir. 1975) 

Patent 
Valid and 
Infringed 

1 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

- ------------------

Citing Graham v. Deere 

x 

x 

x 

'" X 

x 

X 



3rd Circuit 

8. American Roller Co. v. Budinger, 513 F.2d 
982, 185 U.S.P.Q. 577 (3rd Cir. 1975) 

on motion for disqualification of counsel 

9. Kaiser Industries Corp. v. Jones & Laughlin 
Steel Corp., 515 F.2d 964, 185 U.S.P.Q. 
343 (3rd Cir. 1975) 

Reversed because the district court failed 
to recognize a Blonder Tongue-type 
collateral estoppel, issue of patent 
validity not reached. 

Patent 
Valid and 
Infringed 

10. Layne-New York, Inc. v. Allied Asphalt CO'f~nc., 
501 F.2d 405, 183 U.S.P.Q. 132 (3rd C~r. 1974) 

11. Arrow Safety Device Co. v. Nassau Fastening Co. 
et ale 469 F.2d 644, 181 U.S.P.Q. 481 
(3rd Cir. 1974) 

TOTAL 

4 affirmances 
2 reversals 
2 modifications 
1 judgment vacated 
2 patent validity and/or 

infringement not at issue 

1 

- 2 -

Patent 
Invalid and 
Noninfringed 

1 

1 

8 

Citing Graham v. Deere 

x 

x 



4th Circuit 

L 

2. 

3. 

Tights, Inc. v. Acme-McCrary Corp. et a1. 
541 F.2d 1047, 191 U.S.P.Q. 305 
(4th Cir. 1976) 

Deering Milliken Research Corp. v. 
BraunitCorp., 538 F.2d 1022, 
189, U.S.P.Q. 565 (4th Cir. 1976) 

Diamond International Corp. v. 
Maryland Fresh Eggs, Inc., 523 F.2d 
113, 187 U.S.P.Q. 193 (4th Cir. 1975) 

TOTAL 

1 affirmance 
2 reversals 

Patent 
Valid and 
Infringed 

1 

1 

Patent 
Invalid and 
Noninfringed 

1 

1 

2 

Citing Graham v. Deere 

x 

x 

x 



,------

5th Circuit Patent 
Valid and 
Infringed 

1. 

2. 

3. 

4. 

5. 

Steelcase, Inc. v. Delwood FUrniture Co., Inc. 
578 F.2d 74, 199 U.S.P.Q. 69 (5th Cir. 1978) 

Bird Provision Co. v. OWens Country Sausage, Inc., 
568 F.2d 369, 197 U.S.P.Q. 134 (5th 
Cir. 1978) 

Robbings Co. v. Dresser Industries, Inc., 554 F.2d 
1289, 194 U.S.P.Q. 409 (5th Cir. 1977) 

Fred Whitaker Co. v. E.T. Barwick I-ndustries, Inc., 
551 F.2d 622, 194 U.S.P.Q. 113 (5th Cir. 1977) 

Yoder Bros., Inc. v. California-Florida Plant Corp. 
et al., 537 F.2d 1347, 193 U.S.P.Q. 264 
(5th Cir. 1976) 7 

(plant patents) 

6. Ag Pro, Inc. v. Sakraida, 536 F.2d 110 
(5th dr. 1976) 

7. 

vacated and remanded as per the S.Ct. 's 
declaration patent invalidity. 

Parker v. Motorola, Inc., 524 F.2d 518, 188 
U.S.P.Q. 225 (5th Cir. 1975) 

Patent 
Invalid and 
Noninfringed 

2 

1 

1 

1 

1 

citing Graham v. Deere 

x 

x 

x 

x 

x 

* X 



5th 

8. 

9. 

10. 

II. 

12. 

Circuit 

Becton, Dickinson and Co. v. Sherwood Medical 
Industries, Inc. , 516 F.2d 514, 187 
U.S.P.Q. 200 (5th Cir. 1975) 

White v. Mar-Bel, Inc. et al., 509 F.2d 287, 
185 U.S.P.Q. 129 (5th Cir. 1975) 

Ke~stone Plastics, inc. v. C & P Plastics, 
Inc. , et al., 506 F.2d 960, 184 U.S.P.Q. 
454 (5th cir. 1975) 

Gaddis v. Cal9:on C°rt~·, 506 
U.S.P.Q. 449 (5th Cir. 

Williamson-Dickie Mf9:. Co. 
et al., 504 F.2d 983, 
(5th Cir. 1975) 

TOTAL 

6 affirmances 
2 reversals 
3 modifications 
1 judgment vacated 

and. remanded 

F.2d 880, 184 
1975) 

v. Hortex, Inc. 
184 U.S.P.Q. 197 

Patent Patent Citing Graham v. Deere 
Valid and Invalid and 
Infringed Noninfringed 

2 

1 X 

1 1 

~ 
1 X ~ 

O~ 

* 1 X 

10 10 

v 



~-~--- - ~ 

6th Circuit Patent 
Valid and 
Infringed 

1. 

2. 

3. 

4. 

5. 

6. 

7. 

American Seating Co. v. National Seating Co., 
586 F.2d 611, 199 U.S.P.Q. 257 (6th Cir. 1978) 

Nickola v. Peterson, 580 F.2d 898, 198 U.S.P.Q. 
385 (6th Cir. 1978) 

Licerne Products, Inc., et al. v. Cutler-Hammer, Inc., 
568 F.2d 784, i95 U.S.P.Q. 472 (6th Cir. 1977) 

Kearney & Trecker Corp. v. Cincinnati Milacron Inc. 
562 F.2d 365, 195 U.S.P.Q. 402 (6th Cir. 1977) 1 

Union Carbide Corp. v. Borg-Warner Corp. et al., 
550 F.2d 355, 193 U.S.P.Q. 1 (6th Cir. 1977) 

Reynolds Metals Co. v. Acorn Building Compounds, 
Inc., 548 F.2d 155,192 U.S.P.Q. 737 
(6th Cir. 1977) 

National Rolled Thread Die Co. v. E.W. Ferry Screw 
Products, Inc., et a1., 541 F.2d 593, 192 
U.S.P.Q. 358 (6th cir. 1976) 

(but un
enforceable) 

1 
(held valid 
but not 
infringed) 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

Citing Graham v. Deere 

x 

x 

x 

* 

* X 

X 



6th Circuit 

8. Bo1kum et a1. v. Carborundum Co., 523 F.2d 
492, 187 U.S.P.Q. 466 (6th Cir. 1975) 

9. Schlegel Mfg. Co. v. USM Corp., 525 F.2d 
775, 187 U.S.P.Q. 417 (6th Cir. 1975) 

affid lower court decision holding 
d~fendants in contempt 

10. Dickstein v. Seventy Corp. et a1., 522 F.2d 
1294, 187 U.S.P.Q. 138 ~Cir. 1975) 

11. Cole v. Sears, Roebuck & Co., 520 F.2d 673, 
17 U.S.P.Q. 65 (6th Cir. 1975) 

12. Buzzelli v. Minnesota Mining & Mf9.; Co., 521 F.2d 
1162, 186 U.S.P.Q. 464 (6th C~r. 1975) 

13. Philips Industries, Inc. et al. v. State Stove 
and Mfg. Co., Inc., 522 F.2d 1137, 186 
U.S.P.Q. 458 (6th Cir. 1975) 

14. Hieger et a1. v. Ford Motor Co., 516 F.2d 
1324, 186 U.S.P.Q. 374 (6th Cir. 1975) 

15. Cardinal of Adrian, Inc. v. Peerless Wood 
Products, Inc. et al., 515 F.2d 
534, 185 U.S.P.Q. 712 (6th Cir. 1975) 

Patent 
Valid and 
Infringed 

1 

1 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

1 

Citing Graham v. Deere 

* X 

* 

* 

X 

X 
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6th Circuit 

16. Lifetime Doors, Inc. v. Walled Lake Door Co., 
505 F.2d 1165, 184 U.S.P.O. 1 (6th Cir. 1974) 

17. Westwooo . .'. mica1 v. Molded Fiber Glass Bod:( Co., 
49l '.2d 11I5, 182 U.S.P.O. 517 '(6th Cu. 
197"11 

18. Avery Product Corp. v. Morgan Adhesives Co., 
496 F.2d 254, 1 U.S.P.O. 737 (6th Cir. 
1974) 

Patent 
Valid and 
Infringed 

19. Fairway Construction Co. v. Allstate Modernization, 
Inc., 495 F.2d 1077, 181 U.S.P.O. 614 (6th 
cir. 1974) 

20. 

21. 

Deyer1e et a1. v. Wright Mfg. Co. et a1., 496 F.2d 
45, 181 U.S.P.O. 685 (6th Cir. 1974) 

Tec-Pak, Inc. v. St. Regis PaEer Co., 491 F.2d 
1193, 181 U.S.P.O. 75 (6th Cir. 1974) 

TOTAL 

14 Affirmances 
3 Reversals 
3 Modifications 
1 Judgment vacated 

1 
(valid but 
not in
fringed) 

1 

6 

Patent 
Inval.id and 
Noninfringed 

1 

1 

1 

1 

17 

Citing Graham v. Deere 



7th Circuit 

1. 

2. 

3. 

4. 

5. 

6. 

7. 

Harig Products, Inc. v. K.O. Lee Co. 
et al., No. 77-2154 (7th cir., decided 
February 20, 1979) 

Republic Industries, Inc. v. Schlage Lock Co., 
200 U.S.P.Q. 769 17th Cir. 1979) 

Centsable Products, Inc. v. Lemelson, 591 
F.2d 400 (7th Cir. 1979) 

Scholl, Inc. v. S.S. Kresge Co., 580 F.2d 
244, 199 U.S.P.Q. 74 (7th Cir. 1978) 

Allen Group§ Inc. v. Nu-Star, 575 F.2d 
146, 1 7 U.S.P.Q. 849 17th Cir. 1978) 

St. Regis Paper Co. v. Bemig Co., Inc., 549 F.2d 
833, 193 U. S. P .Q. 8 17th Cir. 1977) 

Illinois Tool Works, Inc. v. Foster Grant Co., 
Inc., 547 F.2d 1300, 192 U.S.P.Q. 365 
(7th Cir. 1976) 

1j 

Patent 
Villid and 
~inged 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

1 

Citing Graham v. Deere 

x 

x 

x 

x 

x 

x 



o 
I 

I 
~ 

"" 

7th Circuit -- -----

8. Louis A. Grant, Inc. v. Keib1er Industries, 
Inc. j • 191 U.S.P.Q. "42r(7th Cir. 1976) 

Pederson v. Stewart-Warner Corp., 192 U.S.P.Q. 
(7th Cir. 1976) 

10, Ortho Pharmaceutical Corp. et a1. v. American 
Hospital Supply Corp. et al.., 534 F .2d 
89, 190 U.S.P.Q. 397 (7th Cir. 1976) 

11. Airtex Corp. v. Shelley Radiant Ce1ing Co., 
536 F.2d 14"5""; 190 U.S.P.Q. 6 nth cir. 
1976) 

12. Feed Service Corp. v. Kent Feeds, Inc. et a1., 
528 F.2d 756, 188 U.S.P.Q. 616 (7th Cir. 
1976) 

Patent 
Valid and 
Infringed 

1 

1 
(valid but 
not in
fringed) 

13. Red Cross Mfg. Corp. v. Toro Sales Co., 525 F.2d 
1135, 188 U.S.P.Q. 241 (7th Cir. 1975) 1 

-2-

Patent 
Invalid and 
Noninfringed 

1 
(if valid, de
fendant would 
infringe) 

1 

1 

Citing Graham v. Deere 

x 

x 

x 

x 



,t:h Circuit 

14. E-T Industries, Inc. v. Whittaker Corp. 
et a1., 523 F.2d 636, 187 U.S.P.O. 
369 (7th Cir. 1975) 

16. Tracor, Inc. v. Hewlett-Packard Co., 519 
F.2d 1288 (7th C~r. 1975) 

17. Gette1man Mfg. Inc. v. Wisconsin Ma.rine, 
Inc. et a1., 517 F.2d 1194, 186 . 
U.S.P.O. 376 (7th Cir. 1975) 

18. Panduit Corp. v. Burndy Corp. et al~, 517 F.2d 
535, 186 U.S.P.O. 75 (7th Cir. 1975) 

19. Crane Co. v. Aeroquip Corp., 504 F.2d 1086, 
183 U.S.P.O. 577 (7th Cir. 1974) 

20. Marrese et a1. v. Richard's Medical Equipment, 
Inc., et al., 504 F.2d 479, 183 U.S.P.Q. 
517 (7th Cir. 1974) 

21. Research Corp. v. Nasca Industries, Inc., 501 
F.2d 358, 182 U.S.P.Q. M9 C7th Cir. 1974) 

22. Speakman Co. v. Water Saver Faucet Co., Inc., 
497 F.2d 410, 182 U.S.P.O. 130 (7th cir. 
1974) 

Patent 
Valid and 
Infringed 

1 

1 

-3-

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

-

Citing Graham v. Deere 

x 

x 

x 

x 

* 



7th Circuit 

23. Popeil Brothers, Inc. v. Schick Electric, 
Inc. et al., 494 F.2d 162, 181 
U.S.P.Q. 482 (7th Cir. 1974) 

TOTAL: 

15 affirmances 
6 reversals 
2 modifications 

Patent 
Valid and 
Infringed 

6 

-4-

Patent 
Invalid and 
Noninfringed 

1 

17 

Citing Graham v. Deere 

x 



8th Circuit 

1. 

2. 

3. 

4. 

5. 

Reinke Mfg. cO'
l 

Inc. v. Sidney Mfg. Corp., 
No. 78-134 , 78-1301 (7th Cir., filed 
February 26, 1979) 

Clark Equipment Co. et al. v. Keller et al., 
570 F.2d 778, 197 U.S.P.Q. 208 (8th Cir. 
1978) 

Pfizer, Inc. v. International Rectifier Corp. 
et al., 538 F.2d 180, 190 U.S.P.Q. 273 
(8th Cir. 1976) 

-- patent validity was not an issue. 

Airlite Plastics Co. v. Plastilite Corp., 526 
F.2d 1078, 189 U.S.P.Q. 327 (8th Cir. 
1975) 

Bolt, Bernaek and Newman, Inc. v. McDonnell 
Douglas Corp., 521 F.2d 338, 187 U.S.P.Q. 
142 (8th cir. 1975) 

11 

TOTAL: 

2 affirmances 
1 reversal 
1 modification 
1 patent not at issue 

Patent 
Va.lid alld 
Infringed 

1 

1 

Patent 
Invalid and 
Noninfringed 

1 

2 

1 

1 

5 

Citing Graham v. Deere 

x 

x 

x 



'-

9th Circuit 

1. 

2. 

3. 

4. 

5. 

6. 

7. 

SSP Agricultural Equipment, Inc. v. 
Orchard-Rite Ltd., slip opinion 
(9th cir. 1979) 

Photo Electronics cor~. v. England, 
581 F.2d 772, 19 U.S.PQ. 710 
(9th Cir. 1978) 

Penn International Industries v. 

Lee 

Pennington Corp. et al., 583 F.2d 
1078, 200 U.S.P.Q. 651 (9th Cir. 
1978) 

Pharmaceuticals v. Krep" 577 F.2d 
610, 198 U.S.P.Q. 601 9th Cir. 
1978) action to compel production of 
abandoned patent applications 

santa Fe-Pomeroy, Inc. v. P & Z Co., Inc., 
et al., 569 F.2d 1084, 197 U.S.P.Q. 
449 (9th Cir. 1978) 

Lyon v. Boeing Co., 566 F.2d 676, 200 
U.S.P.Q. 19 (9th Cir. 1977) 

Astro Music, Inc. v. Eastham, 564 F.2d 
1236, In U.S.P.Q. 339 (9th Cir. 
1977) 

Patent 
Valid and 
Infringed 

2 

1 

1 

Patent 
Invalid and 
Noninfringed 

1 

2 

1 

Citing QEaham v. Deere 

x 

x 

x 

x 

1< 
X 



---------------------------------------,- --~. ~-~~~~~-

9th Circuit 

B. 

9. 

10. 

English v, Nl1rth Pacific Products, Inc.,. 
559 F,Yl 566, 200 U.S.P.Q. 20 (9th 
Cir. i977) 

Ceca ~orp. v. Bliss & Laughlin Industries, 
557 F. 2d 6 B 7, 19 5 U. S • P • Q • 337 ( 9 th 
Cir. 1977) 

Globe Linini7' Inc ., et al. v. City of 
Corval 1S et Ml., 555 F.2d 727, 194 
U.S.P.Q. 415 '(9th Cir. 1977) 

11. St. Regis Paper _co', v. Royal Industries et al., 
552 F.2d 3091, 194 U.S.P.Q. 52 (9th Cir. 
1977) 

12. Karnei-Autokomfol't et al. v. Eurasian Automotive 
--QProducts, 1553 F.2d 603, 194 U.S.P.Q. 362 

(9th Cir. 1977) 

13. Garbe11, Inc. et a1. v. Bo~ip.~hCO:, 546 F.2d 
297, 192 L.S.P.Q. 4~t" Cu. 1976) 

14. Grayson v. McGowan et a1., 543 F.2d 79, 192 
U.S.P.Q. 571 (9th Cir. 1976) 

Patent 
Valid and 
Infrinqed 

- 2 -

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

1 

1 

1 

2 

Citing Graham v. Deere 

* X 

X 

X 

X 

X 

X 



-~----------- ~- -- --- -~--- -------~--

9th Circuit 

15. American Safety Flight Systems, Inc. v. 
Garrett Corp., 528 F.2d 288, 190 
U.S.P.Q. 287 (9th Cir. 1975) 

16. Norwood v. Ehrenreich Photo-Optical Industries, 
et al., 529 F.2d 3, 189 U.S.P.Q. 196 
(9th Cir. 1975) 

17. Alcor Aviation, Inc. v. Radair Inc. et a1., 
527 F.2d 113, 188 U.S.P.Q. 549 (9th 
Cir. 1975) 

18. Schroeder et a1. v. Owens-Corning Fiberglas 
(orh., 514 F.2d 901, 185 U.S.P.Q. 723 
9t Cir. 1975) 

19. Deere & Co. v. Sperry Rand Corp., 513 F.2d 
1131, 185 U.S.P.Q. 495 (9th Cir. 1975) 

20. Rex Chainbelt Inc. v. Harco Products, Inc., 
512 F.2d 993, 185 U.S.P.Q. 10 (9th Cir. 
1975) 

TOTAL: 

15 affirmances 
2 reversals 
1 mofification 
1 judgment vacated 
1 patent not at issue 

Patent 
Valid and 
Infringed 

1 

5 

- 3 -

Patent 
Invalid and 
Noninfringed 

2 

1 

1 

1 

1 

18 

Citing Graham v. Deere 

* X 

X 

X 

X 

X 



--~------------------ .. ------------

10th Circuit 

1. 

2. 

3. 

4. 

5. 

Tanks, Inc. v. Reiter Industries, Inc., 
545 F.2d 1276, 195 U.S.P.Q. 230 
(10th Cir. 1976) 

Rutter v. Williams, 541 F.2d 878 (10th 
(Cir. 1976) 

CMI corle v. Metropoldtan Enterprises, Inc., 
53 F.2 874, 189 U.S.P.Q. 770 (10th 
Cir. 1976) 

Halliburton Co. v. Dow Chemical Co., 514 
F.2d 377, 185 [I.S.P.Q. 769 (10th Cir. 
1976) 

Price et al. v. Lakl~ Sales Supply R.M., Inc., 
510 F.2d 388, :L83 U.S.P.Q. 519 (10th Cir. 
1974) 

, 

TOTAL: 

2 affirmances 
1 reversal 
2 modifications 

Patent 
Valid and 
Infringed 

1 
(valid but 
not in
fringed) 

1 

2 

Patent 
Invalid and 
Noninfringed 

1 

1 

1 

3 

Citing Graham v. Deere 

x 

* 

x 

x 

x 
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Schedule B 

DECISIONS (May, 1979 - Feb., 1981) 
AS TO VALIDITY BASED ON § 103 

Submitted by the 
COMMITTEE TO PRESERVE THE PATENT 

JURISDICTION OF THE UNITED 
STATES COURT OF APPEALS 

before the 

SUBCOMMITTEE ON COURTS 
COMMITTEE OF THE JUDICIARY 

U.S. SENATE 

on the 

PROPOSED COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

S-21 

May 18, 1981 



2nd Circuit 

1. Morris Phillip v. Mayer, Rothkope 
Industries and Mayer & CIE GmBH, 
No. 80-7321 slip opinion (2d eire 1980) 

2. Champion Spark Plug Co. V. 
Gyromat Corp., 603 F.2d 361, 
202 U.S.P.Q. 785 (2d Cir. 1979) 

TOTAL 

1 affirmance 
1 reversal 

1), 

Patent 
Valid and 
Infringed 

1 

1 
(Infringement 
not at issue) 

2 

Patent 
Invalid and 
Noninfringed 

o 

~~~~- ~ ~-- ~-----~----

Citing Graham v. Deere 

x 

X* 

*Also cited Sakraida v. 
Ag Pro, Inc. 



3rd Circuit 

1. Eli Lilly & Co. v. Premo Pharmaceutical 
Laboratories, Inc., 630 F.2d 120,207 
U.S.P.Q. 719 (3rd Cir. 1980) 

2. American Sterilizer Co. v. Sybron Corp., 
614 F.2d 890, 205 U.S.P.Q. 97 
(3rd Cir. 1980) 

3. Sims v. Mack Truck Corp. et a1, 608F. 
2d 87, 203 U.S.P.Q. 961 (3d Cir. 1979) 

TOTAL 

2 affirmances 
1 reversed in part, 

vacated & remanded in part. 

---------

Pate{lt 
Valid & 

Infringed 

1 

1 

Patent 
Invalid 

1 

1 

2 

D 

Citing Graham v. Deere 

x 

x 

X* 

*Also citing Sakraida 
v. Ag-Pro and Anderson's 
Black Rock, Inc. v. 
Pavement Salvage Co. 



4th Circuit 

1. Marino Systems, Inc. v. J. Cowhey 
& Sons, Inc., 631 F. 2d 313, 207 
U.S.P.Q. 1065 (4th Cir. 1980) 

2. Kabushiki Kaisha Audio-Technica v. 
Atlantis Sound, Inc., 629 F. 2d 978, 
207 U.S.P.Q. 809 (4th Cir. 1980) 

TOTAL 

1 affirmance 
1 reversal 

r,), 

Patent Valid 
& Infringed 

1 
,Valid but not 
infringed) 

1 

Patent 
Invalid 

2 

2 

Citing Graha~ v. John Deere 

x 



-------~ -~--- - ------

t j 

5th Circuit 

1. Ludlow Corporation v. Textile Rubber 
and Chemical Co., No. 78-3435, slip 
Opinion (5th Cir. 1981) 

2. Continental Oil Co. v. Jimmy R. Cole, 
634 F. 2d 188 (5th Cir. 1981) 

3. Whitley v. Road Corp., 624 F. 2d 698, 
207 U.S.P,O. 369 (5th Cir. 1980) 

4. Huron M~chine Products, Inc. v. 
A. and E. Warbern, Inc., 615 F.2d 
222, 205 U.S.P.Q. 777 (5th Cir. 1980) 

5. John Zink Co. v. National Airoil 
Co., Inc., 613 F.2d 547, 205 U.S.P.Q. 
494 (5th Cir. 1980) 

6. Control Components, Inc. v. Valtek, Inc., 
609 F.2d 763, 204 U.S.P.Q. 785 (5th Cir. 
1980) 

7. Cathodic Protection Service v. American 
Smelting & Refining Co., 594 F.2d 499, 
203 U.S.P.Q. 102 (5th Cir. 1979) 

TOTAL 

5 affirmances 
2 reversals 

Patent Valid 
& Infringed 

1 

1 

1 

1 

4 

Patent 
Invalid 

1 

1 

1 

3 

Citing Graham v. Deere 

x 

x* 

x* 

X* 

x 

x* 

*Also citing Sakraida v. 
Ag-Pro, Inc. and Anderson's 
Black Rock, Inc. v. Pavement 
Salvage Co. 

--



---------------------------,.,.,----

6th Circuit 

1. Park-Ohio Industries, Inc. v. Letica Corp., 
617 F.2d 450, 205 U.S.P.Q. 781 (6th Cir. 
1980) 

2. Smith v. Acme General Corporation, 614 
F.2d 1086, 204 U.S.P.Q. 1060 (6th Cir. 1980) 

3. Hanson v. Alpine Valley Ski Area, Inc. 
611 F.2d 156, 204 U.S.P.Q. 803 (6th Cir. 
1979) 

4. Eltra Corp. v. Basic, Inc., 599 F.2d 745, 
202 U.S.P.Q. 630 (6th Cir. 1979) 

TOTAL 

4 affirmances 
1 reversal 

Patent Valid 
& Infringed 

1 

1 

Patent 
Invalid 

1 

1 

1 

3 

Citing Graham v. Deere 

x* 

x** 

x* 

*Also citing Sakraida v. 
Ag-Pro and Anderson's Black 
Rock, Inc. v. Pavement Salvage 
Co. 

**Also citing Anderson's Black 
Rock, Inc. v. Pavement Salvage 
Co. 



". 

o 

7th Circuit 

1. Scheller-Globe v. Milsco Manufacturin~ 
Co., No. 80-1344, slip opinion (7th C1r. 
1980) 

2. Schemitz v. Deere and Co., Inc., 623 
F.2d 1180 (7th Cir. 1980) 

3. Dual Manufacturing and Engineering Inc. 
v. Burris Industries, Inc., 619 F.2d 660, 
205 U.S.P.Q. 1157 (7th Cir. 1980) 

4. Beatrice Foods Co. v. Tsuyama Mfg. Co. et al, 
619 F.2d 3,204 U.S.P.Q. 889 (7th Cir. 1979) 

5. AMP Incorporated v. Bunker-Ramo Corp., 604 
F.2d 24,203 U.S.P.Q. 324 (7th Cir. 1979) 
Summary judgement reversed for trial in 
accordance with Graham guide lines. 

6. Lee Blacksmith, Inc. v. Lindsay Brothers, Inc., 
605 F.2d 341, 203 U.S.P.Q. 211 (7th Cir. 1979) 

7. American Hoist and Derrick Co. v. Manitowoc 
Co., Inc., 603 F.2d 629, 202 U.S.P.Q. 705 
(7th Cir., 1979) 

TOTAL 

4 affirmances 
3 reversals 

Patent Valid 
& Infringed 

2 
(Valid but not 
infringed) 

2 

Patent 
Invalid ----

2 

1 

2 

1 

1 

7 

Citing Graham v. Deere 

x 

X* 

x 

x 

X** 

*Also citing Sakraida v. 
Ag-Pro and Anderson's Black 
Rock v. Pavement Salvage Co. 

**Also citing Anderson's Black 
Rock, Inc. v. Pavement Salvage 
Co. (in dissenting opinion) 



---------------- ~- ~---~- -~--- ~- --~ 

8th Circuit 

E.I. DuPont de Nemours v. Berkley & Co. Inc. 
620 F.2d 1247, 205 U.S.P.Q. 1 (8th Cir. 1980) 
reversed & remanded for new trial. 

~, 'l:' 

Patent Valid 
& Infringed 

Patent 
Invalid 

Citing Graham v. Deere 

X (also citing Sakraida v. 
Ag Pro 

" ... 



o 
I 

00 .... 
I .... 
"'" 

.~------------------~, .. --. 

9th Circuit 

1. Tveter v. AS Turn-O-Matic, 633 F.2d 
831 (9th Cir. 1980) 

2. Houston v. Polymer Corp., Nos. 78-2714, 
78-2860, Slip Opinion (9th Cir. 1980) 

3. Ma~view Corp. v. Rodstein, 620 F.2d 
13 7, 205 U.S.P.Q. 302 (9th Cir. 1980) 

4. Palmer v. Orthokinetics, Inc., 611 F.2d 
316, 204 U.S.P.Q. 893 (9th Cir. 1980) 
Summary judgement reversed and remand 
for trial in accordance with Graham 
guide lines. 

5. Jones v. Vefo, Inc., 609 F.2d 409, 204 
U.S.P.Q. 535 (9th Cir. 1979) 
Summary judgement reversed and remand 
for trial in accordance with Graham 
guide lines. 

6. Mo11ura v. Miller, 609 F.2d 381, 204 
U.S.P.Q. 43~9th Cir. 1979) 

7. Speed Shore Corp. v. ~, ?05 F.2d 
469, 203 U.S.P.Q. 807 (9th C~r. 1979) 

8. Norris Industries, Inc. v. Tappan Co., 
599 F.2d 908, 203 U.S.P.Q. 169 (9th Ci' , 
1979) 

Patent Valid 
& Infringed 

1 

Patent 
Invalid 

1 

4 
(3 design) 

1 

2 

Citing Graham v. Deere 

X* 

x 

x 

X** 

x 

x 

x 

X* 



9th Circuit (cont'd) 

9. Satco, Inc. v. Transeguip, Inc., 594 F.2d 
1318, 202 U.S.P.Q. 567 (9th Cir. 1979) 

10. Herschensohn v. Hoffman, 593 F.2d 893, 
201 U.S.P.Q 721 (9th Cir. 1979) 

TOTAL 

4 affirmances 
3 reversals 
2 vacated & remanded 
1 affirmed in part, vacated 

& remanded in part 

Patent Valid 
& Infringed 

1 

Patent 
Invalid 

1 

1 

10 

Citing Graham v. Deere 

X** 

X** 

*Also citing Anderson's Black 
Rock, Inc. v. Pavement Salvage 
Co. 

**A1so citing Sakraida v. Ag Pro 
and Anderson's Black Rock, Inc. 
v. Pavement Salvage Co. 

v 

I-l 
00 
00 



-- - ---------~- --------- ----- - ------

(I. 

lOth Circuit 

1. Escoa Fintube Corp. v. Tranter Corp., 
631 F.2d 682, 207 U.S.P.Q. 1067 (lOth 
Cir. 1980) 

2. Norfin, Inc. v. International Business 
Machines, 625 F.2d 357, 207 U.S.P.Q. 737 
(10th cir. 1980) 

3. Milgo Electronic Corp. v. United Business 
Communications, Inc., 623 F.2d 645, 206 
U.S.P.Q. 481 (lOth Cir. 1980) 

4. Plastic Container Corp. v. Continental 
Plastics of Oklahoma, 607 F.2d 835, 203 
U.S.P.Q. 27 (10th Cir. 1979) 

5. True Temper Corp. v. CF&I Steel Corp., 
601 F.2d 495, 202 U.S.P.Q. 412 (10th 
Cir. 1979) 

6. Deere and Co. v. Hesston Corp., 593 
F.2d 956, 201 U.S.P.Q. 444 (lOth Cir. 
1979) 

TOTAL 

6 affirmances 
1 reversal 

Patent Valid 
& Infringed 

1 

3 

1 

5 

Patent 
Invalid 

2 

2 

8 

12 

Citing Graham v. Deere 

X* 

x 

x 

x 

x* 

*Also citing Sakraida v. 
~[:?~ and Anderson's Black 
Rock, Inc. v. Pavement Salvage Co. 

..... 
00 
CO 
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Wri .... ·' Diree. Number: 331-2210 

May 27, 1981 

Honorable Robert J. Dole, Chairman 
Subcommittee on Courts 
Committee on the Judiciary 
United States Senate 
Washington, D. C. 20510 

Dear Mr. Chairman: 

On May 18 the Subcommittee, with Senator Heflin in 
the Chair, heard a number of witnesses for and against 
the creation of a Court oT A~peals for the Federal Circuit 
as proposed in S.21. In prov'ding for the creation of 
the court, S.21 would require that all appeals in patent 
cases be heard by the newly created court. 

For the reasons stated in the testimony of Mr. James 
W. Geriak on behalf of the American Bar Association, we 
are very much opposed to the creation of the proposed court. 

Because of the nature of some of the testimony given 
in support of the legislation I am constrained to submit 
this letter for your consideration and for the hearing 
record. 

First, Mr. Donald r.. Dunner, in testifying on behalf 
of the American Patent La~1 Association, referred to his 
service as a consultant to the Commission on Revision of 
the Federal Court Appellate System (the so-called Hruska 
Commssion) and to the fact that he and a co-consultant 
recomnended support for a court of appeals with exclusive 
jurisdiction in patent litigation. I do not knD\~ what 
recomnendations Mr. Dunner and his colleague made to the 
Hruska Commission, but I am enclosing copies of pages 
#63 through #68 of the final report of that Commission which 
succinctly sets out some very compelling reasons for rejecting 
the creation of the proposed court. As you will note, the 
Commission rejected the proposal not only as an alt~rnative 

p 
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Honorable Robert J. Dole, Chairman 
Page Two 

May 27, 1981 

to a ~ationa' Court of Appeals, but because such an 
a.lternative is "unequal to the task of meeting tho:! 
demonstrated 'needu

• 1 urge you and the members of the 
Subccmm1ttee c~reful Iy to study the Hruska Commission 
'·ationale. 

Also) wh.e{! 1 heud Mr. Dunner testi fy on behalf of 
the 1,500 membe~ A~erican Patent Law Association I as a 
spec~atDr caroe away with the impression that the American 
Patent Law Association was solidly behind legislation such 
as S.21. I have since learned that the Association has 
never voted on the SUbject, and that the position offered 
by Nr. Dunner is one Which was taken by the Association's 
90verning B~ard despite an adverse recommendation by a 
CommlttQ~~I~h had studied the subject. 

~r. Donald 8a"net~ a former Commissioner of Patents 
~n~ Trqde~ar~s, also testified in support of the legislation. 
He. I ncJ' c.l tee! he h~~ been chai rman of a committee of the 
p~tent Se~tron ~f the ~~rican Bar Association and that 
the Sect 1011 5Uf'Po\"t.s the legislation. I am advised that 
rellltlVely f~ of the mE!11bers of that Section formally have 
expressed u vl~ ~~q in doinq so 99 voted in support of the 
legi sl a ti 011 "'hi Ie 66 opposed its enactment. Not a very 
overwhelming demonstration of support~ 

In closing, I urge you and you~ Subcommittee to dis
approve the creation Qf the proposed Court of Appeals for 
the Federq) Circuit and, instead, to consider the advantaoes 
of ~ N~tional Co~rt of Appeals with jurisdiction to entertain 
t~SQS yefe~re~ to it by the Supreme Court of the United States. 

Sincerely, 

J l,.W"", 'r... J 4r 
Herbert E. Hoffman 

IId,:eg 

cc: Members, Subcommittee on Courts 
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EXCERPT 

HRUSKA COMMISSION 

~£ecialized Courts 

Some have suggested that the lack of 
capacity to declare the national law should 
be remedied by the cre~tion of specialized 
courts, specifically a court of t.ax appeals 
and a court of patent appeals .. 40 The 

40Specialized courts and a National Court 
"of Appeals are not mutually exclusive. As Don
ald C. Alexander, Commissioner of Internal Reve
nue and Meade ~~itaker," Chief Counsel, Internal 
Rev~nue, wrote the Commission, expressing their 
individual views: 

We do not mean to infer by our 
advocacy of a National Court of Tax 
Appeals that the proposed National 
Court of Appeals would not be needed 
or that it should not have the sam~ 

". 

--~---~--
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suggestions are, of course, familiar: pro
posals for a court of tax appeals and for 
a court of patent appeals have been raised 

periodically at least for the past twenty
five years. More recently there have also 
been 'proposals for a court of administra

tive appeals, a court of environmental 
appeals and what would basically be a court 

of criininal appeals': The debate over the 
desirability of such courts has spa~71edj:\ 

rich literature, focusing on the special 
needs of ~he respective specialties on the 
one hand, and, on the other, on Lroader 
concerns with the factors which make for 
the highest quality of appellate- adjudica
tion. . 

A.fter extensive discussion the Connnis-
sion has concluded that, on balance, spe
cialized courts would not be a desirable 

solution either to the problems of the 
national law or, as noted elsewhere, to the 
problems of regional court caseloads. 

Our conclusion rests in part on the 
disadvantages which we perceive as inherent 
in the creation and operation of specialized 
courts. A number of the witnesses testifying 

40jurisdiction over cases 
decided by the specialist court 
as over any other appellate court. 
To the contrary, there is a place 
for both in our judicial system. 
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before the Commission have echoed the views 
of Simon Rifkind, first presented in an oft

cited 1951 article, that the quality of -decision-making would suffer as the special

ized judges become subject to "tunnel vision.]." 

seeing the cases in a narrow perspective 
without the insig~ts stemming from broad 
ex~o;ure to legal probl~ms in a variety of 
fields. Much·the same point was made by the 
~ -= 
Chairman of the Section of Taxation of the 

American Bar Association, in testimony before 
the Commission opposing a proposal for a spe

cialized tax court of appeals: 
Tax cases are difficult and t irne 
consuming for generalist judges; 
yet those judges do bring a 
judgment and eA~erience which 
produce decisions that integrate 
the deve lopment of tax la\o .. with 
contemporaneous legal developments. 
Without this leavening, tax law 
might become even more esoteric 
and arbitrary than it sometimes 
appears to many to be. 
Other objections to specialized courts 

also have force. Judges of a specialized 
~ -

court, given their continued ex~osure to and 

great ex~ertise in a single field of law, 
might impose their o~~ views of policy even 
where the scope of review under the applica

ble law is supposed to be more limited. 
Vesting exclusive jurisdiction over a class 

of cases in one court might reduce the incen

tive,-now fostered by the possibility that 

another cour·t will pass on the same issue, 

~------~- ~ ~----
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to produce a thorough and persuasive opin
ion in articulation and support of a deci

sion. Furthermore, giving a national court -exclusive jurisdiction over appeals in a 
cat~gory of cases now heard by the cirsuit -courts would tend to dilute or eliminate -regional influence in the ~ecision of those 

cases. Our nation is not yet so homogenous 

that the di'versity of our peoples cannot be 

reflected to some advantage in the decisions 
of the regional courts. Excluding these 
courts from consideration of particul~ -. 
categories of cases would also contract the 

breadth of experience and knowledge which 

the circuit judges would bring to bear on 
. other cases; ..the advantages of decision
making by generalist ,judges diminish as the 

judg~' exposure to varied areas of the~law -is lessened" Finally, concern has been --- ...., 
ex~ressed about the quality of appointments 
to a speclalized court, not only because of 
the perceived difficulties in finding truly 
able individuals who will be willing to serve, 
but also due to the fear that because the 
entire appointment process would operate at 
a low level of visibility, particular seats 

or indeed the court as a whole may be IIcap
tured" by special interest groups. 

In analyzing the advantages and disad

vantages of specialized tribunals, t~e Com

mission gave articular attention to the 

proposal for centralizin$ in a sing e national 
tribunal appellate review of decisions involv-------- ... 
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ing patent related issues.. The proble·m of 
forum shopping in this area has already 
been described. The Court of Customs ,md 
Patent Appeals is presently current in its 
docket and,if additional judgeships were 

added to the existing five, would offer 
additional capacity for decision of patent 

appeals on a national basis. 
Nevertheless 'substantial objections to , 

the proposal were presented. A survey of 
the patent bar by the Commission's consult
ants, Professor James Gambrell and Donald R. 

Dunner, Esq~ demonstrated that the practitioners 
themselves are sharply divided on the issue. 
TIle Commission also heard testimony expressing 
the strong preference of a majority of the 

judges of the Court of Appeals for the Seventh 
. 

Circuit for retaining appellate jurisdiction 
over patent cases ~~ the circuit courts. This 
view was particularly noteworthy, coming as 
it did from the circuit with the heaviest 
patent caseload. 

Under all these circumstances, the Com
mission concluded not to recommend diverting -patent appeals from the generalized circuit. 
cou~s~o a special court of patent appeals. -As is more fully developed in another sec-
tion of this report, the proposed National 

Court of Appeals, if implemented, is 
expected to increase the national capacity 

for appropriate monitoring of patent deci-

·sions in the circuits, and thereby to reduce 
the for~ shopping which, in" l"ight of perceived 

t. 
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attitudinal differences among the various 
circuits, today characterizes the patent 
field. . 

Quite apart from the undesirable conse-
quences of creating specialized tribunals, 
however, the Commis~ion's stUdies show that 
the problem of inadequate appellate capa
city is not limited to one or two areas of 
the law. r instarlce, of 90 direct con-
f 1Cts udied by Professor Feeney, only 

/ . 
thre 'were on issues of tax law and three 

he area of patents. It may well be 
t at the relative rarity of tax and patent 

Professor Feeney's study is a 
function of the phenomenon already dis
cussed: the low probability of review on 
the merits deters lawyers from filing peti
tions for certiorari. Whatever .. the extent 
of the problem in the areas of tax and. pat
ents, however, there certainly exists a seri
ous problem of lack of capacity for defini
tive adjudication of issues of national law 
in other areas of the law, as the wide range 
of subject matter in the illustrative cases 
of Section I of Appendix B demonstrates. 

In short, we reject the creation o'f 
specialized courts as "arl" alternative to the 
National Court of Appeals, not only because 
of the disadvantages inherent in specialized 

court~, but also because this alternative 

would be unequal to the task of meeting the 

demonstrated need. 
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TESTIMONY OF PANEL 

Senator HEFLIN. Does the American Bar oppose the creation of 
this court? . 

Mr. HOFFMAN. Yes. 
Senator HEFLIN. I am interested in some discussion of the fact 

that jurisdiction will be ancillary to jurisdiction of antitrust mat
ters, security matters, or something else that might be tied into 
patent matters coming before the court. I have heard some argu
ments that this would be unhealthy. 

I would like a fuller explanation of what they see as a danger of 
a patent having primary jurisdiction by bringing in ancillary juris
diction of other issues. 

Mr. GERIAK. If I might, as a Supreme Court judge, use the 
opportunity for the junior member to be heard first. 

There is a very serious problem, Senator Heflin. For example, 
under the terms of the legislation, any antitrust claim joined with 
a patent action will go to the Court of Appeals for the Federal 
Circuit. The converse is also true, namely, if you add a patent 
action to an antitrust claim it will also go to the Court of Appeals 
for the Federal Circuit. 

I believe that in virtually every antitrust case one party or the 
other will want the case to go to the Court of Appeals for the 
Federal Circuit if that court is created and that the natural tactieal 
decisions made by lawyers attempting to do their best for their 
clients will be to add patent actions either as part of the complaint 
or as a counterclaim in antitrust actions, so that the net effect of 
the legislation will be to encourage the bringing of patent actions 
for tactical reasons rather than independent substantive reasons, 
and that that will be very, very undesirable. 

In addition, there is at the present time a situation in the anti
trust law in which there are majority and minority views. 

For example, in my circuit, the ninth circuit, there is a case, 
Lessig v. Tidewater Oil, which says in an attempt to monopolize the 
case, it need not be shown that the attempt is directed toward a 
definable relevant market. That is a distinct minority view. 

Every other circuit which has addressed that question has held 
to the contrary; that is that there must be a definable relevant 
market. 

What happens if in California a fellow who under the lesser 
standard applicable in the ninth circuit, but only in the ninth, 
commits acts which would be an attempt to monopolize in the 
ninth circuit but would not under the majority view in the other 
circuits? 

Assuming for the moment-and I think it is a reasonable as
sumption-that the Court of Appeals for the Federal Circuit adopt
ed the majority view, the result would be that the same act by the 
same person in the State of California would or would not violate 
the Sherman Act, depending on whether a patent action was joined 
with the antitrust action. 

That is a very, very undesirable state of law. 
Senator HEFLIN. Any other comments? 
Mr. MANN. If I might, I would again associate myself with Mr. 

Geriak's comment but expound on another area of potential con
flict. 

199 

In the course of discovery in a patent antitrust action invariably 
there will be a substantial number of documents which are with
held, predicated upon a claim of attorney-client privilege or upon a 
claim under Federal Rules of Civil Procedure 26(b)(3), work product 
immunity of a document in which an attorney has expressed 
mental opinions, et cetera. 

Senator HEFLIN. If you deal with those sections you make me a 
specialized Senator. Talk in common South Carolina language. 

Mr. MANN. I am sure you will recall-and I know you are a 
former Justice of the Alabama court-you will recall an attorney
client privilege, that is as simple as I can make it in South Carolin
ian, work product immunity--

Senator HEFLIN. Mr. Mann, you are speaking as if we have a 
computer to bring up those statistics. 

Go ahead. 
Mr. MANN. The district judge who looks at these documents in 

camera makes a determination that certain documents will be 
produced and that other documents are entitled to be withheld. In 
the exercise of that decision he uses, for example in the third 
circuit, what is referred to as the control group test; namely, if the 
executive who has offered the document is a corporate executive 
then the corporation is entitled to the privilege, but if it was a 
janitor who offered the document the privilege is not accorded to 
the particular defendant or corporation. 

The third circuit exercises a test referred to as a control group 
test. If that judge in his order, which is unappealable otherwise, 
certifies something that merits the attention of the court of ap
peals, under the provisions of this law that appeal will still go to 
the regional circuit court of appeals. 

If, on the other l~ and, the trial court fails to make such a deter
mination or fails try send it up, ultimately the issue will wind its 
way into the U.S. Court of Appeals for the Federal Circuit. 

The fourth circuit, as an example, rejects the control group test. 
What is this court, the new U.S. Court of Appeals, going to do? 
Whose test will it adopt-the ninth circuit, the third circuit, the 
fourth circuit, or will it promulgate yet another test for the deter
mination of whether these documents are privileged or not? 

These are fundamental rights, as I have submitted, and I stand 
by my argument that appellate review should remain in the U.S. 
Court of Appeals within the regions where the district court sits. 

Mr. NEUMAN. I agree with what Mr. Geriak and Mr. Ivlann have 
said. I would like to add one additional thought, and that is this: 
Section 1338(b) of title 28, United States Code, provides for district 
court original jurisdiction of unfair competition cases when joined 
to a patent claim. That means that where you have the patent 
cause of action and a pendent unfair competition cause of action, it 
can involve State common law, trademark, and related matters. I 
should point out that exclusive jurisdiction over trademark cases 
has been excluded under the bills which are pending. 

It seems to me that what we are going to generate will be a lot of 
confusion and conflicting decisions as to what the trademark law in 
the Federal circuit is as contrasted with the trademark law in the 
other circuits, and similarly what the unfair competition law in the 
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Federal circuit is compared to the unfair competition law, which is 
usually based upon common law State right, is in the other circuit. 

Senator HEFLIN. Patent law is the most unionized closed shop 
law in the country, I suppose, is it not? You will all say it is 
because of your expertise, I am sure. 

Is there real gut opposition here; that is, that this court is likely 
to get Potomac judicial fever? Is this one of the major things to 
which you have objection; that is, that it can generate a Potomac 
judicial fever to the litigation in the patent field? 

Mr. NEUMAN. If I may answer that one first, I do not think that 
is our objection, that it will degenerate into a Potomac fever ourt. 

The patent bar is divided on this matter. The corporate patent 
counsel want the court. They employ outside trial counsel like Mr. 
Geriak and myself to handle the litigation, and we are neither pro
patent nor antipatent, and we try each case on its merits and its 
own facts. We believe that that is best for this country; that is, that 
there be no court of exclusive jurisdiction which has the potential 
for becoming an antipatent court or the potential for becoming a 
propatent court. 

Mr. GERIAK. I subscribe to what Mr. Neuman said. The patent 
bar is unique in many ways. One of those ways is that Mr. 
Neuman and I and others routinely represent both plaintiffs and 
defendants in patent cases. There is no plaintiffs' bar or defend
ants' bar as there is in many other areas of law. 

The different points of view you hear expressed are expressed by 
both the proponents and adversaries of this legislation with the 
best intention as to what is best for the patent system, in the first 
place. However, my concern and that of Mr. Neuman's is that the 
people who are in favor of this legislation in the patent bar have 
tunnel vision as to what they think is a cure for problems they 
perceive rather than looking at this in terms of what is good for 
the legal system or the country. 

With all of that, I am also not concerned about a "Potomaciza
tion" of a court. I think the appointment process would probably 
staff the court with people who are not terribly different in compe
tence, background, whatever, from the regional courts of appeals. I 
think the difficulty is that it creates an awkward, unworkable, and 
unwise restructuring of the court. 

My biggest concern about this is the abolishment of the diversity 
that the circuit system provides. That has been good for the law for 
two centuries. If it has been good for the law in all other areas of 
the law, and one has suggested ever that I am aware of that it has 
been bad, why has it suddenly become bad for patent cases? It has 
not. 

That is the interest that motivates me to appear before you. 
Mr. HOFFMAN. I have one general observation in response to 

your question, Senator, beyond the patent field. 
You are well aware, of course, of the well-known Hruska Com

mission, which was really a blue-ribbon commission which investi
gated the appellate system of the country way beyond just patent 
litigation. It concluded, I believe with no dissent among the mem
bers, that specialized courts were bad. It expounded on some of the 
reasons. 

() 
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By and large, whether we talk patents or oth~r litigation, it 
concluded that specialized courts were not a good thn:lg. 

Mr. MANN. If I might, without belaboring the pOInt and t? .the 
extent that I can speak from the standpoint of a .gen~ral practItIon
er, my query is this: If it is patents today, It WIll be product 
liability tomorrow. . 

If it is a question of complicated i~sues, I would submIt that a 
thalidamide liability case is as complIcate~ a~ .any patent ca~e y~u 
can imagine. If it is going to be p::oduct. lIabIlIty, tomorrow It WIll 
be a specialized court for appeals .In. envIronmental law, then they 
will sooner or later come to the crImInal law. 

If we are going to deal in spe~ialized courts, I would. respectfully 
submit that in accordance WIth the recommendatIOns of the 
Hruska Commission let's create a national inte~me~iate app~llate 
court having jurisdiction to hear appeals from CIrcuIt courts In all 
areas of the law. Why should it be specialized? . . 

Mr. HOFFMAN. This is the view of the AmerIcan Bar ~ssoclatlOn. 
I believe it is something you havp, spoken about on occaSIOn. 

I must say that Mr. Mann is really omniscient because we hav:e 
already gone through part of what he sees for the fut~re. TIns 
legislation, when it started out :;t f~w years back, had enVIronmen
tal cases in it. It had tax cases In It-I have forgotten what else-
oh,yes, trademarks. . . 

Mr. GERIAK. Interstate Commerce CommIssIOn. 
Mr. HOFFMAN. For various reasons each of these things has been 

deleted. If it is enacted in its present form, my ~ess is, ~s .Mr. 
Mann indicated, pressures will be to get them back Into speCIalIzed 
courts. . t 

Senator HEFLIN. Thank you, gentlemen. We appreCIate your es-
timony. . C W'tt 

Next we have Pauline Newman, FMS Corp.; RlChard . I e, 
The Procter & Gamble Co.; Donald Banner> Schuyler.,.? Banner, 
Birch McKie & Beckett· Donald Dunner, FInnegan, Henderson, 
Farabow, Garrett & Dun~er; and Clarence T. Kipps, Jr., Miller & 
Chevalier. . 

If you would summarize your testimony, it would be apprecIated. 
I think this group has appeared before.. . 

We can adopt the record of the previous hearmg as part of thIS 
record. If you would, summarize your statements as brIefly as you 
can. 

STATEMENT OF DONALD R. DUNNER, ATTORNEY, FINNEGAN, 
HENDERSON, F ARABOW, GARRETT & DUNNER 

Mr. DUNNER. I appear as immediate past president of the Ameri
can Patent Law Association. Interestingly enough, I was also one of 
the two patent consultants to the Hruska Commission of which we 
have heard much today. . 

I will be mercifully short in accordance with your suggestIOn, 
Mr. Chairman. I will not reread my statement but rely on st~te
ments previously submitted. I will devote a few minutes of my tIme 
to responding to some of the points I have heard toda:y .. 

First of all, with regard to the the Hruska CommIssIOn, I know 
as well as anybody else sitting at this table before me today what 
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that commission did since I was one of the two patent consultants 
with Professor Gambrell. 

We recommended to the commission, and the commission printed 
our recommendations, that if the national court of appeals that we 
are talking about were to be enacted we would favor that over a 
special court of patent appeals. 

~'lat legislation is going no place. We expressly placed a caveat 
in our report, and we said if that comes to be the case we would 
then favor reconsidering a special court of patent appeals. The 
Hruska Commission report suggested a number of reasons, includ
ing several suggested by Judge Rifkind, alluded to by Mr. Mann, as 
to why a special court would not be acceptable. It is the genius of 
this legislation that it deals effectively with those objections. One 
of the principal objections, one we heard today, was the tunnel 
vision objection, the fact that courts become parochial if they have 
only a limited jurisdiction. 

It was for that reason, among others, but that principally, that 
this court is given jurisdiction not only over patent matters but 
over other matters so that its jurisdiction will be broadened, so 
that its tunnel vision will not exist. That is exactly a reason for the 
bill, not a reason against the bill. 

We have heard from Mr. Geriak and others that litigating law
yers oppose, that the patent bar is split. 

Well, the American Patent Law Association has about 4,500 
members, and not only did the board of directors of that associ
ation vote overwhelmingly in favor of this legislation, representing 
many, perhaps half, of the litigating lawyers-and I am one of its 
members-but it reaffirmed that view when the recent reexamina
tion bill was passed by the Congress in December of last year, and 
it reaffirms that today. 

Former Commissioner Banner, who is here, will speak about the 
patent lawyers in the ABA and I will not deal with that. 

There has been a proposal, we have heard from Mr. Neuman, 
about the way to solve the problem; that is, through a change in 
the venue statute. That will not change anything. The circuits will 
continue to generate diverse views based on attitudinal differences, 
which is what the Hruska Commission talked about. 

Moreover, that proposal, the language of which I have seen, will 
do nothing that cannot be done today by patentees going into court 
immediately without waiving choosing the forum of their choice. 
Moreover, it will encourage litigatiQn. It will encourage the paten
tee in a race to the courthouse if he complies with the language 
that they have. 

It also has been suggested that reexamination will solve the 
problem. Congress in December passed a new reexamination law 
which is going into effect in July of this year. 

Certainly that new law will contribute, hopefully significantly, to 
a diminution of the problems we faced in the patent litigation area, 
but the sponsors of that bill, the originators of that bill, people who 
know about it, never in their lifetimes thought that a bill such as 
that would solve the problems completely. In fact, the President's 
Domestic Policy Review, on which I served, had reexamination and 
court reform as two-not alternative but two cumulative-solu
tions to the problem in the patent area. 

11 
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I submit reexamination will help but it will not solve the prob
lem. 

Finally, Mr. Chairman, Mr. Geriak talked about a new form of 
tactical pleading which would result if we had this new bill. Let me 
assure you, Mr. Chairman, if there is sham pleading in order to get 
an antitrust or another issue before this new court, the F&deral 
courts, be they the circuit courts of appeal or the new Court of 
Appeals for the Federal Circuit, will have no trouble dealing with 
sham pleadings. If there is true pleading, then logically, deservedly, 
and understandably, it should come before this court. 

I would be glad to answer further questions you might have. I 
will leave further comments to the rest of this panel. 

[The prepared statement and appendix 2 submitted by Mr. 
Dunner follow:] 

81-714 0-81--14 
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PREPARED STATEMENT OF DONALD R. DUNNER 

The ~~erican Patent Law Association (~~LA) is a national 

society of lawyers engaged in the practice of patent, trademark, 

copyright, licensing and related fields of law relating to 

commercial and intellectual property rights. ~~LA membership 

includes la~~ers in private, ~orporate, and ~overnrnent 

practice; law~ers associated with universities, small business 

~~d large business; and lawyers active both in the domestic 

~~d international transfer of technology areas. 

We commend this Subco~~t.tee for undertaking this most 

important series of hearings' which- directly relate 'to t:he 

alanning decline in J...merican industrial productivity and 

innovation. We verY'much"apprecia'te the privilege of appearing 
, ~ - . 

here today to 'drscu'ss the recommendations made. by Presiden'; 
!~~ •. -. 

Carter in a message to Congress relating to declining industrial 

inncwation. 

There are facts and impressive statistics. known to the 

Members of this Subcommittee which demonstrate that U.S. 

technical superiority in the wo'rld is now threatened. We ir. 

~~LA know from first-hand experience that competition in 

world markets in high technology ,products and goods produced 

by advanced te~hnological methods and processes is growing 

stiffer for American business each year. ;rhis declining 

ability to compete is clearly having a serious impact on 

fu~eric~n exports and imports and is contributing to ~..merica's 

massive trade deficit. 

ReJ,ating to patents, the method by which advances of 

technology are protected, we offer these statistics. In 

1929, L~e Patent Office received 87,039 applications and 

issued 43,617 patents. In Fiscal Year 1978, the Patent and 

Trademark Office (PTa) received 100,473 applications and 

issued 65,963 patents, a per year advance of only 15% in 

applications and 50% in new patents in a 50-year period. In 

- -- -- - --------
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1966, 66,243 patents issued and in 1978, 65,963 patents 

issue~. Significantly, ~~ing this. recent period the number 

'of .~pplic?-tion~, ;Eil!=d by re,sj.dent~, o,~ fore~gn_ cO}lIlj:ri.es,. , ' 

dr~~atically in~reased. In 1970, 37% 0;E all patents issued 

by the ~..merican.government were to foreign inventors. These 

statistics suggest to. us taat' fewer' and fewer J...mericans are 

laboring at t..'I)e. cu:tting edg~ of t!=chnol;;'gy, while such labor 

is in?reasingly effective elsewhere in the world. 

* * * 
It is. the strong belief of the ~..meri~an·p~tent Law 

Association that among the various legislative matters being 

considered by this Committee are proposals which would have a 

significant and positive impact on industrial innovation 

in the United states. W~th t' , • ou ~n any way ~ntending to 

diminish the importance of several of these proposals, which 

I will address specifica~ly below, there are two legislative 

items ~hich I feel have special importance with respect 

to ~~e future of u.s. industrial innovation. 

These items --dealing with reexamination and the 

formation of a federal court with exclusive appellate 

Patent J'u.risdiction-- Would, - . , h J. su.om~ t, ,ave a greater pcsi ti ve 

im?act on the fu~u~e of ;ndustrial innovation than any 

patent-oriented proposals considered by Congress during my 

25-year professional career. I will accordingly address 

L'I)em f.:Lrst. 

* * * 
Federal Court with Exclusive 
Appellate Patent Jurisdiction 

,Though there exist a number of Senate and House bills 

deali~g with the creation of a federal court having exclusive 

appellate juriSdiction ov~r patent-related cases, 'the APLA 
~ ........ 

has directed its ~pecific attention to S. i477. While the 

ensuing comments will be keyed to that bill, the applicability 

of these comments to the .nouse counterparts of S. 1477 

will be readily apparent. 
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For reasons to follow, APLA strongly' favors the basic 

concept of S. 1477 creating a Court of Appeals for ~e Federal 

Circuit having exclusive appellate jurisdiction over patent

related cases as a vehicle for contributing meaningfully and 

positively to the climate in which industrial innovation 

will thrive. 

The concept of a specialized patent court has been the 

subject of much discussion and thinking and has elicited 

both highly positive and negative reactions. In 1975, the 

Hruska Co~~ission recommenced against such a court and, in 

t~e course of so doing, catalogued the various arguments 

advanced against its creation, to wit: (1) the quality of 

cecision-making would suffer as the specialized judges 

become Subject to "tU!'..ne.l v.i.sion," seeing t..i)e cases in 

narrow perspective without the insights sterr~ing from broad 

exposure to legal problems in a variety of fields; (2) 

judges of a specialized court, given their continued exposure 

and great expertise in a single ~ield of law, might ~pose 

their ow~ views of policy even where the scope of review 

_ under the applicable law i.s supposed to be more limited; (3) 

vesting exclusive jurisdiction over a class of cases in one 

court might reduce the incentive, now fostered by the possibility 

that another·- court·_ will pass on the S2.ll1e issue, to produce a 

thorough and persuasive opinion in articulation and support 

of a decision; (4) giving a ~ational court.exclusiv~ juris

-eiction -over-appeais in:.a"'categoo;y of- cases now heard'by the 

circuit courts would tend to dilute or eliminate regional 

influence in the decision of those cases; (5) excluding these 

courts from consideration of particular categories of-cases-

would also contract the breadth of experience and knowledge 

which the circuit court judges would bri~g to bear on other 

cases; and (6) concern has been expressed about the quality 

of appoin~~ents to a specialized court, not only because of the 

'.I 
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perceived difficulties in finding truly able individuals 

willing to serve bu due to the fear that because t..~e entire 

appointIilent process ,""ould operate at·, a lew level of visibility, 

particular seats or :~deed the court as a whole may be 

n captured" by speciE-. _nterest groups. still others have 

questioned the need for a national patEnt court by pointing 

to L,e paucity of actual conflicts --in the classical sense--

between Doldings of ~,e various federal circuit courts of 

appeal. 

The Hruska commission did not deny t~e existe~ce of 

special problems in the patent area. Indeed, the ~orr~ssion 

report ~cknowledged ~~~ith t..~e observation that 

~h~ problemtas been particularly acute in 
the f~eld of pata-~ law. - The ·Commission's 
consultants, Profassor James B. G~ubrell of 
New York Univers: ty and Donald R. Dw,ner, Esq., 
confirmed what has long been asserted: the 
perceived dispari~y in results in different 
circuits leads to widespread forum shopping. 
"(MJad and undignified races," Judge Henry 
Friendly describes L'lem, "between a patentee 
W~'lO wishes to sue for infringement L'l .::>!le circuit 
believed to be benign toward patents, and a user 
who wants to obtain a declaration of invalidity 
or non-infringement in one believed to be hostile 
to them. n 

Such forum shopping, write Professor G~ubrell 
and Mr. Dunner, ndemeans_t..~e entire judicial orocess 
and the patent system as well." At the root ;f the 
problem,· in their- view, . is t..~e -"lack of guidance and -. 
monitoring by a single court whose judgments are 
nationally binding." The Supreme Court has set, and 
~an be expect~d to continue to set, national policy 
~n the area or patent law as in ot..~er areas of federal 
law. However, the Court should not be expected to 
~erf~~ a monitor~ng f~:ction on a continuing basis 
~n tn~s complex f~eld ...• (Footnotes omitted.) 
"Structure and'Internal Procedures: Reco!i'Jilendations 
for Change," conunission of ~evision of the Federal 
Court Appellate Systa~t p. 15 (JQ~e 1975). " 

\~ 

The Co~uission felt, however, ~'lat ~~ese problems woulJ be 

better dealt with through its proposal of a National Court 

of Appeals rather than through an appellate court having 

exclusive patent jurisdiction. 

At the present time, the Bruska proposal for a Nat·ional 

Court of Appe'als is going nowhere quickly and, as best I can 

tell, has a less than posi":i.TTe future. The patent problems 
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. noted by- the' Commission are, however, still very much' wi th 

us. More specifically, while there may not be extensive 

conflicts in, the holdings of the various' federal circuit 

courts of appeal on given legal issues, the present judicial 

system f?r reviewing patent disputes has generated extensive 

differences in the various circuits' ~pDlication of the patent 

law which, in turn, has generated actual and perceived 

differences in the degree of hospitality which the different 

circuits accord to patents which, in turn, has generated 

widespread forum shopping by both patentees and alleged 

infringers 5"eeking forums most favorable to their point of 

view, which in turn has inordinately increased litigation 

expenses and made it extra~ely difficult for patent lawyers 

to advise their clients as to the likelihood of success in a 

given case. 

Horeove:!:, cont:!:ary to t..'1e view of some that there 

exists no pleL;o:!:a of actual conflicts in the classical 

sense between the various fede:!:al courts' of appeal, there 

has been a wide variety of vie· ... 's c.."ilong tbe circuits as to 

the nature of t..~e test to be applied to determine whether 

patentable invention exists. By way of example, some courts 

insist that "synergism". must be present before an invention 

rises to the.level of patentability; other courts reject 

this requirement. Some courts impose a special test of 

patentability applicable to so-called "combination" ~nventionsi 

other courts recognize that all inventions are "combinations" 

of old elements and ~hat there can, accordingly, be no such 

special test. And so on. 

The consequences of the foregoing are not susceptible 

to ready documentation. Certain consequences, however, are 

easily discernible without. documentation and common to the 

experience of most practicing patent lawyers. With the 

inability of la~~ers to advise ~leir clients reliably in a 

. ', given- fact situation' and wi,th ·the courts under even the most 

, -~- ~~------
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favorable of reported surveys hold_ing patents valid in no 

more than approximately 50 percent of ~~e litigated cases, 

·the necessary' end resuTt is-1:bat'lit'gat';on .... ... --conventionally 

costing each side a quarter of a million dollars or more in 

a typical patent C2se-- obtai~s in ~buncance. M~reover, 

D:sinessmen of ordinarily high: ethics dishonor patents (as 

~,e courts so often do) and indulge in the self-help of 

compulsory license by infri~gement~plus-a-long-drawil-out 

litigation, secure in the knowledge ~~at courts hardly ever 

find infringement to be deliberate since ~~ey are deemed by 

~ost to be legitimate public-policy-favored tests of ~~e 

validity of preslliuptively odious patent monopolies. 

The problem is not alleviated by the Supreme Court, 

partly because that Court has not had the tLue to review a 

su;ficient number of cases in the patent field but because, 

when it has taken such cases, it has spoken inconsistently 

and created a wide disparity of views a::,:n'~ng the lower courts 

as to the precise legal guidelines which are to govern the 

resolution of patent disputes. 

But the existence of the present federal appellate 

system in the patent area has still o~~er pernicious effects. 

Wnile it is true ~'1at many businessmen and inventors have 

respected patents with full knowledge and appreciation of 

what they were doing, the patent system functions in significant 

part because many inventors and businessmen of moderate 

po_sture do not .. know,how .pporly. it functions. And they 

proceed with their R&D holding a gambler's hope for a Xerox 

i::wention and a blind fai.th t:'lat ~~eir gover:1.!l1ent 'Nould not 

work a f:!:aud upon ~~em by offering no real protection of 

~;eir i~vention within reasonable price and time par~l1eters. 

But it is ~'le informed -judgment of many that nQ~erous 

companies have cut back their Daten~ proq~_~~"s ~ , _ - _ _ - as ~oo expens~ve. 

Na.ny have cut back their R&D as not providing any return on 

invesLuent • 
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During L~e recent celiberations of the Subco~~ittee on 

Patent POlicy of t..1-:le Advisory Committee on Industrial Innovation 

of President Carter's Domestic Policy Review, members of t..1-:le 

subcommittee related the pessimism thct irfects ~~e denision-

~~~ing precess in the_United.States industrial ~nvironment: 

No right to exclude-competitors can be obtained in much less 

than about four years or for less than X·· hUt,dred thousand 

dollars, and t..~e odds of success are no better than 50 

percent. Given t..~ese conditions, much though~ is given to 

spending money on business investments other than paten~ 

litigation as providing a better return on invest..~ent. The 

mood is one which permeates not only the decision on a 

particular plagerism, but he boardroom when the R&D department 

budget comes up and L~e anticipated return from prior research 

is seen to be at best a possible dream •. 

\'~"'Jile it is difficult to quantify the extent to which 

frtstration over t..~e short.coi'ilings of tJle patent system hes 

ceter=ed invest..~ent in R&D, it is clear that R&D is per se 

a high-risk invest..oent, with cost overruns more t..ie rule 

t..~an t..~e exception. Our society is becoi'iling more security 

conscious at all levels, including t..~e board or budget 

corr~ittee room. lVhen decisions are being made, the g~~ler's 

spirit is low and any minor cold water on a request for 

research --WiL~ i~s. cost and ROI Q~certain-- is apt to 

militate against a favorable ~esearch decision. And t..1-:lis is 

particularly so given the fact that any ROI realized is apt 

to come well after the present budget co~~ttee members have 

hopefully moved on to other positions. Such decision-m~\ers 

need a more irr~ediate and certain return. on t~eir collar 

expenditure than isirequently provided by the R&D dollar. 

R&D an~ innovation are not popular places to spend 

money when a safe savings and loan is paying over 0 percent. 

lVhat does it taRe to attrac'i:: m~ney from safe, higli-yield-

investments into R&D? In my view and that of the DPR Patent 

o 
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Policy Subcoffii'ilittee, it takes at leas~ a modicum of cOi'ilpetitive 

saiety and high yield. Moreover, it is i'iIy view --again 

shared by the DPR P~tent Policy Subcomrnittee-- that the 

uniformity and reliability i'iIade possible by a centralized 

patent court would contribute meaningfully to the achievement 

of those conditions, their perception by industrial decision-

~Iak ers end t...~e i~evi table ~jj"I?ro\i~-:.cnt in the preSently 

Q~favorable climate pervading inc~strial innovation in the 

t.jni~ed St.ates. 7hat s~~e unifor.TIity and =eliability will 

ineVitably result in a reduction of forw~ shopping and, 

perhaps' more significantly, ~~e inc=eased predictability of 

o~tcowe ",",~ould i;;,evi t2.bly rE:cuce the ~ount and eX?E:nSe of 

litigation in the patent field. 

l-ihet...ier S. 14-77 is the perfect, ultimate answer to t..~e 

?roblems noted above may be the subject of legitimate debate. 

Certain aspects of this bill are, however, worthy of special 

note. 

No doubt the oft-repeated and ~unc~~ental objection to 

"each proposal. for any II special n patent court has been that_ 

previously noted in connection with the Eruska Corr~ission 

study, that t..~e quality of decision-m~\ing would suffer as 

t..1-:le specialized. judges bel=ome- subject to "tunnel vision; n 

seeing the cases in narrow perspective wit..~out the insight 

st~ll!lling from bro"ad exposure to_ legal problems in a variety 

of fields. Perhaps the single most significan·t advantage of 

S. 1477 is that it significantly disarms this objection by 

providing the judges on ·the new Court of Ap!?eals for t..1-:le 

Federal Circuit with a fairly broad jurisdictional base, 

which would include patents 1 tradE.! .. arks, cU.stoms I government 

contracts,- Indian claims, etc., not to mention the vast 

array of issues which invariably are qenerated in patent and 

trac~ .. ark 1itisation including ~;cse involving contracts, 

a~titrust, trace secrets, unfair co~?etition, and more. 
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~oreover, s. 1477 should put to rest other concerns, 

Expressed by the Hruska Corr~ission and others, regarding 

sc-called "spEcial" courts. ?h~s, concern that vesting 

exclusive jurisdiction over a class of cases in one court 

might reduce the incentive to produce a thorough and 

persuasive opinion in articulation and support of a decision 

is belied by th-e articulated opinions generated by existing 

specialized courts such.as the Court of Customs and Patent 

Appeals, whose o,inions have been cited with great regularity 

in recent years and which would form part of the new Court of 

Appeals for the Federal Circuit. Concern as to thg quality 

of appointments to a specialized court has some historical 

justification but is significantly undermined by the relatively 

high quality of ~~e appoin~uents to courts such as the Court 

of Customs and Pacent Appeals and' the Court of Claims over 

the past 20-year period. ~~d; concerns over possible dilution 

or el~uination of regional influences in L~e decision-making 

process of patent cases and L~e possible contraction of the 

breadth of experience and knowledge which the generalist 

circuit judges would otherwise bring to bear on other cases 

are ceemed to be extremely Iilarginal and s'uestionable consid-

erations which, assuming their more than marginal significancE, 

hardly counterbalance the potential advantages of a national 

court having exclusive patent jurisaiction of ~~e t~?e 

conterr.:!?lated by s. 1477, ',.;hich cannot help but have a 

stabilizing influence in the interpretation and application 

of ~~e patEnt laws and increase industry's .confidence in and 

reliance upon the patent grant, t!"Je cornerstone of the 

innovation syst~u. 

~he foregoing co~~ents support generally the concepts 

el"nbodied- in S. 14 77. The ~~h~ has, however, also analyzed 

t.."le specific provisions of S. 1477 and concluded that several 

of L~ese provisions would be improved if modified. These 
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modifications are 'attached h'er'eto as Appendix 1. Also 
attached as Appendix 2 -

~rc comments on add~tiona1 objections 

which have been lodged by others against the notion of-a 

national court having exclusl.·ve appellate'patent jurisdiction. 

for 

* * * 
Reexamination 

The APLA wholeheartedly supports legislation 

reexamination of issued patellts by th~ Patent 

providing 

and Trade..lnark, 
Office. Almost two years ago, th APLA B d - e oar of l1anagers 

passed a resolution exp_ ressing .' . 
~l.s sUpport, to wit: 

BE IT:RE~OL~~, tha~ the.~u7rican Patent Law 
Assocl.atl.~n ~cVors l.n prl.ncl.p1e reex~uination 
by:~e U~l.ted St~~es Patent and Trademark' 
Of~_ce or any Unl.~ed States pa~en~ -t -ny 
t' d . . '" '" Q c...l 1me url.ng l.ts term When recruested by any 
pers~n ~~on ci~~tion of pate~ts and printed 
pub~l.ca~l.ons-wnl.ch had not been previously 

ApPENDIX 2 

?2S?O:s'S-=': :r'h-iS C" .• -:-- _US:S\;.::..cn prEsuppcses t~at tbe Sup=eme 

Cour~ on.l_v -- v~ ·ws cas -, , . 
- <::: _c es IO __ O·wl..nC'_ a di v=_""s_' 7V (v~_· z. -. - cernzl..lct) 

of views between ~~e circuits. That, however, is no longer 

in fact, 

gr~"ted writs on' petitions - " Ior certl.orarl. from the CC?A in 

two cases (Parker v. Flook, 437 u.s~ 584 (1978) and Parker 

-T. 3erev, 438 O.S. 902 ('978') n,...·w·~ ... , 
- .'J~-l.",~s~~!cl.rg the absen~e 

of ~"y conflict on the l.·ssues' , d l.nvo_ve • Recent eX?erience 
:'as th"s cemo-s .... --~ d ..... . 

- ;,...... .... c:. ~e ~na t should t..:'".:e new court cevia te in 

?...'1.y meaningful ""es~ect ';:"'r--' wh _.l. • h , '. h 
:- ~ -- I .~ .... ~. e _aw's QuId be, Supreme 

Court review will be available. 
r~tor; s note: Only appendix 2 was receivedJ 
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As to t~e grow~~ in ~~e l:w resulting. from the variety 

of views developed in different circuits, there is some merit 

to the contention that some of this would be lost b~ the 

proposed consolidation, though diversity of view~oint would 

still be generated by di=fer~nt_ district cOUzt judges applying 

t~e law to ci£fering fact patterns as the law evolves. In any 
event, to the e-?=tent "percolation" (as the process is 

called) is- sacri-ficed by -the prcpcsed court, this is a small 

price to pay for the signific~~t advantages to be gai~ed from 

its adoption, as spelled out elsewhere in this paper. 

?ZS?CNSZ: 

The=e is cis~aritv of c~~l~c=~~cn ~c~~ 
qreat ~nc s~~ll =~~~e=~-~i=cuits in aL71cst 
all bodies of fec:=al law a~c t~ere will 
a~~ays be dis?a=i~y. Di5?c=~~y is cured 
~~d h~s al~ays ~ee~ cU=cc =it~e= by the 
S~?r=~e Cou=t O~ =v ~~e Conc-eSS. 

~he patent law r.as long ~een beset,:by c5i£ficul-:ies 
... 
-~ 

1e-,;-e1". In 1952, 

a se~eral revision and co~ification of t~e ?a~ent la~s took 

place, with the drafters of ~~at revision and codification 

feeli~g con£icEnt t~at their efforts would ~ave a stabilizing 

effect ~~d min'mize great departures which bad appeared in 

n~uerous prior judicial hOldings. Their efforts wer~, 

_lc .... ever, aIlything but successful, since t:.: ::ourts have 

since then' gone off in a va.:dety of opposed directions on 

t:~e interpretation of key provisions of ~,e law and the 

Supreme Court, at least partly because it bas paid so little 

attention to the- patent area and reviewed such caSes so 

infrequently --mostly spea~ing 2~ rhetorical flourishes When 

it did-- and has thus provided no mea~ingful guidance to 

lower courts. Moreover, att~~?ts to correct the situation 

with fuzther revision of the patent law over L~e past cecace 

have gotten ·tota~ly bogged~cw~ in debates and disputes as 

to how the law should be changed, the end result of which has 

=een no change whatever. Wnether o~~er fields of law have 
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s£«ilar probl~~s his cert:inly not been established and, 

should they exist, those other fields may well be in need of 

s'milar relief. 

. 
ct~\:-''':''~'~::CN 3: 

CC·!~T:::N'.!'rON 3 
(V;'_~"'_~~T) 

To 
These contentions are not =ully ~,cerstood. 

the extent the Court of Appeals for the Federal Circuit 

is reviewing questions of fact from a lower Court, 

r:view will be~~~ject to the s~ue rest~ictions as 
that 

is review 
by all federal 

app~~la~e courts of district court findings 

~~ ~o questions of law, the new court would be as 
of fact. 

free to Substitute its Cw-'" . d . _ ,,_ 
'U JU smen~ 04 wnat the law is or 

should be as' are all-~ther federal appellate courts 
at 

present, the c.ist=ict 

at all. 

cou.,-;- v'; ew 0':: ':"'n 1 - ." ", • -~ - ~ ~.e _~w no~ ce~ng D~na~ng 

If the point here is intended to suggest that 

ju~ges of a specialist.court who are expOsed more ~~~~ other 

ju~ses to a given field of t~e law will pervert ~~e law 

w:'t..'out ree.ard to ',."hat ;t _"houlc- ....,e,.. - " . _ 
~ - ~ne zo~,cat~on =or this 

notion is at best c_uest_iona.o' _'e ana-, ' 
- ~n any event, whatever 

~,e court does 's s"~' . ~ S 
- ~Jec~ ~o upr~ue Court control to keep 

it in toe. . In t-h:is·, corunec';"-;on,., ;... ' ,., '. 
~~ ~~ s~ou_a .oe mucns~mpler 

for the Supreme Court to control the views of a single court 

different courts. 
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Courts of SE~eral jurisciction r~naer 
"more ecuitable ~acisionsn than would 
courts ;uch as t...~e prcposed fece=al 
C~~~ o~~~ls for t~e :~~Er~l ci~cuit. 

is at all f a.:"11i 1 i ar 

cecisions of the Court of Custo~ and ?atent Appeals over 

~~e ?ast 10-20 year period c~:~ot seriously ~~~e tb~s 

. ..... con .. en ~:!.on. The fact-is ~~at those decisions are at least 

as "equitable" ~Jd ta..~e·into account the "realities" of life 

as do decisions of co~rts of gEneral juriSdiction. 

CONT::::NTION 5: 

CONTENTION 5 
(Vl>_'l.J:.7U.qT) 

~S?ONSE: 

No s~ecial e~~er .. ~se is neeced, especially 
at the a?~elli~e level. 

No one judge has eX?ertise in sufficient 
tecnnical areas to be ~. expert in any 
more tnan a lLuitec portion of t~e technical. 
cases wLicn would COl'ile before a court hav:.ng 
exclusi~e~atent jurisdiction. 

The expertise which would be relevant to the 

ability of a judge to h~,dle patent-oriented cases is not a 

speci'::ic ex?ertisein cl1err.istry or elec"trcnics or t.:1e like 

bu~ an expertise in dealing wi~~ technical cases generally, 

5i~ce thOSE ~ith some technological training or background 

matter th~'1 00 those ~no are not so trained. In any even"t, 

• ,- ~ '0 U·i1 __ -7· .. ~C __ - o_~ ~.·,o-... ~_'.-Je ex~st~nc_ a-.. _-_-ella~e • ...;:. t:..::CU~ ~.::sa=c. ~ .... - .. 

CO~T::::NTION 6 : The ne~ Court of ApoEals for t~e ?edEral 
Circuit would have-i disproportionate 
lead of "compl.=.x" cases. 

. .... .... " cO""'+ would have a "dis"O_ ro_p ortionate" load of t..na... .....,e new ...... _ 

uccmplexn C2ses I - nor what is =egar"ded as a "disproportionate" 

load. Aside from tbe -fact that this argument is inconsis~e:nt 
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wi th a..'1otl1er argument .made by ~"'le op_oonents of the Co".,..t -......... 0::: 

Ap?Eals for the ~ede=al Circuit, to wit, that ~a~ent aC~eals .. ." .~ - --
presEntly impart a de minimus load on existing circuit 

courts of aO_-_E_~_"t, '~e ° ~. ~ ~ ~.J _cwers ~nat ~e pres;~uably can structure 

t.:"li.s new court so that thE n1: .... nber -::z jucges. to be assi91eti 

to it are capable of handling its caseload wiL~out ~,due 
Cifficulty. 

CCN'!'~T!ON 7: 

?2S?ONS::::: 

.~ ne~e=tn court will be "ine~~ertn w:!.~~ 
~eg~r~,to,issues outsice of its-prescribed 
jur:!.sc:!.ct:!.on. 

To the ex~ent t~at jucges of a Court of 

A~_~~ .. ~eals for t..."'le F.eceral C_;~cu_;~ ··'ou_'o" ~e n' "' 
- - W .-J :!..neX?ert W~ t:"'l 

~ts abili~y to deal 

wi t..h t~cse iss·..,:·es, on ... ·"e o-... · ..... "'_r .... -n .. '. ,'" ,'~ .. ~ ... -'-, ~J, ., J,e.. C, w ___ _ ",ev.!. ... ::..~_y 

~n;ch fOrhls the ~,deroinnina for rr.a~_v of ~~e ar~_'oents . --
loeged asai~st such a court. 

CONTENTION 8: Ine SUpre:me Court's aEcision i:u. 
310nder-Toncue, Inc. v. universitv o~ 
Illinois ?oQ'1cation, 402 U.S. 313-
(1971), making aFP~icaPle the c~c~=ina 
or Unilateral collateral estoppel to 
patent cases, dLuinishes or elLui~a~es 
~he need. for a co~t having exclusive 
abpellate patent jurisdiction . 

?2S?ONS::::: '::ow 3londer-Tongue in a..'1Y "';'ay cimi:1ishes the 

need for a Court of Appeals for the Federal Circuit or like 

appellate court having exclusive appellate patent jurisdiction 

is not at all seen. Inceed, the fact tnat the first· bite at 

the apple by a patEnt ow~er might well be his last would 

appEar to exaggerate the need for careful selectio~ of the 

"right" ju=isdic~ion in which to l~ti~ate ~e patEnt, t~us 



218 

cistrict court judse should k~cw i~ advance ~hether he is 
c::.a2':'.:"l<;" ·,."i t.r- ;: . . , 

- '.l - case '~-Z::e =e:v:.ew o~ ;.;~; en w.: l' -""e:;' . ~ 
- --- - .:..-- -- L:.O L;,:j.= COtU"t 

of ~?peals for the Federal circuit or to an existing court 

:'e2cned by hUt ,c="'"', l--e '::~c:'n' - • 
~., ~ "".-=--' ~onea aC'cor0.l1gly. 

CONCLUSION: 

The proposed Court 0: , ,-"" , ... ppea_s ;::or t~e Feceral Circ'.li t 

WE..y possess deficiencies I bO""h ; -. " 
. .... _ll cei:a~_ and conceptually. 

It does, hcwever., co~=""o . " .. "'-'" gr~?s;.;~ t.n a major problem ',."hich 

exists in the patent field and which '- ., at the S2.!'!le ti:me, 
provides a meaningful an' .. . swer ... 0 ~~e "tQ~nel vision" critics 
of specialized cou=ts - , 

o~ appea_s ;.;hcse voices in protest 
· .... -v J.. .... ~. l' 
,.; e ... raQ~ I..~ona -y c2.!"',ed the concept of a national court of 

a?peals having exclusive Datent J'''Tisc';C"'''' - --- - - '-_ on . 

ar~ses as to whether or ~ot "1' " ~e are W1_ 1ng to accept whatever 

ci sac·.·a.ntases i:;here in i -I..' ~s ;, ". . - - I 
~ ~ '~=2CE-O:::::' for ~~e Denefi ts 

to ;,e accr',""ed. 

a£fir7:1ative. 

"" .. -'- -------
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Senator HEFLIN. Please proceed down the table. 

STATEMENT OF DONALD W. BANNER, ATTORNEY, SCHUYLER, 
BANNER, BIRCH, McKIE & BECKETT 

Mr. BANNER. I am Donald Banner. I also have submitted testimo
ny for the record. I will merely comment on some high points as I 
see them, sir. 

The origination of the input to the Domestic Policy Review, to 
which Mr. Dunner has just referred, came from my office when I 
was Commissioner of Patents and Trademarks. In that context we 
recommended that there be, first of all, reexamination, and, second 
and additionally, a review of this matter of single court for patent 
appeals for the purpose of reducing the cost of litigation _and for 
increasing certainty. 

The Domestic Policy Review people finally did, as Mr. Dunner 
h .... o said, recommend both of those salutary steps. One is not a 
substitute for the other. One was never intended to be a substitute 
for the other. Reexamination will not do what this Court of Ap
peals for the Federal Circuit will do. 

Second, sir, I would like to comment on the point that has been 
made that the patent bar is split on this issue. In addition to 
having been the Commissioner of Patents and Trademarks, I was 
the chairman of the section of Patent Trademark and Copyright 
Law for the American Bar Association. Mr. Dunner wa3 chairman 
of the American Patent Law Association, as I was, and I have been 
president of the Association of Corporate Patent Counsel. 

It is interesting, sir, that the American Patent Law Association 
has voted in favor of this legislation, and so has the section of 
Patent Trademark and Copyright Law of the American Bar Associ
ation. The people who are expert in this field have voted in favor of 
this legislation. 

We have heard that there is a feeling on the part of lawyers who 
specialize in litigation that those who vote in favor of the bill may 
be propatent inclined or negative patent inclined. We have heard 
that people who specialize in patent litigation are on both sides of 
the coin. So, sir, are the people in the American Patent Law 
Association and in the ABA section of Patent and Trademark and 
Copyright Law who are on both f:lides all the time. They have to be. 
As I said, they voted for this legislation. There is no pro- or anti
patent aspect to this at all. There cannot be. 

We want to, however, strengthen the patent system so it is more 
reliable and less costly. We think this bill will effect that result. 
rhank you. 

[The prepared statement of Mr. Banner follows:] 

81-714 0-81-15 
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PREPl\RED STATEMENT OF DONALD W, &NNER 

Mr. Chairman: 

I am grateful to you, and the other members of the Subcommittee, for 

the opportunity to present my testimony in support of- this legislation, particularly 

as it relates to a single court for patent appeals. 

My experience in the field of patent law extends for over thirty years. 

I have been United States Commissioner of Patents and Trademarks; Chairman 

of the Section of Patent, Trademark and Copyright Law of both the American 

Bar Association and the Illinois State Bar Association; President of the American 

Patent Law Association and President of the Association of Corporate Patent 

Counsel. For over fifteen years before becoming Commissioner I was the 

General Patent Counsel of a large corporation. For some twenty years I 

have been a teacher of patent and antitrust law. I am now a partner in a 

Was"'ington law firm and President of Intellectual Property Owners, Inc. 

As you know, with the recognition that innovation in our country was 

not what it should be in 1978, the President instituted a Domestic Policy 

. Review relating to that subject. As Commissioner - and Chairman of the 

Intergovernmental Task Force on Patents and Information - I was asked to 

recommend steps which would strengthen our patent system and thereby 

improve our innvoation ambience. In response, I recommended legislation to 

effect reexamination, which we now have; in addition I stated that it was 

necessary to address the "problem of high cost of piltent litigation and the 

inconsistency between circuits of judicial approach to patent case~" .The 

establishment of a central patent court was therefore- recommended for 

consideration. 

These two recommendations were not conceived as solutions to all of 

the problems that ever would exist; rather they were viewed as steps toward 

the goal of making the patent system operate more rapidly, at lower cost 

and with greater certainly. It is, in my opinion, absolutely essential that we 

take such steps. Indeed, it is, in my opinion, imperative that immediate 

progress be made toward improving the, reliability of the patent system so 

that inventors and investors - particularly, but not exclusively, those with 

-.--- -------~ ---- - ------ ----------~-
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limited means - can have confidence that they are not simply deluding 

themselves and wasting their SUbstance When they try to move toward the 

cutting edge of technology. As I stated at the outset of the Domestic 

Policy Review, "Unless the inventor can have reasonable certainty that, once 

granted, his patent is (I) valid and (2) enforceable, then the rights conveyed 

by a patent are illusory, the government has defaulted on its responsibilities 

under the patent contract, a patent is worthless' and, ultimately, the patent 

system becomes a cruel hoax." 

The importance of increased reliability and certainty in the operation 

of the patent system cannot be overemphasized - particularly to individuals 

and small businesses. 

In considering that issue it is important to realize that there are critical 

issues upon which the Circuit Courts disagree which are in addition to the 

"obviousness" issue. Reexamination will help - but will not eliminate - the 

difficulties associated with "obviousness". However While opponents of this 

legislation sometimes seem to suggest that the "obviousness" issue is the 

only issue affecting patent validity or enforcement on which the circuits 

differ, it should be understood that this is not the case. The Circuit Courts 

differ, for example, on issues such as the "on sale" defensel/ they differ 

on the "late claiming" issue;Y they differ on whether "synergism" is required 

for ~atent Validity, they differ on the parameters of "experimental use", on 

the issue of whether "obviousness" is a question of fact or law, as well as 

on the determination and effect of "file wrapper estoppel."Y 

So let us be very clear on the fact that significant differences in the 

interpretation of the patent law separate the circuits -= differences which 

establish either validity or invalidity - in addition to the "obviousness" 

consideration. Because there are these differences, lawyers try to pick the 

forum most favorable to their case. There obviously is nothing wrong in 

Y Robert L. Zeig, Developments in Law of "On Sale"; Journal of the 
Patent Office Society, August, 1976, Vol. 58, No.8, p. 470. 

Y Robert C. Ryan, The Muncie Gear Doctrine And The Effect of 
Section 132 Upon It; Loyola University of Chicago Law Journal, Spring, 
1980, Vol. 11, Number 3, p. 375. 

Y Jack C. Goldstein, Conflicting Rules of Patent Law Within The Federal 
Judicial System, Intellectual Property Law Review, 1980, p. 135 (Clark 
Boardman). 
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., . d "'st Furthermore it doing this but forum shopping in patent litigatIOn oes eXI . 

very definitely adds to the cost of patent litigation. And when the issue of 

patent validity includes a factor based upon the geographical location of the 

tribunal _ an unforeseeable factor at the time the patent application is 

being prepared - the uncertainty of the result is compounded to an unacceptable 

degree. 

I am in agreement with my colleagues in the American Patent Law 

Assodation and I respectfully cannot support the view that forum shopping 

does not exist expressed in the House hearings by the distinguif?hed representative 

"of the American Bar Association. In this regard, I invite your attention to 

the fact (expressed in last year's hearing) that the Section of Patent, Trademark 

and Copyright Law of the ABA supported the concept of a single court for 

patent appeals. While the overall organization opposes that concept it would 

seem fair to conclude that the members of the Section are more knowledgeable 

and experienced in the ramifications of this matter than are lawyers whose 

practice is largely in other fields of law. 

When we consider the status of 'U.s.. innovation ·tOday, I believe we are 

forced to conclude that there are some things we are doing wrong. We are 

going to have to take those steps necessary to effect the desired changes. 

One such step is to inake the validity and enforceability of the United States 

patent more reliable. I believe this legislation will contribute to such a 

result; therefore I support it and recommend it to you. 

Thank you again, Mr. Chairman, for the opportunity to appear before 

the Subcommittee with "regard to this legislation. 
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STATEMENT OF RICHARD C. WITTE, CHIEF PATENT COUNSEL, 
PROCTER & GAMBLE CO., CINCINNATI, OHIO 

Mr. WITTE. I am Richard C. Witte. I am here today to support 
the single court of patent appeals on behalf of the Industrial Re
search Institute. This institute comprises more than 250 companies 
which do most of the industrial research which is done in the 
United States. The IRI strongly supports the patent system. It 
recognizes the good points of the patent system and some weak 
points. 

The IRI member companies pay a lot of money to do industrial 
R. & D. They pay a lot of money to obtain patents. They also pay a 
lot of money to litigation lawyers who are retained to enforce their 
patents and defend patent infringement suits brought by other 
corporations. Unlike these litigating lawyers, however, the IRI 
members voted by a large majority to advocate consideration of a 
single court of patent appeals. 

The IRI is convinced that the continued industrial success of the 
United States requires the incentive of the patent system to en
courage and protect the investment of capital and effort in re
search and in the commercialization of inventions. This is neces
sary not only for the patented technology to make profits for these 
companies, but also to be used to benefit society and for further 
scientific stimulation. 

The IRI study of the patent system was not limited to a small 
group of patent lawyers. The IRI study committee comprised R. & 
D. executives. They had the benefit of advice from their patent 
lawyers. But it is the views of the management scientists and 
engineers of the Industrial Research Institute which I am express-
ing here today. " 

These R. & D. executives identified the cost, nonuniformity, and 
uncertainty of patent litigation as a major factor discouraging the 
patent incentive by an 84- to 10-percent vote. They feel strongly 
that the way patents are being tried and appeals are being made 
can and should be improved. 

Businessmen, such as industrial R. & D. executives, want certain
ty and uniformity in their patents and the way that they are 
enforced. By a 72- to 26-percent vote, they identified a single court 
of patent appeals as a significant way to increase the certainty, 
uniformity, and objectivity which they desire in patent litigation. 

They desire these things whether they are asserting their own 
company's patent or are defending a patent infringement suit 
brought by another corporation. Corporations don't want all pat
ents upheld or all invalidated. They want objectivity and predicta
bility for their own patents and the patents of others. They want a 
Federal patent law which doesn't vary from circuit to circuit. 

The IRI supported reexamination in addition to a single court of 
patent appeals. Both are needed: reexamination to provide a better 
patent, and a single court of patent appeals to have patents litigat
ed on a sounder basis. 

[The prepared statement of Mr. Witte follows:] 
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PREPARED STATEMENT OF RICHARD C. WITTE 

Thank you for your invitation to test~ fy. I am Richard. C. Wi ~ te. I 
am speaking on behalf of the Industr1al Research }nst1tute 1n sup
port of a single court of patent appeals. I am Ch1ef patent. Counsel 
for The Procter & Gamble Company, a member of the I.R.I., wh1ch also 
supports this court. 

Industrial Research Institute, Inc. is a non-pro~it org?nization, 
founded in 1938. It has a membership of over 250 1ndustr1al compa
nies (list attached), who are resp~nsible. for the conduct and man
agement of a large portion of all 1ndustr1al research and develop
ment activity being carried on in the United. States. !h~se compa
nies own and use the patents which cover th.ts R&D acbv1 ty. They 
pay the fees of the litigation lawyers when patents are asserted by 
or against them. 

Purposes of the Industrial Research Institute .are six-fold: . (l) to 
promote, through the cooperative. efforts of 1t.S m~mbers, :-m~roved 
economical and e ffecti ve techn1ques 0 f organ1zat10n, adm1n1stra
tion, and 'operation of industrial research j (2) to foster inter~c
tion between research and other corporate funct10nsj (3) to gener~te 
understanding and cooperation between the acade~ic and Industr1al 
research cOlnmunities' (4) to afford a means for 1ndustry to cooper
ate effectively with' government in matters related to researchj (?) 
to stimulate and develop an understanding of research as a force.1n 
economic, industrial, and sucial activities; (6) to encourage h1gh 
standards in the field of industrial research. 

The I. R. I. 's support of the single patent appeals court develop~d 
early in 1978 when the I.R.I. decided to study and prepare a POS1-
tion statement on the U.s. patent system and its impact on indus
trial research and development. This study was conducted by a spe
cial committee of reserach and development executives of several of 
the I.R.I. member companies. 

The position statement on the patent system was sent to each I.R.I. 
member for comments and approval. The position statement identified 
strengths and weaknesses of the patent system from the standpoint of 
its impact on industrial research and development. It commented 
very favorably on the value of the patent system, stating: "Contin
ued industrial success of the U.s. requires the incentives of the 
patent system, not only to encourage the necessary investment of 
capital and effort in research and for the commercialization of 
inventions so that society can enjoy thei!' ben~fits, but also to 
encourage the disclosure of inventive technology." 

It also identified several areas for improvement. Among these were 
the need for grea ter certainty, uni formi ty, and speed when patents 
are asserted in the U.s. court system. To achieve these objectives, 
the I.R.I. supported the concept of a single court of patent appeals 
for all patent litigation. The' full background in the position 
statement is as follows: 

Enforceability of a patent is an integral part of the patent 
system because assertion in litigation is the ultimate test of 
the basic exclusionary property right of the pa~ent. Many pat
ents are afforded their deserved respect without the necessity 
of litigation. This respect will be broadened if overall patent 
quality is improved by better examination. There has, however, 
historically been a need to litigate patents which involve hon
est differences of opinion on validity and scope between the 
patentee and aJleged infringer. Unfortunately, such litigation 
has become complex, lengthy, and expensive, in a large measure 
because of the scope of discovery j this presents di fficul ties 
for both the patent owner and accused infringer. Litigation 
problems have unduly discouraged patent owners, particularly 
those with limited financial resources, from asserting their 
patents because a validity determination by a court is expensive 
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and uncertain j and if the patent is upheld, the damages may not 
be enough to pay for the litigation. This reluctance to assert 
has encouraged infringement of patents which should otherwise be 
respected. Litigation expense may intimidate a patent owner 
into accepting unfavorable settlements. Conversely, a patent 
owner may intimidate a weak infringer with the expense of liti
gation. Compounding these problems is the variance in the opin
ions in the Federal courts regarding patentability standards. 
Patent owners and infringers jockey to get into courts which 
favor their own interests. This further adds to the expense and 
uncertainty of owning patents and making investments in reliance 
on patents. 

The I.R.I. supports legislative and judicial 'efforts to decrease 
the expense, uncertainty, and inequities experienced by patent 
owners and those accused infringers having honest differences of 
opinion on the validity and scope of a patent. We belie/e that 
it would be worthwhile to give careful consideration to a single 
court of appeals for patent litigation which would speed up pat
ent litigation and make it more uniform and certain. If such a 
court could institute discovery reform, litigation expenses 
could be reduced. This concept of a patent appeals court has 
been controversial because of a prediction that the patent court 
~ould be ~igid, technical, inflexible, and unable to handle 
1ssues anc111ary to patent validity and infringement such as 
u~fair competition and ar,titrust issues. Even if this predic
t10n were accurate, we submit that the reduction in expense 
time, and uncertainty would signi ficantly 0 ffset any shortcom: 
ings of the specialized court. . 

Prior to final approval of the position statement with this pro
posal, a dra ft was sent to each member company of the 1. R. 1. in 
Ju~e, 1978. Comments on the statement were requested. A question
na1re was employed for this purpose. Over 50% of the I.R.I. member 
companies responded to this questionnaire. Many substantive' com-
ments were added beyond the yes/no answers. This indicates a high 
level of understanding and interest in the subject matter. A 50% 
response level is very high for this sort of survey and represents 
most of thp. major industrial research 'and development effort in 
country. 

The following questions were addressed to the issue of a single court of patent appeals: 

En Forceability of a patent in court is so complex, lengthy, 
expensive, and uncertain that the full value of the patent 
incentive is being eroded: 

Yes - 84% No - 10% No Answer - 6% 
Variance in the courts 
of these problems: 

on standards of patentability is a part 

No - 11% No Answer - 5% Yes - 84% 
Some legislative and 
lems should be made: 

judificial efforts to decrease these prob-

Yes - 86% No - 7% No Answer - 7% 
A single court of appeals for patent litigation should be con
sidered: 

Yes - 72% No - 26% No Answer - 2% 
Would such a court, if properly organized, streamline and speed 
up patent litigation and make it more uniform? 

Yes - 76% No - 13% No Answer - 11% 
Would such a court tend to be rigid, technical, inflexible, and 
unable to handle issues ancillary to patents?, 

Yes - 21% No - 674% No Answer ~'15% 
I f such a court did have these problems, would the improvement 
advantages outweigh them for the principal industrial users of the 
patent inrentive? 

Yes - 59% No - 29% No Answer - 12% 
Responsive to this comprehensive survey, the official position paper 
of the Industrial Research Institute was finalized and reported to 
the I.R.I. membership at a meet~ng on October 23, 1978, and approved 
by its Board of Directors on December 15, 1978. 
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Senator HEFLIN. Ms. Newman? 

STATEMENT OF PAULINE NEWMAN, DIRECTOR OF PATENTS 
AND LICENSING, FMC CORP., PHILADELPHIA, PA. 

Ms. NEWMAN. I am director of patents and licensing 'Yith F~C 
Corp. I have submitted a statement for the record WhICh I wIll 
summarize briefly. .. h' h 

I appear on behalf of the 102 companies and instItutIOns w IC 
are listed in the attachment to my statement. I ~ppear on beha~f of 
those whose property rights are the subject of thIS proposed legIsla
tion. Together these companies represent a la~ge-a ve~y la~ge.
segment of U.s. technology-b~sed indust~y; apd ~ncluded In thIS lIst 
are two of the major academIc research InstItutIOns of the countrl' 
We all support the principle of a centralized court for appeals In 
patent cases. 

We all have in common a certain dependence on the patent 
system. We all have hous~ counsel. who ~re specialists in patent 
law and we have extensIve experIence In th~ ways. that court 
str~cture and judicial systems impact on our IndustrIes, on our 
technology-based innovations, on our research, and on our commer-
cial decisions. . . 

We urge tr. 'it the proposed court will enh~nce ~he .IndustrIal 
incentive tow':'l'd technological growth. We belIeve I.t w,Ill haye a 
direct benefit on investment decisions and ~om~erclal IncentIyes. 

I would like to discuss our reasons for thIS belIef. TechnolOgIcal 
advance, as you know, starts with invention, w~th resear~h and 
development. The industries of this group are not In the busmess of 
gadgets or gimmicks. We know the costs of research .and develop
ment the uncertainty of research success, the gamble In the search 
for n~w products and improved processes. 

My company, which is far from the biggest ~r most resear~h 
dependent, spent $100 million on commercially OrIented R. & D. ~n 
1980 This means that each year a fair return must be recovered In 
the form of new products and enhanced produ~tivity,. cumulatively 
year after year, to justify this investment; wIth adJustments for 
leadtime, capital commitments t~at ~warf R .. & D., costs and all the 
other costs involved in technologIcal InnovatIOn. 

In industry the successful research must carry. the u~successful. 
Most advanced technology is much more expenSIve to Invent a~d 
develop than to copy. Thus, a businessman calculates the ~ot~ntIal 
return on this R. & D. investment, with all of the uncertaIntIes of 
such calculations. 

In my experience and in our collective experience the patent 
factor plays a very troublesome role in such considerations because 
of its unpredictably defeasible nature. Maybe you have an enforce
able patent, maybe you don't. Maybe it shields you~ investment ~o 
enable the calculated return or it may suddenly fall to fulfill thIS 
purpose. An estimated percentage chance of surviving attack, d~
pending on the forum, gives indigestion to the computer and bUSI
nessman that calculate risk ratios. 

I'm leading up to why, Mr. Chairman, I believe our view of this 
proposed court and the view of most house patent counsel and 
entrepreneurs ~nd many counsel who re:present them, differs from 
that of the distinguished trial counsel facIng us. 

b 
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If I may draw on my personal experience, my day-to-day experi
ence advising the research scientist, the market specialist, the 
businessman decisionmaker. This advice is given not when in
fringement of a commercialized product appears and judicial 
remedy is sought. That is when outside trial counsel is consulted. 
This advice is given on a day-by-day basis, before the research is 
started, and during the steps of creative development, as the tech
nology evolves, as the millions of R. & D. dollars are committed; 
and finally when the capital needs and payout time and return on 
investment are calculated. 

Each of these investment decisions is of course influenced by 
many factors. The patent aspects are more an underpinning to 
these commercial decisions than a variable risk factor. All a patent 
does is convert your idea into your property. The value of that 
property will depend on many things. Your title to that property, if 
as cloudy as it is today, is a strong negative factor. 

I am not speaking for the copiers, Mr. Chairman, but I speak for 
those but for whom there would be nothing to copy. 

Inventors and investors in innovation have been accused of the 
impure motive of favoring the establishment of a court whose 
jurisprudence may tilt toward sustaining patents, thus frustrating 
the public's interest in litigation for the purpose of invalidating 
patents. This contention raises some fundamental intellectual 
issues concerning the public interest, and thrusts deep into the 
philosophy of the national purposes of a patent system. 

It is indeed true-it is common wisdom-that few patents today 
are expected to survive attack in circuit after circuit, as is now 
permitted, until the patent finally succumbs. Even the threat of 
such litigation is often enough to force a license, a sharing of the 
invention, sometimes for the price of litigation. This type of settle
ment in itself negates the purported public responsibility of throw
ing one's resources into legal battles against patent property. 

A centralized court would be expected to apply a more consistent 
interpretation of the complex provisions of the patent statute. I 
would hope for and expect a greatly enhanced degree of predictabi
lity of the outcome of patent litigation. The predictability that 
patents improvidently granted will be held invalid is of no less 
interest to us, as manufacturers and purveyors of goods, than the 
predictability that patents will be held valid if they represent 
proper protection of innovative technology. As in all contested 
situations, a more predictable outcome will encourage the contes
tants to avoid litigation. 

I suspect that everyone of the patent counsel in whose behalf I 
speak has had personal exprience with the disincentive to research 
and investment due to the differences among the circuits, not only 
as to standards used in applying principles of patent law to factual 
situations but also at times in the definition of these principles 
themselves. The public interest lies in the fair resolution of dis
putes, the consistent application of the law, and the progress of the 
national economy. We believe this proposed court will help to 
achieve these goals. 

Thank you, Mr. Chairman and members of the subcommittee. 
[Names of corporations and institutions referred to previously 

are on file with the committee.] 
[The prepared statement of Ms. Newman follows:] 
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PREPARED STATEMENT OF PAULINE NB'.MAN 

MR. CHAIRMAN, AND MEMBERS OF THE SUBCOMMITTEE: 

On behalf of the one hundred and two companies listed in the 

attachment to this statement, may I express our appreciation 

at the opportunity to appear b~fore you. Together these 

companies represent a large segment of technology-based 

industry. We support the principle of a centralized court 

for appeals in patent cases. 

There is SUbstantial interest in this legislation among 

the innovators of technology. This group of companies is not 

an organized group; we are not a trade association; we are 

manufacturers and researchers and competitors. We have in 

common a certain dependence on the patent system, and we all 

have house counsel who are specialists in patent law. We have 

collective experience in the ways that court structure and 

judicial systems impact upon our industries, on our. technology-

based innovations, on our research, and on our commercial 

decisions. 

We believe that the proposed court will enhance the industrial 

incentive toward technological growth, and will have a direct 

and tangible benefit on our investment decisions and commercial 

incentives. This change in judicial structure will thus, in 

our opinion, be a positive factor in that recovery of industrial 

productivity which is essential to the resolution of our 

present economic ills. 

THE DOMESTIC POLICY REVIEW OF 1978-79 PROPOSED A SIMILAR 
CONSOLIDATED COURT FOR PATENT MATTERS. 

Although the present proposal originated, I understand, in a 

study undertaken within the Department of Justice, a similar 

concept was recorr~ended by the"pa~ent Advisory S~committee to 

"the Domestic Policy Review of Industrial Innovation. There was 
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consensus in perception of the weaknesses, the disincentives, 

flowing from the present regional structure in the application 

of patent law: the variations in jurisprudence, and the gambler's 

uncertainty in treatment of major issues of fact and law. 

The DPR study group concluded that this disincentive can be and 

should be diminished, in furtherance of industrial innovation. 

The concept of a national court of patent appeals evolved 

as one of the three priority recommendations of that study 

group. The two other major recommendations, to improve 

the quality and reliability of patents by examination and 

reexamination within the patent office, remain incomplete 

without a mechanism for obtaining expert and consistent 

interpretation and application of the patent laws. The 

proposed legislation would complete the process. 

This DPR Advisory Committee included representatives of 

large and small business, individual inventors, and private 

practitioners. The ensuing pUblicity and the debates, over the 

past two years, have facilitated the consensus which I believe 

now exists among the majority of innovative industries and 

entrepreneurs. 

THE RISK/RETURN CALCULATION FOR INVESTMENT IN NEW TECHNOLOGY 
INCLUDES ~ FACTOR FOR PATENT VALUES. 

Technological leadership starts with invention, with research 

and development. The industries of this ad hoc group are not 

in the business of gadgets and gimmicks; we know the costs 

of R&D, the uncertainty of research success, the gamble in 

the search for new products and improved processes. My 

company - far from the biggest or the most research-dependent -

spent $100 million on commercially-oriented R&D in 1980; this 

means that each year a fair return must be recovered in the 

form of new products and enhanced productivity; cumulatively, 
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year after year; with adjustments for lead times, capital 

commitments that dwarf R&D costs, and all the other costs 

involved in technological innovation. The pitfalls along the 

way influence the decision tQ start out on this road. 

Further, the successful research must carry the unsuccessful. 

Most advanced technology is much more expensive to invent and 

develop than to copy. Thus the businessman calculates the 

potential return on this R&D investment, with all the uncer-

tainties of such calculations. In my experience, the patent 

factor plays a troublesome role in such considerations, because 

of its unpredictably defeasibl~ nature: maybe you have an 

enforceable patent, or maybe you don't; maybe it shields your 

investment to enable the calculated return, or it may suddenly 

fail to fulfill this purpose. An estimated percentage chance 

of surviving attack, depending on the forum, gives indigestion 

to the computer that calculates risk ratios. 

I'm leading up to why I believe our vie~ of this proposed 

court, and the view of most house patent counsel and entre

preneurs, differs from that of the distinguished trial counsel 

facing us. If I may draw on my personal experience - my day to 

day experience advising the research scientist q the market 

specialist, the businessman decision-maker. This advice is 

solicited, and given, not when infringement of a commercialized 

product appears and judicial remedy is sought. That is when 

outside trial counsel is consulted. This advice is given on a 

day by day basis, before the research is started, before and 

during the steps of cr~ative development, as the technology 

evolves, as the millions of R&D dollars are committed; and 

finally after the invention is made and defined and the patent 

applications are filed and the capital expenditures and payout 

time and ROI are calculated. 

1/ 
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These investment decisions are influenc~d by many factor,s. 

The patent aspects are more an underpinning to these commercial 

decisions, thai; a variable risk factor. All that a patent 

does is convert your idea into your property. Who would build 

a house on land to which lhe title is in doubt - on land to 

which the title may vary with the court; and to complete the 

analogy, on land to which the title won't be clarified until 

after you've moved into the house. Thus we see the strength of 

this court proposal, in diminishing the uncertainty about your 

title to your patent property. We who are the developers of 

new technology believe the impact will be real and beneficial. 

I am not speaking for the copiers - I am speaking for those 

but for whom there would be nothing to copy. 

THE COST OF LITIGATION, AND THE OBLIGATION TO LITIGATE, 
DIVERT RESOURCES ~ROM INNOVATION. 

Inventors and investors in the patent system have been accused 

of the impure motive of favoring the establishment of ~ 

court whose jurisprudence may tilt '\uwards sustainin9 patents, 

thus frustrating the public's interest in litigation for the 

purpos~ of invalidating patents. This contention raises some 

fundamental intellectual issues concerning the public interest. 

It sets aside any rhetoric of self-iriterest on either side of 

this panel, and thrusts deep into the philosophy of the national 

purposes of a patent system. 

It is indeed true - it is common wisdom - that few patents 

today are expected to survive attack in circuit after circuit, 

as is now permitted, until the patent finally succumbs. Even 

the threat of such litigation is often enough to force a 

license, a sharing of the invention, sometimes for the price of 

litigation. This type of settlement in itself negates the 

purported public responsibility of throwing one's resources 

into legal battles against patent property. 
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A centralized court that unde~stands the processes of invention 

and innovation, and the economic and scientific purposes of a 

patent system, would be expected to apply a more consistent 

interpretation of the standards of patentability and the other 

complex provisions of the patent statute. With a consistent 

nationwide application of the law, I would hope for and expect 

a greatly enhanced degree of predictability of the outcome of 

patent litigation. The predictability that patents improvidently 

granted will be held invalid is of no less interest to us as 

manufacturer.s and purveyors of goods than the predictability 

that patents will be held valid if they represent proper 

protection of a valuable investment in innovative technology. 

As in all contested situations, a more predictable outcome may 

encourage the contestants to avoid litigation: the rules of 

law need not be challenged daily, to reinforce the rule of 

law. 

And if, indeed, it is sought to circumscribe our national 

patent system, to tighten (or perhaps to loosen) the standards 

of invention, to force more rigorous examination and reexamina-

tion, I suggest that this is the province of the Congress, 

not the courts. A consistent jurisprudence, applying the 

standards set by Congress, can be no less in the national 

interest in the patent than in any other arena. 

THE PROPOSED COURT IS A STEP TOWARD ACHIEVING THE PUBLIC 
PURPOSES OF THE UNITED STAT@~ PATENT SYSTEM. , l 

The purpose of the patent system is to provide an incentive 

for invention and investment, intertwined with those equitable 

considerations that give legal substance to the fruits of 

one's intellect. The public interest has never been to deny 

that incentive to an inventor or an investor, nor to find 

ways to deprive the creator of technology of ownership of 

that technology. J 
!I 
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The United States patent laws do not provide patent protection 

for that which is merely new, or merely better, but only for 

that which is "unobvious" to those skilled in that field. 

This question of what is "unobvious" is deemed by the courts 

to be a matter of law based on the facts adduced at trial. 

It is easy to see how conscientious courts can differ, 

particularly where complex technologies are inVOlved. I 

suspect that everyone of us listed with this ad hoc group 

has had personal experience with the disincentive to research 

and investment due to the differences among the circuits, 

not only as to standards used in applying principles of 

patent law to factual situations but also at times in the 

definition of these principles themselves. The public 

interest lies in the fair resolution of disputes, the 

consistent application of. the law, and the progress of 

the national economy. 

The patent counsel on the attached list are not inexperienced 

in the uses of the patent law, the courts, the decisions 

of the CCPA and the Circuits, the jurisprudence and the 

traditions. This is our business, our profession. Within 

this ad hoc group, some of us believe this opportunity for 

stability in the patent law is of enormous potential value, 

to industrial incentive and to technological growth. Others 

of us may be more moderate in our expectations. But all of 

us believe this step will have a positive impact on the 

long-term health of research and innovation. 

* * * 
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Senator HEFLIN. Mr. Kipps? 

STATEMENT OF CLARENCE T. KIPPS, JR., ATTORNEY, MILLER 
& CHEVALIER, WASHINGTON, D.C., ACCOMPANIED BY 
STEVEN C. LAMBERT, CHAIRMAN, COURT OF CLAIMS COM
Mll'TEE 
Mr. KIPPS. I am testifying today on behalf of the Bar Association 

of the District of Columbia. 
I also have submitted a statement for the record and I would like 

briefly to summarize it now. 
Our bar association has committees which have worked with the 

U.S. Court of Claims and Court of Customs and Patent Appeals for 
many years. The present chairman of our Court of Claims Commit
tee is here today, Mr. Lambert. I am chairman of the Court of 
Claims Restructuring Subcommittee and past chairman of the 
Court of Claims Committee, former law clerk of the Court of 
Claims, and practitioner before that court for 25 years. 

The Bar Association of the District of Columbia appreciates the 
opportunity to testify on this very important judicial improvement. 
I would like for the committee to know that some of us who know 
nothing about patents have a strong interest in this legislation. 

D.C. BAR ASSOCIATION SUPPORTS PROPOSED LEGISLATION 

Our bar association supports the proposed legislation. It will be a 
conceptually sound, practical and cost-effective judicial improve
ment. It makes sense to combine these two courts into a single 
court to continue their existing jurisdiction and to add whatever 
additional jurisdiction is particularly suitable for such a court. This 
can be done without sacrificing the quality of justice and can result 
in final judgments in a more expeditious and less costly manner 
and this can be achieved in all areas of its jurisdiction. 

In 1977 our Court of Claims Committee created the Court of 
Claims Restructuring Subcommittee in recognition of the fact that 
the trial functions of the Court of Claims could be better served 
through an independent article III court. While our bar strongly 
supports the appellate level changes, our primary interest is in the 
improvement of the trial function of the Court of Claims. 

BAR RECOMMENDATIONS 

Our bar recommends three amendments which we believe will 
more effectively restructure these two courts. The first amendment 
deals with the restructured trial court. We recommend to the 
Congress that it makes this trial court an article III rather than an 
article I court.-

The Court of Claims was created in 1855 as a court of original 
jurisdiction, as an article III court to determine claims against the 
United States. The jurisdiction of the Court of Claims of some cases 
under $10,000 and in tax cases is shared by the Federal district 
courts. The Court of Claims, however, has exclusive jurisdiction of 
the bulk of the litigation, monetary litigation against the United 
States. These claims include tax, Government contracts, Indian, 
patent, renegotiation, civilian and military pay, tranf:lportation and 
just compensation-a large variety, Mr. Chairman, you can see, of 
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various jurisdictions, not a highly specialized court. These claims 
vary from a few thousand dollars to sums exceeding $100 million. 

The Court of Claims is an article III court which now performs 
both trial and appellate functions. The trial functions are per
formed by 16 commissioners. 

Our entire judicial system is designed so that the trial judge is 
the one required to give the most extensive and careful considera
tion to the merits, all facets, of a case. Review is limited to alleged 
errors of the trial judge. The trial judge should be independent of 
the reviewing court and have the full powers of a district court 
judge. 

The judges on the claims court to be created by the proposed 
legislation will be p~rforming the same functions as a Federal 
district judge on monetary claims against the Government. In addi
tion, they will handle the largest and most complex cases against 
the Government. It makes no sense to downgrade these trial judges 
to a lesser status than the Federal district juc ;es. 

More importantly, there is the practical need for article III 
status in order to attract the highly qualified people needed to 
fulfill the functions of this important trial court. 

Our Court of Claims Committee has had extensive involvement 
in the process of judicial selection for the Court of Claims. I know 
that article III is essential to attract the highly qualified judges for 
this trial court. Without article III we will only attract what we 
have now, largely former Department of Justice attorneys and 
other Government employees. Very few private practitioners can 
be convinced to give up their practice and to accept a judgeship for 
a 5-year term. Only life tenure and article II status will give us 
access to a balanced trial court. 

The trial and decisionmaking functions of the restructured court 
of claims will be identical to the Federal district court on monetary 
claims aga.inst the Government and the Court of International 
Trade in New York. 

An amendment to make the claims court an article III court 
would eliminate a number of special and troublesome provisions in 
the proposed legislation relating to removal of judges, compensa
tion and retirement. 

Under no circumstances should the Court of Appeals for the 
Federal Circuit be permitted to remove a judge from the claims 
court.. Such direct control over a trial court by an appellate court is 
conceptually and as a matter of practice a bad idea. Such a proce
dure would make recruitment of qualified trial judges more diffi
cult and deprive the trial judge of the independence essential to 
unintimidated decisions. 

Likewise, inferior and noncompetitive compensation and retire
ment provisions will attract only inferior persons for this extreme
ly important trial court. 

If article I is to be the status of the claims court, the compensa
tion and retirement provisions should be at least equal to those of 
the U.S. Tax Court. Also, the section of the initial term of the 
commissioners for the transition period, who will become judges for 
this transition period, should be shortened so that the entire act 
can be implemented with dispatch. 



~~--"--~"" 

----" --~- --------.-~--------------~-
~----~ 

236 

PANELS OF JUDGES 

Our bar also has a second recommendation relating to the panels 
of the Court of Appeals for the Federal Circuit. We believe these 
panels should be no less than five judges. 

The Meador report issued by the Department of Justice recog
nizes the merit for a five-judge panel. 

As a practical matter this court would be a supreme court in 
Federal claims. It, therefore, should have the high level of justice 
which can be achieved by combining the talents and experience of 
at least five judges. The present and projected workload of the 
Federal circuit would permit five-judge panels. 

PRESIDENT TO APPOINT CHIEF JUDGE 

Lastly, we recommend amendment of the section coveriag the 
appointment of the Chief Judge of the Court of Appeals for the 
Federal Circuit to provide that the Chief Judge of the U.S. Court of 
Appeals for the Federal Circuit will always be appointed by the 
President rather than selected on the basis of seniority of commis
sion. The Chief Judge sets the tone for the quality of justice ren
dered by the court and controls the delicate balance between per
fection in deciding cases and getting the cases decided promptly. 
This will be the second most important court in the United States, 
and the President should always appoint its Chief Judge. 

Thank you. 
[The prepared statement of Mr. Kipps follows:] 
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PREPARED STATEMENT OF CLARENCE T. KrpPsJ JR. 

Hr. Chairman and Members of the Subcommittee: 

I am Clarence T. Kipps, Jr., and I have with me 

Steven C. Lambert. I am testifying on behalf of The Bar 

Association of the District of Columbia. This Bar Association 

was founded in 1871, has more than 4,500 members, and has Com

mittees which have worked for many years with the Court of 

Claims and the Court of Customs and Patent Appeals in the ad

ministration of justice. Mr. Lambert is Chairman of the Court 

of Claims Committee of this Bar, a former La\'l Clerk at the Court 

of Claims, and has been a practitioner before the Court of Claims 

for six years. I am a past Chairman of the Court of Claims Com-

mittee, the Chairman of the Court of Claims Restructuring Sub

committee, a former Law Clerk at the Court of Claims, and have 

been a practitioner before the Court of Claims for twenty-five 

years. The Bar Association of the District of Columbia and Mr. 

Lambert and I appreciate the opportunity to testify on this very 

important judicial improvement. 

The Bar Association of the District of Columbia sup

ports this proposed legislation. It would be a conceptually 

sound, practical, and cost effective judicial improvement. The 

Court of Claims and the Court of Customs and Patent Appeals (CCPA) 

are highly regarded national courts which can serve even greater 

national roles. It makes sense to cor.bine these Courts into a 

single national court to continue their existing appellate jur

isdiction with such additions that are particularly suitable for 

such a court. Without sacrificing the quaL ty of justice, final 

judgments in a more expeditious and less costly manner could be 

achieved in all areas of jurisdiction of these Courts. 

Under no circumstances should the existing tax juris-

diction of the Court of Claims be removed from the trial court 

or the Court of Appeals from the Federal Circuit. On the con-
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trary, the Court should be able to accommodate additional ap-

peals. Appellate jurisdiction in patent cases is now needlessly 

divided among the Court of Claims, the CCPA, and the Circuit 

Courts of Appeal. Giving the Court of Appeals for the Federal 

Circuit exclusive appellate jurisdiction in patent appeals would 

be a major improvement in the handling of patent litigation. 

Also, this action would be an excellent way to determine whether, 

in time, other matters should be assigned to the Court. 

In 1977, our Court of Claims Committee established a 

Court of Claims Restructuring Subcommittee in recogni tJ.on of the 

fact that the trial function of the Court of Claims should be 

performed by an Article III Court. Shortly there:.3.fter, Dean 

Daniel J. Meador, formerly Assistant Attorney General (Office for 

Improvement In The Administration Of Justice), proposed in his 

July 21, 1978, Report the genesis of the proposed legislation. 

While our Bar strongly supports the appellate level changes, our 

prime interest is still in converting the present trial judge 

system in the Court of Claims into an Article III trial court. 

Angelo A. Iadarola, formerly Chairman of the Court of Claims 

Committee and later Co-Chairman of the Court of Claims Restruc

ture Subcommittee, substantially participated in the conception 

of the views expressed by our Bar here today. (See Proceedings 

of the Court of Claims Judicial Conference 1979 (Matthew Bender) .) 

The essence of the proposed legislation is as follows: 

1. Combine the appellate Judges and jurisdiction of 

the Court of Claims with the Judges and jurisdiction of the CCPA 

and call the resulting Court the Court of Appeals for the Federal 

Circuit; 

2. Give the resulting Court exclusive jurisdiction 

over all patent appeals; 

3. Leave the trial jurisdiction of the Court of Claims 

unchanged; and 

- -- -~-- ~ -~-----
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4. Create a new Article I "Claims Court" to handle 

the existing trial jurisdiction of the Court of Cla:,,'Us. 

Our Bar proposes the following amendments which, we 

believe, will si.mplify the proposed legislation and more effectively 

restructure these Courts: 

1. Amend the section establishing the Claims Court to 

provide that the restructured trial court (which would hear and 

decide the cases now within the jurisdiction of the Court of 

Claims) will be an Article III Court. 

The Court of Claims was created in 1855 as a court of 

original jurisdiction to ~ear and determine monetary claims 

against the United States. Jurisdiction of some claims under 

$10,000 and tax cases is shared with the Federal District Courts. 

The Court of Claims, however, has exclusive jurisdiction of the 

bUlk of the monetary claims against the United States Government. 

The claims include tax, government contracts, Indian, patent, 

renegotiation, civilian and military pay, transportation, and 

just compensation. These claims vary from a few thousand dol

lars to sums exceeding $100 million. Some of the claims are de

cided through dispositive motions (i.e., motion for summary judg

ment and motion to dismiss) , but most are decided after a trial 

on merits. The first Chief Judge of the Court described the mag-

nitude and complexity of the claims as .follows: 

. "'As to the business of the court, we are con
v~n~ed that no one who has not had personal ex
per7ence.on ~e subject, can have any correct idea 
of ~ts d~ve7s~ty, its intricacy, its perplexity, 
tI:e exhaust~ng labor necessary for its investig'a
tl.on, or the large sum of money it involved. * * *'" 
(17 Ct.Cl. 6 (History, Jurisdiction, And Practice» 

The Court of Claims is an Article III Court which now 

performs both trial and. appellate functions. The trial func

tions are performed by sixteen commissioners (called Trial Judges 

under the Court's Rules). Th A t' 1 I e seven r ~c e II Judges now per-

form essentially only appellate functions. 
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The Trial Judges are appointed by the Court and have 

neither the authority nor the independence of a District Court 

Judge and do not have the authority to enter judgment. This 

trial system and the automatic review in all cases of all of 

the Trial Judge's factual determinations and legal recommenda

tions are antiquated. 

Our entire Judicial system is designed so that the 

trial judge is the one required to give the most extensive and 

careful consideration to the merits--all facets--of a case. Re-

view is limited to the alleged errors of the tri.al judge. Such 

a judge should be independe~t of the reviewing court and have 

the full powers of a trial judge. The trial jUdges in the Court 

of Claims should have the same powers as a District Court judge 

so that greater control can be exercised over the case. The 

cases could be more effectively pretried, the issues narrowed, 

and the focus placed on the dispositive issues. Unnecessary dis

covery could ,be eliminated, and the judge could take an active 

role in the settlement of cases. All procedural and dispositive 

motions could be decided by the trial judge. The trial judge 

should have the authority to enter judgmen'ts, which, for most 

cases, ends the litigation. Notwithstanding our great respect 

for the Court of Claims as an institution, we are convinced that 

the quality and efficiency of the work of the Court of Claims 

would be dramatically improved by the creation of a separate 

trial court with authority to enter judgment and with the powers 

of a District Court judge. Article III is the appropriate status 

for such a trial court. 

The Judges on this trial court will be performing 

the same functions as District Court Judges on monetary claims 

against the united States and, in addition, will be handling 

the largest and most complex cases. It makes no sense to down

grade the Court that has respons:UJility for the largest and most 

comp:",~x cases against the Government. More importantly, there 
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is the practical need for Article III st.atus to attract the 

highly qualified judges required for such a Court. 

Our Court of Claims Committee has had extensive in-

volvement in the process of judicial recruitment for the Court 

of Claims. In a different context, a House Committee Report 

cogently expresses what I know is also true in judicial recruit-

ment for this Trial Court. 

"As noted above, a principal reason for the 
establishment of an independent court is to at
tract highly qualified judges. Life-tenure will 
contribute toward that goal. An attorney with a 
successful practice ",ould be less likely to seek 
appointment to a fifteen year term, when the like
lihood of reappointment at the expiration of the 
term is small. If the attorney's age is such that 
he would not be ready to retire at the end of the 
term, then he is unlikely to accept such appoint
ment. There may be means to remedy the problem, 
such as senior status, if that were the onl~t prob
lem, policy would not favor life tenure. Other 
reasons exist. 

"A life-tenure judgeship is a more pres
tigious position than a term judgeship. The De
partment of Justice recently observed that the 
more prestigious the position, the better the 
judges that will be attracted. It noted 

"We will never pay the incomes to 
judges that they earn in other 
pursuits and we must not create 
conditions that require us to 
settle for second best in the fed
eral courts." (R. Rep. 95-595, 
95th Cong., 1st Sess., p. 22) 

The trial and decision-making functions of the re-

structured Court of Claims would be identical to those of the 

Federal District Court in monetary claims against the Govern-

ment and of the existing Article III Court of International 

Trade (in New York). The Administrative Office of the U. S. 

Court has approved the restructuring of these Courts essentially 

in accordance with the proposed legislat,ion. We do not believe 

it would object to Article III status for the trial court. Dean 

Daniel J. Meador, who developed the basic concepts reflected in 

this proposed legislation,had no problem with the trial court's 

being an Article III Court. At this point, we do not know wha~ 

position the Administration will t,ake on Article III status. 
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Article III would provide flexibility as workloads 

warrant for temporary assignment of Judges to and from the Court 

of Claims and the Court of Appeals for the Federal Circuit and 

other Federal courts. The Congressional reference cases (which 

the Supreme Court has held are not appropriate for an Article III 

Court) represent a very small part of the Court's work and can be 

handled through the continuation of the existing commissioner 

procedure un a very limited scale. 

An amendment to make the Claims Court an Artich) III 

Court would eliminate a number of other special and troublesome 

provisions relating to removal, compensation and retirement. 

Under no circumstances should the Court of Appeals for the Fed-

eral Circuit be permitted to remove a judge from the Claims 

Court. Such direct control over a trial court by an appellate 

court is conceptually and as a matter of practice bad. Such a 

procedure would make recruitment of qualified trial judges even 

more difficult and deprive the trial judges of the independence 

essential to unintimidated decisions. Removal should be per

mitted only by the President or under a Judicial Council pro-

cedure comparable to that provided in P.L. 96-458. Likewise, 

inferior and non-competitive compensation and retirement pro-

visions will attract only inferior persons for this extremely 

important trial court. If Article I is to be the status of 

the Claims Court, the compensation and retirement provisions 

should be at least commensurate to those of the U. S. Tax Court. 

The section on the initial term of the commissioners who would 

become judges should be shortened so that the entire Act can be 

implemented with dispatch. 

2. The sections providing for panels of the U. S. 

Court of Appeals for the Federal Circuit should be amended to 

provide for panels of not less than five judges, rather than 

three·judges. The Meador Report (July 21, 1978) recognized the 

merit for a five-judge panel, as follows: 

----------------
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"* * * A convincing argument may be made, 
hm .... ever, for panels of five judges each in the 
new court to increase doctrinal stability and 
authoritativeness of decision. P. Carrington, 
D. Meador, and 1-1. Rosenberg, Justice on Appeal 
160 (1976). These enlarged panels would make 
it feasible to dispense with any en banc pro
cedure and provide for further review only in 
the. Supreme Court. By gradual rotation of panel 
ass~gnments by subject matter category, 5-judge 
panels could a.chieve a measure of expertise 
while avoiding the pitfalls of undue speciali
zation. * * *" (p. 21) 

As a practical matter, this will be a Supreme Court in Federal 

claims • It, therefore, should have the high level of justice 

which can be achieved by cOmbining the talent and experience of 

at least five judges. The projected workload of this Federal 

Circuit would permit 5-judge panels. 

3. Amend the section covering the appointment of the 

Chief Judge of the Court of Appeals for the Federal Circuit to 

provide that the Chief Judge of the U. S. Court of Appeals for 

the Federal Circuit will always be appointed by the President 

rather than selected on the basis of seniority of commission. 

The Chief Judge sets the tone for the quality of justice ren0. 

dered by the Court and controls the delicate balance between 

perfection in deciding cases and getting the cases decided 

promptly. This will be the second most important Court in the 

United States, and the President should always appoint its Chief 

Judge. 

We will discuss with the Committee Staff the specific 

language changes required to implement our Bar's recommended 

amendments. 

Thank you. Mr. Lambert and I would be pleased to 

answer any questions the Committee might have on this matter. 
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TESTIMONY OF THE PANEL 

Senator HEFLIN. Mr. Dunner, you mentioned being on the 
Hruska Commission. If in the next 2 years a national court of 
appeals could be created, or some form of a national court of 
appeals, drawing judges from the various circuits as a panel where 
they would serve as a review board, and these are the two alter
nate proposals before us-let us first take the court of appeals
would you prefer having a national court of appeals under the 
Hruska proposal as opposed to what you are recommending today? 

Mr. DUNNER. I would not. Aside from the fact that it is my 
personal belief that that legislation is unlikely from my own read
ing of the situation to come about, at the time we were consultants 
to the Hruska Commission, Professor Gambrell and I, we never had 
before us an imaginative bill such as this. 

We ourselves were concerned, as were people in the patent bar, 
about the tunnel vision argument and arguments such as the one 
Judge Rifkind raised. 

This bill, which I never heard of when we were on the Hruska 
Commission, and which was not generated until later, attempts to 
solve that problem by giving a jurisdiction to this court which is 
wider than a narrow special court jurisdiction, and therefore would 
deal with that problem. 

Also, since the Hruska Commission time we have had a crisis in 
innovation in the United States, one which led to the appointment 
of a Domestic Policy Review 2 years ago. We are now having a 
significant balance of payments problem. I think we have a real 
problem which exists today. We have a real solution which elimi
nates many of the concerns we had then, and it is therefore my 
belief-and I know it is Professor Gambrell's belief, who was cocon
sultant with me-that this proposal should be passed today even if 
a national court of appeals were a possibility today. 

Senator HEFLIN. They proposed a Federal circuit court of appeals 
where primarily all tax matters would come to a centralized court 
of appeals. They also proposed a new circuit court of appeals or a 
national court of appeals on State courts from courts of final 
jurisdiction of a State primarily designed to bring an end to the 
many, many types of proceedings that go on under postconviction 
and criminal relief efforts. These are just two specialized courts in 
addition to this court which are being advocated. 

Are we headed from this into a proliferation of specialized sepa
rate courts to meet special problems in the country today if we 
passed such legislation as you advocate? 

Mr. DUNNER. At the time of the Hruska Commission, as I recall, 
they focused on four special problems. One was tax; one was pat
ents. I believe antitrust might have been one, and the fourth one I 
do not recall. 

Of course, I am most familiar with the problems in the patent 
area. At that time the Commission felt, even though it recommend
ed the national court of appeals, that there was a major special 
problem different from the problems in other fields in the patent 
area resulting from attitudinal differences in the courts. 

Patents are dealt with nationally, and it depends on where the 
parties are. You may be in one circuit or another circuit. It was 
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fe~t by t~e drafters of the current legislation that because of that 
thIS ~peclal problem should be dealt with specially. 

If Indeed there are problems in other areas, such as tax areas, it 
may well be, and I am not expert enough to talk about it that we 
should look at special legislation in those areas. ' 
How~ver, ! am not f~a~ful that the passage of this bill will lead 

to p~ohferatIOn of speCIalIzed courts. We have been talking about a 
speCIal court of patent appeals, one of exclusive jurisdiction. We 
~ave. been talking about an exclusive court having special jurisdic
tIOn .In patent areas. !'or many years now we have recognized the 
s:pe~Ial problem. It WIll not lead to a proliferation of Federal spe
CIalIzed courts. 
. Mr. KIPPS. I made a point in our testimony because I think it is 
I::uportant. The Court of Claims is not a specialized court at this 
~lme. When these two courts merge, it will bring together a body of 
Judges .and a series of jurisdi?tions whi~h. are diverse enough that 
they .wlll not be consIdered hIghly speCIalIzed in any area. I think 
that IS a feature of the bill. 

I am not in favor of specialization. I think in the tax area-and 
my firm does substantial tax work-that presents a different prob
lem. I do not believe the tax jurisdiction for many reasons would be 
added to this court as an exclusive appellate court. 

I d? n?t believe this sets a precedent other than for the purpose 
of ObjectIVely looking at areas of jurisdiction which can be added to 
~n existing cour:t t~ provide for uniformity without really sacrific
Ing any real basIc rIghts. I do not se'j this as a precedent. 

Senator HEFLIN. If this legislation is adopted in a national court 
of .appe~ls, as the H~uska Commission recommends, and comes into 
beIng, IS there an Interrelationship which should be considered? 

Mr. DUNNER. I hate to monopolize but since I worked for that 
Commission, I would like to comment on that. 
. I would imagine that if a national court of appeals were enacted 
~n ~he. f?.rm contempl~ted ~y the Hruska Commission it would have 
JUrISdlC"ClOn over ~ll CIrCUIt courts of appeals in the areas defined, 
and that would Include not only the existing circuit courts of 
.:ppe~ls but it would include the Court of Appeals for the Federal 

CIrcuIt. That would present no special problem. 
Senator HEFLIN. Thank you. We appreciate your appearance. 
Senator HEFLIN. Our next panel will consist of Chief Judge 

Ho:vard T. Mark~y, U.S. C?urt of Customs and Patent Appeals, and 
ChIef Judge DanIel M. FrIedman, U.S. Court of Claims, Washing
ton, D.C. 

STATEMENT OF RON. HOWARD T. MARKEY, CHIEF JUDGE, U.S. 
COURT OF CUSTOMS AND PATENT APPEALS WASHINGTON 
D.C. " 

Judge MARKEY .. I .am ?owa~d ~arkey. It is a pleasure to appear 
before a former dIstingUIshed Justice and now a distinguished Sena
tor. 
Neit~er Judge Friedman nor I are here in an advocacy role per 

se nor m. an unseemly role of opposing our colleagues in the bar. 
As a matter of fact, Mr. Chairman, you may be aware that for 

over 2 years now that the matter has been before Congress I have 
personally refused, even when I am importuned, to take a position 
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for or against the merits of the proposal. This is for an obvious 
reason. I was much too close to the trees. 

I have however been freed of that now because the Judicial 
Conferen~e of the United States, after six members of the Federal 
judges of the Subcommittee on Judicial Improvements, the 16 
judges of thE! Committee on. Co~rt Administr~tion., a~d all 24 o~ t~e 
judges including all the chIef Judges of the CIrcuIts In the JudIcIal 
Conference unanimously approved a proposal made to the Con
gress to c~nsolidate Judge Friedman'fJ court and mine into the 
Federal Court of Appeals for the Federal Circuit. 

I, therefore, appear, Mr. Chairman, as a represen~ative of the 
Conference as does Judge Friedman, in support of thIS proposal. I 
emphasize 'that because the proposal is not S. 21; it is what was 
formerly title III of S. 21. The Judicial : Conference proposal relates 
solely to the consolidation concapt of the two courts. . 

In 1979 the Judicial Conference approved that concept, left It to 
the Congress and the two courts appearing he~e ~o work out the 
details. Those details now appear, as I have saId, In a proposal, a 
bill formally and unanimously approved by the Judicial Confer-
ence. . 

I have submitted, Mr. Chairman, a statement in an earlIe~ ap-
pearance on April 24. I have a supplemental statement submItted 
today. I would request the chairman's permission to have those 
made part of the record. 

Senator HEFLIN. They will be made: part of the record following 
your oral presentation. 

Judge MARKEY. In view of the time; I shonld like to comment on 
those two statements and on the major segments of them. Then I 
would req~2est the opportunity-I hope not with unseemly basis-to 
respond to some v[ the questions raised this morning from the 
judicial viewpoint. 

I am not sure whether or not I have tunnel vision. For 34 years, 
at least when flying jet airplanes, the Air Force decided I had 20/ 
20 vision. Since my retirement I have been examined and these 
glasses are used only for show. I use them only when I want to see. 

In any event, Mr. Chairman, in appearing in sup~ort,. in our 
earlier statement I listed five advantages of the consolIdatIOn con
cept. I put first, and, with forethought, that the consolidation con
cept would increase clarity and reliability of the law. That is what 
we are dealing with, the law. 

It would of course, reduce specialization in the courts. The Court 
of Appeal~ for the Federal Circuit is obviously less specialized, 
whatever that word means, than either of the two courts it consoli
dates by definition since, as the Chair knows, we will continue all 
of our present jurisdiction plus. It will end the expense and de~ay 
of what I consider the disease of forum shopping. It would provIde 
an upgraded and better organized trial forum for the Government 
claims cases and it would reduce costs. 

Costs should be kept in mind. You heard the testimony of those 
who pay the bills, as to the need .f<;>r this bill. ~ut. so far ~s 
appropriations are concerned, no addItIonal expense IS Involved In 

this proposal, none. 
In referring to the reliability of the law, I indicated that there is 

a crying need for definitive uniform judicial interpretation of the 
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national law of patents on which our citizens may then rely and 
plan with some certainty. 

For 60 years that need has been recognized, but it is even greater 
now when we are faced with a need to reindustrialize, to improve 
the productivity growth rate which is now approaching zero, to 
reverse our falling status in international trade, and to encourage 
investment in innovative products and new technology. 

In my earlier statement I cited a number of nonstatutory slogans 
employed in decisions in the present circuits. I gave a list of those 
slogans, and there are many others. I commend that to you and to 
the subcommittee staff. 

I wish now, Mr. Chairman, to emphasize another factor. History 
rl~peats itself. 

In 1909 in this country if anyone were to have imported this 
glass into the United States, in New York it would have been 
called perhaps a drinking glass, and the Customs duty on that 
product would be 2 cents, let us say. 

If the same identical product from the same manufacturer in 
Germany, Britain, or anywhere, were to be imported into New 
Orleans, it would be called a household product, and the duty 
might be 10 cents. 

If it were imported in San Francisco it would be called a contain
er and the duty would be a half cent. 

Congress, recognizing that chaos in the law of customs, estab
lished our predecessor court, the Court of Customs Appeals. There
after, Mr. Chairman, the growth of custom law was not impeded. 
On the contrary, it has continued to this day to grow in a national
ly uniform consistent and reliable manner. At the same time, 
knowingly frivolous appeals, appeals made solely for delay and 
forum shopping facilitated by the non-uniformity just described, 
these were all rendered virtually useless devices in the field of 
customs law. 

With respect to forum shopping, this bill provides the Congress 
an opportunity-and I know Congress is pressured something 
awful, but it has facing it now-and I congratulate the committee 
and its staff for continuing its effort to make this improvement in 
the administration of justice-it has a chance-to end that 60-year 
history of forum shopping which, as I have indicated, is worse now 
than ever. To insist that those who pay the bills, Mr. Chairman
industry which must pay attorneys' fees, consumers who pay in
creased costs to cover those fees, and taxpayers who pay for oper
ation of the judicial system-to insist that those people all wait 
years while lawyers fight over where the case will be tried and 
then wait years to be heard, and then wait for a decision an 
average of 16 months, in three circuits from 21 to 29 months, for a 
decision on appeal, while the law continues to be obfuscated, while 
business decisions are delayed or abated, and while costs mount 
appears to be grotesque. 

I will skip in view of time, Mr. Chairman, to a number of other 
factors. 

In the supplemental statement I elected to cite six areas of 
conflict now existing in the circuits in view of what I anticipated 
would be a presentation to this committee that there ain't no 
problem. 
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The first one was the synergism conflict. In that respect, I would 
request respectfully that the article by Judge Jack R. Miller, 
former Senator from Iowa and now an associate judge of our court, 
and which has been printed in the American Patent Law Journal, 
be made part of the record. 

Senator HEFLIN. So ordered. 
Judge Iv1ARKEY. In that ax·tide Judge Miller iaentifies specifically 

with case citations, and so on, those circuits which have rejected 
the judge-created syncl'gism test entirely, those which have adopt
ed it, and those circuits where it has been adopted by some panels 
and not others. 

I listed, also, the conflict in holding whether or not the non
obviousness question is one of fact or of law. I cite Moore in the 
10th circuit and Rosen in the 1st circuit, both of which say it is a 
question of fact. I cite a case for each of the other ciJ'cuits, all of 
whom say it is a question of law. 

On whether or not a licensee may contest validity of the patent 
without giving up the license, I cite Warner-Jeckinson Co. in the 
2nd circuit and American Sterilizer in the 3rd circuit which say it 
can, and Milprint in the 7th and Product Engineering in the 10th 
which says it can't. 

On properties of chemical compounds I cite cases where circuits 
are in direct conflict. 

On subjective intent I cite cases such as Yarn Processing Patent 
Validity Litigation, and also File Wrapper Relation to Validity. I 
recommend to the staff particularly that they might want to look 
at those cases. 

Indeed, the circuit court opinions have themselves expressly ac-
knowledged these conflicts. The Supreme Court is confronted with 
demand for decision in so many cases of great national and social 
import, as the commentators repeatedly recognize, and finds it 
impossible to preclude those conflicts in this one unique area of the 
law. 

With that, Mr. Chairman, I will move quickly to some of the 
things I heard this morning to which I feel the Chair would appre
ciate a judicial response. 

One of the problems in this world, Mr. Chairman, is exprec;;sed 
very well by the old philosopher Josh Billings. He said the problem 
in the world is not what the people know for darn sure; it's what 
people know for darn sure that ain't so. 

For example, it was presented to you this morning, I am sure 
with the greatest and best intention-I would never ascribe an 
improper motivation to any man-I do confess, however, an inabil
ity to understand some of the things mentioned here this morning 
in arguments supporting the status quo, the do nothing approach. 

First there was reference to "patents today and other fields 
tomorrow." I suggest, Mr. Chairman, that Congress can be trusted 
to decide those issues when and if they arise on their merits, as 
was recognized and done on this bill. 

Tax, environmental, and trademark matters were originally in
cluded. Congress in its wisdom eliminated those three items. 

If in the future Congress should decide, or if it is proposed to 
Congress that other fields be added, Congress is perfectly willing to 
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ha?dl~ that matter w~~n and if it comes up, and anyone having 
ObjectIOns to those addItIOns would certainly be heard. 

Next, I will not comment on the reference to parochial single
purpose, and specialized courts. I never have understood that thor-
0:ughly. I understand some of the objections of so-called specializa
tion, although I suspect if I had brain surgery to be conducted I 
would want a brain surgeon. 

With reference to regional courts, it is suggested they are much 
more familiar with local industry and State law. I don't understand 
that since today a patent owner in South Carolina has his case 
~eard .on appeal in. the ninth circui~ in California. A patent owner 
In CalIfornIa has hIS appeal heard In the seventh circuit in Chica
go, et cetera. 
. It w~s said there ~s no serio~s lack of uniformity. My statement 

lIsts SIX areas of dIrect, admItted and acknowledged conflictG
there are others. There was reference to Judge Rifkind's famous 
sp.eech of now 30 years ago, in which he referred specifically to the 
trIal courts, not the appellate courts, not the need for guida:'J.ce and 
a consistent jurisprudence in the law. 

With regard to reference to a ball game, the law is not a sport. 
It w~s sug~ested that forum sh.opping requires certainty. Of 

course It reqUIres only an expectatlOil or a hope of a happy out
come . 

.of course the problem is not in the result. With that, I agree 
wIth some of the statements made earlier. The problem is in the 
means and the method and the approach to decisionmaking on 
which lawyers and their clients should be able to rely. 

With reference to common law and the need for the common law 
to grow, we are dealing with a statute, Mr. Chairman, a statute 
one national statute passed by this body in 1952. ' 

Interestingly, there was some reference to an absence of forum 
shopping, bl~.t we heard a great deal about how lawyers would 
forum shop If they had a chance and how this bill would somehow 
create maneuvers for tactical reasons of injecting patent issues into 
other cases. I t~ink the courts, Mr. Chairman, can be relied upon, 
as they have SInce our country started, to do awav with sham 
pleadings. J 

I was interested in the discussion of the conflicts in the circuits 
in othe~' fields .. I will sh.orten this, but it also has been suggested 
here thIS mornIng, and In some of the written statements submit
ted t? you, that this is new and unparalled, a precedent. As I 
mentIOned a moment ago, customs law has been facilitated, a uni
form customs law since 1909, in precisely this manner. 

Presently-and Judge Friedman can speak better on this sub
je~t-the Court of Claims hears all contract appeals, all renegoti
atIOn of such matters, and Indian claims against the Government. 

It vyas suggested there are only 119 patent appeals and, there
fore, It would not help the courts much. What was not mentioned 
was that patent cases in the regional courts of appeals now require 
11% months average time to decide after they are heard. 

I mentioned earlier 29 months from fili.ng. This subcommittee 
now has before it the request of the Judicial Conference and the 
judges for 11 permanent and 3 temporary additional judges in the 
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courts of appeals. It suggests to me that if this proposal assists 
those judges at all it is worthwhile. 

The national court of appeals discussion, I think, was pretty well 
cleared up. The big difference to me is that that is another tier. 

With that I will wind up where I started, Mr. Chairman. There 
was reference to the need for diversity in the law. In my book 
diversity is valuable. Where you have a pluralistic society, diversity 
in politics, in almost anything, is good. But to tell our citizens that 
the law is one thing here and another thing there, to give diversity 
to the statutory law is to me-I cannot give it a better word
grotesque. 

Mr. Chairman, the judges of our court, of course, will accept with 
good g:ace and continued dedication whatever duties Congress in 
its wisdom may designate. 

With expressions for appreciation for the chairman's patience, I 
will be glad at the appropriate time to attempt to answer whatever 
questions the chairman may have. 

[The prepared statement of Chief Judge Markey and article of 
Judge Miller follow:] 
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PREPARED STATEMENT OF CHIEF JUDGE HOr'lARD T I fiAAKEY 

I WELCOME. MR· CHAIRMAN. YOUR INVITATION TO APPEAR A SECOND 

TIME IN SUPPORT OF THE CONSOLIDATION OF THE COURT OF CLAIMS AND THE 

COURT OF CUSTOMS AND PATENT ApPEALS AS SET FORTH IN THE PROPOSAL 

SUBMITTED BY THE JUDICIAL CONFERENCE OF THE UNITED STATES. 

I RESPECTFULLY REQUEST THAT MY STATEMENT MADE OF RECORD ON THE 

OCCASION OF MY APPEARANCE ON APRIL 24. 1981. BE SUPPLEMENTED BY THE 

PRESENT STATEMENT AND THAT THE PRESENT STATEMENT BE MADE OF RECORD 

ALSO. I REAFFIRM. OF COURSE. MY EARLIER STATEMENT AND WILL NOT 

REPEAT ITS CONTENT HERE. EXCEPT TO REPEAT MY APPRECIATION OF ALL OF 

THE WORK OF THIS SUBCOMMITTEE AND ITS STAFF IN CONTINUING ITS 

EFFORT TOWARD IMPROVEMENT IN THE ADMINISTRATION OF JUSTICE· As THE 

CHAIRMAN IS AWARE. THE CONSOLIDATION CONCEPT WAS EMBODIED IN BILLS 

PASSED BY BOTH HOUSES· OF THE CONGRESS LAST YEAR· I AM HOPEFUL 

THAT. DESPITE THE PRESSURES UPON THE CONGRESS. THE SUCCESSFUL TRACK 

RECORD TO DATE WILL RESULT IN RETENTION OF THE 1 OCTOBER 1981 

EFFECTIVE 0ATE. WHICH HAS APPEARED IN ALL VERSIONS OF THE BILLS 

PASSED LAST YEAR AND IN THOSE NOW UNDER CONSIDERATION· 

IN MY APRIL 24TH STATEMENT I EMPHASIZED CLARITY IN THE LAW AS 

THE PRIMARY NEED ADDRESSED AND MET BY THE PROPOSAL BEFORE THIS 

SUBCOMMITTEE. ACHIEVEMENT OF A CONSISTENT JURISPRUDENCE. AS 

THERE INDICATED. WOULD NOT ONLY AID OUR COUNTRY'S INDUSTRIES BUT 

WOULD BRING AN END TO THE COSTLY AND OUTRAGEOUS FORUM SHOPPING 

WHICH HAS INCREASINGLY PLAGUED PATENT LITIGATION FOR OVER 60 YEARS· 

I CITED. IN MY EARLIER STATEMENT. EXAMPLES OF SYSTEM-DESTROYING 

SLOGANS WHICH EPITOMIZE THE PRESENT OBFUSCATION OF THE PATENT LAW· 

IN THIS STATEMENT. I PROPOSE TO SET FORTH A FEW EXAMPLES OF THE 

DISPARATE TREATMENT OF VARIOUS PATENT LAW AREAS AMONG THE CIRCUIT 

COURTS OF APPEAL· THESE EXAMPLES ILLUSTRATE THE MUDDIED SOIL SO 

FERTILE FOR FORUM SHOPPING· 

81-714 0-81--17 
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IN so DOING. MR· CHAIRMAN. I INTEND NO UNTOWARD REFLECTION 

UPON MY COLLEAGUES WHO SERVE WITH SUCH SELFLESS DEDICATION ON THE 

CIRCUIT COURTS OF APPEALS· I HAVE HAD THE HONOR AND PRIVILEGE OF 

SITTING WITH THEM IN EVERY CIRCUIT. IN ALMOST 1.000 CASES INVOLVING 

EVERY FIELD OF LAW. AND CAN ATTEST THAT EVERY ONE I HAVE MET HAS 

PROVEN DEDICATED TO THAT IDEAL WHICH HAUNTS THE DAYS AND DREAMS OF 

EVERY TRUE JUDGE--THAT HE DECIDE EACH CASE CORRECTLY--THAT HE DO 

JUSTICE IN EVERY CASE· THE PROBLEM OF DISPARATE TREATMENT OF THE 

PATENT LAW ARISES. AS I SAID IN MY EARLIER STATEMENT. SOLELY FROM 

UNFAMILIARITY WITH A UNIQUE STATUTE RARELY SEEN· 

IN VIEW OF TIME AND SPACE LIMITATIONS. I LIST ONLY SIX 

EXAMPLES OF THE DISPARATE TREATMENT CONTRIBUTING TO THE PRESENT 

ABSENCE OF CLARITY IN THE LAW OF PATENTS: 

(1) THE EMPLOYMENT AND NON-EMPLOYMENT OF A JUDGE
CREATED #SYNERGISM# TEST IN DETERMINING WHETHER AN 
INVENTION IS PATENTABLE· 

(2) TREATMENT OF NON-OBVIOUSNESS AS A QUESTION 
OF FACT AND AS A QUESTION OF LAW; 

(3) PERMITTING. AND REFUSING TO PERMIT. A 
LICENSEE TO CONTEST VALIDITY OF THE LICENSED PATENT 
WITHOUT FIRST CANCELLING THE LICENSE; 

(4) CONSIDERING. AND REFUSING TO CONSIDER. THE 
PROPERTIES OF A CHEMICAL COMPOUND IN DETERMINING THE 
VALIDITY OF CLAIMS DRAWN TO THE COMPOUND; 

(5) CONSIDERING. AND REFUSING TO CO~SIDER. EVIDENCE 
OF SUBJECTIVE INTENT IN DETERMINING WHETHER A USE WAS 
EXP E R rr~ENT AL· 

(6) CONSIDERING. AND REFUSING TO CONSIDER. 
LIMITATIONS ADDED DURING PROSECUTION OF A PATENT 
APPLICATION AS THE SOLE BASIS FOR DETERMINING VALIDITY. 

(1) #SYNERGISM# 

WHETHER THE INVENTION MEETS THE NON-OBVIOUSNESS STANDARD SET 

FORTH IN SECTION 103 OF THE STATUTE IS A CRITICAL DETERMINATION 

REQUIRED IN VIRTUALLY EVERY PATENT CASE· IN MAKING THAT 

DETERMINATION. SOME CIRCUIT COURT OPINIONS HAVE SET FORTH A 

CONDITION FOR PATENTABILITY NOT SET FORTH IN THE STATUTE. A 

CONDITION LABELED #SYNERGISM·# THAT CONDITION IS DEFINED AS A 
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~EQUIREMENT THAT THE ELEMENTS OF AN INVENTION ACHIEVE TOGETHER A 

RESULT GREATER THAN THE SUM OF THE EFFECTS OF H T E ELEMENTS TAKEN 
SEPARATELY· APART FROM THE IMPOSSIBILITY OF MEETING SUCH A TEST. 

THE CONDITION HAS PRODUCED CLEAR AND WIDESPREAD CONFLICT AMONG THE 

CIRCUITS. 

JUDGE JACK R. MILLER. FORMERLY A UNITED STATES SENATQR FROM 

IOWA AND NOW AN ASSOCIATE JUDGE OF THE COURT OF CUSTOMS AND PATENT 

ApPEALS RECENTLY SPOKE ON #FACTORS OF SYNERGISM AND LEVEL OF 

ORDINARY SKILL IN THE ART IN SECTION 103 DETERMINATIONS.# THAT TALK 

WAS PUBLISHED AS AN ARTICLE IN THE AMERICAN PATENT LAW JOURNAL. 

VOLUME 8. NOVEMBER 4· IN THE FIRST 18 PAGES OF THAT ARTICLE. JUDGE 

MILLER REVIEWS THE WIDELY DISPARATE TREATMENT OF SYNERGISM AMONG 

THE CIRCUITS. IDENTIFYING THOSE CIRCUITS WHICH HAVE REJECTED THE 

JUDGE-CREATED SYNERGISM TEST ENTIRELY. THOSE THAT HAVE ADOPTED IT. 

AND THE THREE CIRCUITS WITHIN WHICH IT HAS BEEN ADOPTED BY SOME 

PANELS AND REJECTED BY OTHER PANELS· THE ARTICLE INCLUDES 

CITATIONS OF THE CASES ILLUSTRATING THIS PARTICULAR DISPARITY OF 

TREATMENT· No USEFUL PURPOSE WOULD BE SERVED BY ADDING FURTHER 

EXAMPLES. MR· CHAIRMAN. AND I THEREFORE RESPECTFULLY REQUEST THAT 

THE ATTACHED 18 PAGES OF JUDGE MILLER'S ARTICLE BE MADE PART OF THE 

RECORD IN THE PRESENT HEARING. 

(2) THE NON-OBVIOUSNESS QUESTION 

THE QUESTION OF WHETHER THE INVENTION WOULD HAVE BEEN OBVIOUS 

WHEN MADE IS VIEWED AS A QUESTION OF FACT. AND THUS SUBJECT TO THE 

#CLEARLY ERRONEOUS# RULE. IN THE 10TH CIRCUIT. HOORE V. SHULTZ. 491 

F.2D 294. AND IN THE 1ST CIRCUIT. ROSEN V· LAWSON-HEMPHILL, INC. 

549 F·2D 205. IT IS VIEWED AS A QUESTION OF LAW. AND THUS FREE OF 

THE CLEARLY ERRONEOUS RULE. IN THE REMAINING CIRCUITS: JULIE 

RESEARCH LAB. INC. V· GUILDLINE INSTRUMENTS INC •• 501 F.2D 1131 (2D 

CIR.); HADCO PROD. INC. V· HALTER KIDDE & CO') 462 F.2D 1265 (3D 

CIR.); BLOHM & VOSS AG V· PRUDENTIAL-GRACE LINES, INC •• 489 F.2D 
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231 (4TH CIR.); SWOFFORD y. B & W, INC., 395 F·2D 362 (5TH CIR·); 

NICKOLA y. PETERSON, 580 F·2D 898 (6TH CIR·); ST. REGIS PAPER CO. 

y. BEMrs~, 549 F.2D 833 (7TH CIR.); FLOUR CITY ARCHITECTURAL 

METALS y. ALPANA ALUMINUM PRODUCTS, INC., 454 F.2D 98 (8TH CrR.); 

HENSLEY EQUIPMENT CO· y. Esco CORP., 375 F·2D 432 (9TH CIR'); 

HIGLEY y. BRENNER, 387 F·2D 855 (DC CIR·) 

(3) LICENSEE CONTEST OF VALIDITY 

SOME CIRCUIT COURT OPINIONS SAY THAT A LICENSEE MAY CHALLENGE 

THE VALIDITY OF THE LICENSED PATENT IN A DECLARATORY JUDGMENT 

ACTION WITHOUT TERMINATING THE LICENSE: WARNER-JENKINSON CO. y. 

ALLIED CHEMICAL CORP., 567 F·2D 184 (2D CIR.); AMERICAN STERILIZER 

CO· y. SYBRON CORP., 526 F·2D 542 (3D CIR·). OTHER CIRCUIT COURT 

OPINIONS SAY A LICENSEE MAY NOT DO SO: MILPRINT y. CURWOOD, INC., 

562 F·2D 418 (7TH eIR.); PRODUCT ENGINEERING y. BARNES, 424 F·2D 42 

ClOTH eIR·)· 

(4) PROPERTIES OF CHEMICAL COMPOU~DS 

IN TWO CIRCUITS, A PRESUMPTION OF OBVIOUSNESS MAY BE REBUTTED 

BY EYIDENCE THAT THE CLAIMED COMPOUND POSSESSES NEW AND UNEXPECTED 

PROPERTIES: COMMISSIONER OF PATENTS y. DEUTSCHEGOLD-UND-SILBER

SCHEIDEANSTALT VORMALS ROESSLER, 397 F·2D 656 (D·C. CIR.); ~ 

LILLY & CO. y. GENERIX DRUG SALES, INC., 460 F·2D 1096 (5TH CIR·)· 

IN TWO OTHER CI~CUITS, DISTRICT COURTS HAVE HELD TO THE CONTRARY, 

AND THE ISSUE WAS NOT REACHED BY THE CIRCUIT COURTS WHEN THE CASES 

WERE APPEALED: MONSANTO CO. v· ROHM & HAAS CO" 312 F· Supp. 778, 

AFF'D 456 F·2D 592 C3D CIR.); CARTER-~4ALLACE, INC. y. UAVIS-EDWARDS 

PHARMACAL CORP., 341 F· Supp· 1303, AFF'D SUB NOM, CARTER-WALLACE, 

~ y. OTTE, 474 F·2D 529 (2D CIR·)· 

(5) SUBJECTIVE INTENT 

IN THE 5TH CIRCUIT, AN INYENTOR'S SUBJECTIYE INTENT MUST BE 

CONSIDERED IN D~TERMINING WHETHER A TRANSACTION INVOLVING AN 

.. 
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INYENTION, OCCURRING MORE THAN ONE YEAR BEFORE THE FILING DATE OF 

HIS PATENT APPLICATION WAS MERELY "EXPERIMENTAL," AND WOULD NOT 

THEREFORE DEFEAT HIS RIGHT TO A PATENT, IN RE YARN PROCESSING 

PATENT VALIDITY LITIGATION, 498 F·2D 271· IN THE 9TH CIRCUIT, AN 

INYENTOR'S SUBJECTIYE INTENT HAS NO PROBATIVE YALUE IN DETERMINING 

WHETHER THE TRANSACTION WAS EXPERIMENTAL, ROBBINS CO. y. LAWRENCE 

MFG· Co" 482 F·2D 426, AMERICAN MACHINE & HYDRAULICS, INC. y. 

MERCER, 585 F·2D 404. 

(6) FILE WRAPPER RELATION TO VALIDITY 

IN THE 5TH CIRCUIT, A PATENTEE WHO NARROWED Hrs CLAIM DURING 

PROSECUTION OF HIS PATENT APPLICATION IS NOT PRECLUDED FROM 

CONTENDING THAT HIS CLAIM AS ORIGINALLY SUBMITTED WAS ERRONEOUSLY 

REJECTED IN THE PATENT AND TRADEMARK OFFICE, INGERSOLL-RAND CO. y. 

BRUNNER AND LAY, INC., 474 F·2D 491. IN THE 7TH CIRCUIT, A 

PAT = ; IT :;: E r s SOP R E C L U DE D J THE R E J F. C T ION 0 F HIS 0 RIG I ~{A L L Y SUB MITT S D 

CLAIM StING VIEWED AS ESTABLISHING INVALIDITY OF THAT CLAIM AND T:,E 

PATENTEE BEING REQUIRED TO PROVE NON-OBVIOUSNESS OF THE FEATURES 

DISTINGUISHING HIS NARROWED FROM HIS ORIGINAL CLAIM, BURLAND V. 

TRIPPE MFG. Co" 543 F·2D 588. 

CONCLUSION 

THE FOREGOING LIST IS NOT EXHAUSTIVE· NOR IS THE EXISTENCE OF 

THESE AND OTHER CONFLICTS IN VARIOUS AREAS OF THE PATENT LAW OPEN 

TO QUESTION· INDEED, CIRCUIT COURT OPINIONS HAYE REPEATEDLY 

ACKNOWLEDGED THE EXISTENCE OF CONFLICTS. As COMMENTATORS HAYE 

UNIYERSALLY NOTED, THE SUPREME COURT IS CONFRONTED WITH DEMAND FOR 

DECISION IN SO MANY CASES OF GREAT NATIONAL AND SOCIAL IMPORT AS TO 

EFFECTIYELY PRECLUDE IT FROM RESOLVING CONFLICTS IN THIS ONE UNIQUE 

AREA OF THE LAW· THE CONSOLIDATION CONCEPT PRESENTED TO THIS 

SUBCOMMITTEE BY THE JUDICIAL CONFERENCE, BY DIRECTING ALL APPEALS 

IN PATENT CASES TO THE COURT OF ApPEALS FOR THE FEDERAL CIRCUIT, 

WOULD AUTOMATICALl,Y PRECLUDE THE OCCURRENCE OF CONFLICT IN THE 
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INTERPRETATION AND APPLICATION OF THE NATIOINAL LAW OF PATENTS· 

As A REPRESENTATIVE OF THE JUDICIAL CONFERENCE) I THEREFORE 

RECOMMEND APPROVAL BY THIS SUBCOMMITTEE) AND BY THE CONGRESS) OF 

THIS IMPORTANT CONTRIBUTION TO AN IMPROVED ADMINISTRATION OF 

JUSTICE· 

WITH APPRECIATION FOR YOUR PATIENCE) MR· CHAIRMAN) I WILL 

CLOS2 THIS SUPPLEMENTAL STATEMENT AND WILL BE PLEASED TO ATTEMPT 

ANSWER TO ANY QUESTION YOU OR THE MEMBERS OF YOUR SUBCOMMITTEE MAY 

WISH TO VOICE· 

FACTORS OF SYNERGISM AND LEVEL OF ORDINARY 
SKILL IN THE PERTINENT ART * 

IN SECTION 103 DETERMINATIONS 

** by Jack R. Miller 

I. SYNERGISM 

In discussing the factor of synergism; it seems 

prudent to take as a point of de.parture the Supreme Court's 

opinion in Graham v. John Deere, 383 U.S. 1, 148 USPQ 459 

(1966), where a unanimous court (Justices Stewart and Fortas not 

taking part) set forth for the first time its interpretation of 

35 USC § 103. Of particular importance is the fact that in no 

subsequent case involving section 103 has the Court made any 

statement that its interpretation set forth in Graham v. Deere 

was being changed. It is, therefore, a reasonable assumption 

that this interpretation is as viable today as it was when the 

opinion was handed down in 1966. The Court began with a caveat: 

"while the clear language of § 103 places emphasis on an inquiry 

into obviousness, the general level of innovation necessary to 

* 

** 

This article is based on the author's speech before the 
Los Angeles Patent Law Association at its annual Seminar 
at Rancho La Costa, Carlsbad, Cali=ornia, J~ne 8, 1980. 

Judge, United States Court of C~stoms and Patent 
Appeals; formerly United States Senator from Iowa 
(1961-1973) . 

•• 
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sustain patentability remains the same." It then set forth what, 

for purposes of this diSCUSSion, is ~he correct analytical 

approach to a section 103 issue: 

Under § 103, the scope and content of. the' 
prior art are to be determined; differences 
between the prior art and the claims at issue 
are to be ascertained; and the level of ordi
nary skill in the pertinent art resolved. 
Against this background, the obviousness or 
nonobviousness of the subject matter is deter
mined. Such secondary considerations as 
commercial success, long felt but unsolved 
needs, failure of others, etc., might be 
utilized to give light to the circumstances 
surrounding the origin of the subject matter 
sought to be patented.' As indicia of obvious
ness or nonobvousness, these inquiries may have 
relevancy. 

Although it is a reasonable assumpt~on that this analytical 

approach is still the correct one, because nowhere has the 

Court disavowed it, the patent bar has understandably been 

concerned over what the Court said about "synergism" in the 

Anderson's-Black Rock case, 396 U.S. 57, 163 USPQ 673 (1969), 

some three years later and, more recently, in its 1976 opinion 

in Sakraic.a v. Ag Pro, 425 U. S. 273, 189 USPQ 449, reh. denied, 

426 U.S. 955. Many had thought that Graham v. Deere laid to 

rest the Court's unfortunate statement about combination 

patents in its 1950 opinion in the Atlantic & Pacific Tea Co. 

case, 340 U.S. 147, 87 USPQ 303 (1950), namely: 

The conjunction or concert of known elements 
must concribute something; only when the whole 
in some way exceeds the sum of its pares is the 
accumulation of old devices patentable. Elements 
may, of course, especially in chemistry or elec
tronics, take on some new quality or function 
from being brought into concert, but this is 
not a usual result of uniting elements old in 
mechanics. • • • 

Courts should scrutinize combination patent 
claims with a care proportioned to the difficulty 
and improbability of. finding invention in an 
assembly of old elements •••• 

Nevertheless, in the Anderson's-Black Rock case (opinion 

by Justice Douglas) the Court found the 19-year old A & P case 

alive and well and cited it as support for this statement: 
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A combination of elements may result 
in an effect greater than the sum of the 
several effects taken separately. No such 
synergistic result is argued here. It is, 
however, fervently argued that the combina
tion filled a long felt want and has enjoyed 
commercial success. But those matters "with
out invention will not make patentability." 

Only two Justices (Black and Douglas) had been on the Court 

when the 1950 A & P decision was handed down. However, five of 

the seven Justices who took part in the Graham v. Deere case 

were there for the Anderson's-Black Rock case. In his concur-

ring opinion in A & P, Justice Douglas had emphasized that the 

standard of patentability is a constitutional st:-udard and that 

standard is one of "invention." III his opinion in P..nderson's-

Black Rock, he reemphasized this point. He finessed G~~~am v. 

Deer~ by quoting from its opinion, thus: 

We believe that •.. legislative history, 
as well as other sources, shows that the revi
siot. was not intended by Congress to change the 
general level I)f patentable invention. We con
clude that the section [103] was intended merely 
as a codification of judicial precedents embrac-
ing the Hotchkiss[l/] condition •••• 

Justice Douglas then paid lip service to section 103 by adding: 

We conclude further that to those skilled 
in the art the use of.·the old elements in 
combination was not ml invention by the 
obvious-nonobvious standard •• 

In January, 1969, prior to the decision in Anderson's

Black Rock the following December, the CCPA in In re Sponnoble, 

56 CCPA 823, 832, 405 F.2d 578,583, 160 USPQ 237, 243 (1969), 

had said: "A patentable invention, within the ambit of 35 USC 

103, may resul~ even if the inventor has, in effect, merely 

combined featur~s, old in the art, for their known purpose, 

without producing anything beyond results inherent in their 

use." This statement has been quoted'with approval by the CCPA 

several times. In re Roberts, 470 F.2d 1399, 1401, 176 USPQ 

313, 314 (CCPA 1973); In re McLaughlin, 443 F.2d 1392, 1395-96, 

170 USPQ 209,212 (CCPA 1971); In re Passal, 426 F.2d 409,411, 

11 Hotchkiss v. Greenwood,52 U.S. (11 How.) 248 (1850). 
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165 USPQ 702, 704 (1970). Similar views were expressed by the 

Court of Claims in Bowser, Inc. v. United States, 388 F.2d 346, 

349-50, 156 USPQ 406,409 (Ct. Cls. 1967). 

Several years later, in Sakraida v. Ag Pro, supra, 

with four of the Justices remaining of those who took part in 

the Anderson's-Black Rock case, the Court again looked for a 

"synergistic result" and, not perceiving one, reversed the 

Fifth Circuit, which, in the course of upholding validity of 

the involved patent, made the mistake of citing Anderson's

Black Rock and saying: 

A2though the ?laintiff's flush system 
does not embrace a complicated technical 
improvement, it does achieve a synergistic 
result through a novel combination. • , • 

Ag Pro, Inc. v. Sakraida, 474 F.2d 167, 173, 177 USPQ 106, 

111 (5th Cir. 1973) •. I say the Fifth Circuit made a mistake 

in saying that Ag Pro's flush system achieved a "synergistic 

result," because this became a key point in the Supreme Court's 

opinion. If the Fifth Circuit had merely stayed with the 

analysis prescribed by Graham v. Deere in determining patent 

validity, the Supreme Court might not have reached the syner

gism test. Sakraida himself was also inadvertently to blame. 

He had the burden of proving the patent invalid in the face of 

the presumption of validity, but introduced no substantive 

evidence with respect to the level of ordinary skill in the 

art. The Fifth Circuit car'efully pointed out that its decision 

upholding validity was based on the record before it and clearly 

indicated its displeasure 0ver Sakraida'e lack of evidence. 

Different judges and different lawy1ars have taken 

differing views of Sakraida. For example, Judge Rich of the 

CCPA has said that the Supreme Court "simply expressed dis

agreement with the lower court's view that there:v~ a synergistic 

result"; and that "the Supreme Court has never held synergism 

to be a necessary condition of patentability--as indeed it is 

not." 60 JPOS 297-98 (1978). The Commissioner of Patents, 

observing that "[nlowhere in i.ts decisions in those cases 

[Sakraida v. Ag Pro and Anderson's-Black Rock] does the Court 
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state that the 'new or different function' and 'synergistic 

result' tests supersede a finding of unobviousness or obvious

ness under the Graham tes t," has ruled that the Office will 

continue to follow Graham v. ~eere in the examination of 

patent applications. MPEP § 706 (4th ed. 1979) (Rev. 1 Jan. 

1980). Judge Conner of the Southern District of New York, on 

the other hand, recently said in his opinion in Brennan v. Mr. 

Hanger, Inc., 479 F. Supp. 1215, 203 USPQ 697 (S.D. N.Y. 1979), 

that he felt bound to follow the synergism test laid down by 

the Supreme Court in Sakraida, although he had criticized such 

a tes t, saying: 

Every machine, every electrical circuit and 
electro-mechanical device, and almost every 
mechanical instrument of any kind, consists 
of a combination of elements •••• 

Horeover, in every such combination, each 
individual component always performs its 
characteristic function: a gear always acts 
like a gear, a resistor like a resistor, and 
so on. And the overall performance of the 
combination is always precisely equal to the 
sum of the functions of its comoonents. In 
the real world, two p'lus two never equals 
five. 

V APLA QUARTERLY JOUrulAL 77, 84-85 (1977). I agree with Judge 

Conner's criticL,:n, but:. I strongly disagree with his conclusion 

that he was bound to follow what amounts to dicta in Sakraida. 

Interestingly, Judge Conner proceeded to find synergism, and 

the case was not appealed. At the same time, I cannot so 

readily dismiss the impact of Sakraida as Judge Rich. Sere is 

how I read Sakraida: 

The Fifth Circuit said that, although the patent 

combined admittedly old elements for applying water from a 

storage tank to a conventional sloped floor in a dairy barn 

equipped with drains at the bottom of the slope, the arrange

ment of the old elements effected the abrupt release of a 

cascade of water to wash the barn floor. This, it said, was a 

synergistic result. The Supreme Court, although conceding that 

-----~ --- - ------
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perhaps a "more striking result" was produced, said it could 

not agree "that the combination of these old elements to 

produce an abrupt release of water can properly be 

characterized as synergistic." It declared that: 

A patent for a combination which only unites 
old elements with no change in their respec
tive functions • • • obviously withdraws 
what already is known into the field of its 
monopoly and diminishes the resources avail·· 
able to skillful men. • • • 

The Court quoted from Anderson's-Black Rock for the meaning of 

synergism, namely: "an effect greater than the sum of the 

several effects [of the elements of a combination] taken 

separately." Of course, one might wonder why a "more striking 

resul t" from the abrupt release of a cascade of ~vater would not 

be considered to meet this definition. The holding itself was 

that the combination would have been obvious, falling under the 

heading of "the work of the skilled mechanic, not that of the 

inventor," the Court citing Hotchkiss v. Greenwood, supra. 

Graham v. Deere was cited approvingly, without the sligh~est 

indication that the .::malytical approach therein prescribed was 

being changed in the case of so-called combination inventions. 

Ho'wever, it can well be argued that the rationale for the 

Court's holding was the absence of a synergistic effect from 

what the Court referred to as "this particular use of the 

assembly of old elements." If so, absence of a synergistic 

effect will relegate a combination invention to the status of 

"the work of the skilled mechanic, not that of the inventor." 

The level of skill in the art will thus be determined without 

regard to other evidence, such as secondary considerations. I 

cannot reconcile this with Graham v. Deere. 

In early 1978, the Eighth Circuit, in Clark Equipment 

Co. v. Keller, 570 F.2d 778, 197 USPQ 209 (1978), affirmed a 

holding of patent validity using a Graham v. Deere analysis and 

rejected a requirement of synergism, saying: 

In the patent law context, "synergism" has no talismanic power; 
synergism is merely one indication of nonobviousness. 
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However, a year later another panel, affirming the district 

court's holding of invalidity, stated that "if the claims cover 

a structure that combines old and well known elements, one of 

the factors this court must look for • is synergism," and 

cited Sakraida and Anderson's-Black Rock. Reinke Manufacturing 

Co. v. Sidney Manufacturing Co., 594 F.2d 644, 648, 201 USPQ 

344, 348 (8th Cir. 1979). In February of 1979, the Seventh 

Circuit, in Republic Industries Inc. v. Schlage Lock Co., 592 

F.2d 963, 200 USPQ 769 (1979), reversed a decision of a district 

judge who had held invalid a patent on a new' combination of old 

elements because he felt obliged to follow a 2-1 ruling of a 

Seventh Circuit panel in St. Regis Paper Co. v. Bemis Co., 549 

F.2d 833, 193 USPQ 8 (1977), that certain patents were invalid 

because the claimed combinations did not produce a synergistic 

result. The excellent opinion by former Chief Judge Swygert in 

Schlage Lock effec~ively disposed of the synergism test, 

saying, inter alia: 

[W]hen using the synergism approach to 
determine whether one element functions 
differently or whether the whole somehow 
exceeds the parts, one is required to look 
solely to the operation of the elements 
after they are combined. This analysis 
suffers from two def~cts. First, a test 
which looks exclUSively to the functioning 
of the individual components after they are 
combined must necessarily be premised on the 
assumption that it is always obvious to take 
kno~vn elements and combine them. • • • 

The second and more basic defect with 
synergism is that section 103 sets as the 
standard of patentability the nonobviousness 
of the invention "at the time the invention 
was made to a person having ordinary skill 
in the art . • • • " ••• From this van tag e 
point the critical question becomes whether 
the level of skill in the art was such that 
the combining of the elements in the manner 
claimed would have been obvious, not in 
retrospect, but at the time it was done by 
the inventor. • . • Synergism, however, 
precludes this analysis. Because synergism 
centers exclusively on the performance of 
the elements after combination and without 
regard to the obviousness or nonobviousness 
of maKing the combination, synergism does 
not comport with the Graham mandate to apply 
section 103. 

----------------- ------------ ----------------------
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Schlage Lock was followed by different panels of the 

Seventh Circuit in Beatrice Foods v. Tsuyama Manufact~ring Co., 

619 F.2d 3, 204 USPQ 889 (7th Cir. 1979), and Lee Blacksmith, 

Inc. v. Lindsav Brothers, Inc., 605 F.2d 341, 343 n.3, 203 USPQ 

211, 213 n.3 (7th Cir. 1979). The opinions, also by J~dge 

Swygert, said that synergism was irrelevant. See also &~ Inc. 

v. Bunker Ramo Corp., 604 F.2d 24, 203 USPQ 324 (7th Cir. 1979). 

In the Sixth Circuit in 1978, Chief Judge Howard 

~arkey of the CCPA, sitting by designation, wrote the opinion 

of a panel in ~~cola v. Peterson, 580 F.2d 898, 198 USPQ 385, 

cert. denied, ~40 U.S. 961 (1979), affirming t~e district 

court's holding of invalidity of a combination patent. At the 

same time, t~e opinion declared: 

[T]he opinion below elsewhere refers to 
"combination" inventions and to "combina
tions of old elements," as though the 
statute were to be applied differently 
to "combination" inventions. Court opin
ions referring to "combination" inventions 
have not clearly distinguished patentability 
criteria applicable to different types of 
inventions. The statute makes no such 
distinction in patentability criteria • • • • 
From';he facts in some cases, the reference 
to "~.:l:nbination" may have been intended to 
separate mechanical or machine inventions 
from chemical, electrical or process-type 
inventions. But the statute makes no such 
distinction • • . • No statutory warrant 
appears • • • for treating the patentability 
of "combination" inventions differently in 
law from the patentability of some othGr 
type of invention • • 

This dictum was clearly at odds with earlier statements by 

different panels that synergism is a key requirement of patent

ability. Reynolds Metals Co. v. Acorn Building Components, 

Inc., 548 F.2d 155, 161, 192 USPQ 737, 742 (6th Cir. 1977); 

Philips Industries, Inc. v. State Stove Manufacturing Co., 522 

F.2d 1137, 1141, 186 USPQ 458,462 (6th Cir. 1975). And three 

months later, another panel of the Sixth Circuit affirmed a 

holding of invalidity, saying: 

[B]ecause the ••• natent is composed of 
a combination of old elements, the combina
tion, in order to be patentable, must 
produce a synergistic effect or result. 

American Seating Co. v. National Seating Co., 586 F.2d 611, 199 

USPQ 257 (6th Cir. 1978), cert. denied, 441 U.S. 907 (1979). 
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On January 15, 1980, yet another panel of the Six~h Circuit 
\0 

rendered an opinion in Smith v.ACME General Corp., 614 F.2d 

1086, 204 USPQ 1060, affirming the dis tric,t. court:' s ruling of 

invalidity. It held, in~er alia, that a syr.ergistic result had 

not been shown for t~e involved patent (an adjustable assembly 

for a folding door) and said: 

Courts have roughly defined synerg":i.sm as 
when the "whole in some way exceeds the 
sum of its parts," when the combination 
produces a "new or different function," 
or "unusual or surprising consequences." 

It seems apparent from the Black Rock 
and Sakraida decisions that the Supreme 
Court has recognized synergism to a 
limited extent as a term symbolizing the 
more stringent standard for combination 
patent claims. [Footnote omitted.] 

Nevertheless, the panel hedged by saying: 

Unquestionably this standard was not meant 
to reduce emphasis on the Graham analysis 
for obviousness under § 103. If we under
stood synergism to require such, synergism 
would be tossed aside immediately. 

And the panel actually quoted from the opinion in Schlage Lock. 

Just a month earlier, still another Sixth Circuit panel had 

held that a patent on a snow-making process, which it referred 

to as a "combination" patent, achieved a synergistic result 

and, therefore, met the standard of nonobviousness set forth by 

section 103. Hansen v. Alpine Valley Ski Area, Inc., 611 F.2d 

156, 204 USPQ 803 (1979). 

Recently, the Third Circuit, in Sims v. Mack Truck 

Corp., 608 F.2d 87, 93, 203 USPQ 961,967 (1979), cert. denied, 

100 S. Ct. 1319 (1980), said that since it was holding that the 

patent at issue failed to meet the test set down by Graham v. 

~, it did not need to rule on whether a finding of syner

gism is a precondition to validity of combination patents, 

noting that the circuits are split on the question. 

In the Ninth Circuit, as in the Sixth and Eighth, the 

significance of synergism has depended on the makeup of the 
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panel. In 1971, in Reeves Ins trumen t Corp. v. Beckman Ins t:t'\l

.~ents, Inc., 444 F.2d 263, 170 USPQ 74, a panel comprising 

Judges Barnes, Duniway, and Wright declared that the Ninth 

Circuit "has con.'3istently followed th" an 1 . '" a YS1.S • • • prescribed 

in Graham" and emphasized that 35 USC 103 provides that the 

inquiry into patentability "must be drawn toward the 'subject 

matter as a whole' and not to the elements of a claimed combin

ation and their individual novelty." It rej ected an argument 

that the claimed invention was invalid because it consisted of 

old elements which it said would preclude patenting of virtually 

every new mechanical or electrical device "since the vast 

majority, if not all, involve the construction of some new 

device from old elements." In 1977, a panel comprl.s1.ng 

Judges Chambers, Tuttle, and Wallace, citing A & P, Black Rock, 

and Sakraida, declared that a mere combination of devices well 

known in the prior art is obvious unless the whole exceeds G~e 

sum of its parts; that there should be "unusual or surprising 

consequences." Astra Music, Inc. v. Eastham, 564 F.2d 1236, 

197 USPQ 399. In March of 1979, another panel, in Herschensohn 

v. Hoffman, 593 F.2d 893, 201 USPQ 721, cited Sakraida and said 

it 1 was c ear that the involved patent was invalid, "having no 

new, unusual, or synergistic result." The next month, a panel 

comprising Judges Chambers, Bright (from the Eighth Circuit 

who, incidentally, was not on the Eighth Circuit panel which, 

in deciding Clark Equipment Co., said that "synergism is merely 

one indication of nonobviousness"), and District Judge Tang, 

held that the district court "properly considered failure of 

[the subj ect patented] device ••• to create a. synergistic 

result or to disclose any 'unusual or surprising consequences.'" 

The panel noted that the device combined old elements and cited 

Sakraida and Black Rock. S tIT a co, nco v. ranseguip, Inc., 594 

F.2d 1318, 1322, 202 USPQ 567, 570 (9th Cir. 1979). On 

September 17, 1979, another panel, in an unpublished opinion 
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(No. 77-2504), affirmed a judgment of invalidity, following the 

combination patent approach of A & P and Sakraida. Osmose Wood 

Preserving Co. v. City of Los Angeles, 449 PTCJ A-l (Oct. 11, 

1979), cert. denied, 100 S. Ct. 1597 (1980). 

However, the latest word from the Ninth Circuit came 

in January of 1980 from a panel comprising Judges Goodwin, 

Sneed, and District Judge Jameson in Palmer v. Orthokinetics, 

Inc., 611 F.2d 316, 204 USPQ 893. In a memorandum decision 

(declaratory judgment action), the district court had held 

a patent invalid for obviousness, saying thac although the 

combination of elements--all said to be old--resulted in a new 

mechanical device that performed a useful function (a chair 

designed to simplify moving a wheelchair-bound person by car), 

that function was not synergistic, "because the interaction of 

these old elements produced an expected result." On appeal the 

patentee attacked the district courc's failure to make the 

factual inquiries required by Graham v. Deere and also its 

failure to make findings regarding the secondary indicia of 

nonobviousness. The Ninth Circuit panel reversed and remanded 

because of what it termed "conclusory statements" regarding 

synergism which made it impossible to determine whether the 

district court made the proper inquiries under section 103 in 

accordance with the Graham v. Deere analysis. Judge 0ameson 

wrote che opinion, and it is apparent that Schlage Lock, which 

he cited, exerted a strong influence. He w70te: 

A trial court must determine whether 
the patent in issue would have been obvious 
to one having ordinary skill in the art 
"at the time the invention was made". 35 
U.S.C. § 103 (emphasis added). "From this 
vantage point the critical question becomes 
whether the level of skill in rhe art was 
such that the combinin~ of the elemencs in 
the manner cla~med wou a have been obv~ous, 
not in retrospect, but at the time it was 
done by the inventor." Republican Indus
tries, Inc. v. Schlage Lock Co., 592 F.2d 
963, 971, 200 USPQ 769, 778-79 (7th Cir. 
1979) (emphasis added). Horeover, "the mere 
fact that each of the elements making up the 

... 
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combination covered by the claims in suit 
appears somewhere in the prior art does not 
by itself ne~ate patentability. All struc
tural invent~ons of necessity involve a 
combination of old elements, i.e., gears, 
levers, tubes, bolts, etc. A new structure 
is patentable only because the elements are 
combined in a new and unobvious arrangement." 

The opinion goes on to say that the district court's findings 

that the consequences of combining the elements were not 

unusual or surprising did not resolve the question of whether 

the level of ordinary skill in the art was such that the 

combining of the elements in the manner claimed would have been 

obvious at the time the invention was made. Thus, although, as 

I will discuss later, unexpected results are probative of the 

level of ordinary skill in the art, the opinion correctly 

points out that the absence of unexpected results does not 

preclude patentability. However, the opinion then says, 

somewhat amorphously: 

Although we have often noted that a synergism 
test will assist a court in determining whether 
a combination patent is nonobvious, the find
ings and conclusions of the trial court must 
be guided by the requirements of § 103 and 
Graham v. John Deere Co. [Footnotes omitted.] 

In 1979 I was privileged to sit as a visiting judge 

with the Second and Tenth Circuits and to be assigned to w7ite 

the opinion in a patent case for each court. The Second 

Circuit case, Champion Spark Plug Co. v. Gyromat Corp., 603 

F.2d 361, 202 USPQ 785 (1979), cert. denied, 100 S. Ct. 1276 

(1980), was an appeal from a declaratory judgment that Gyro-

mat's patent was invalid and unenforceable for obviousness. 

One of Champion's arguments for affirmance was that claims of 

the involved patent merely defined an "arrangement of old 

elements," each performing "the same function it had been known 

to perform," and that such combinations are not patentable, 

citing Sakraida. In response to this, we said: 

In the factual setting of the Sakraida case, 
we have no difficulty with the holding that the 
invention there involved was not patentable. 

81-714 0-81--18 
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However, we do not agree with what amounts 
to an oblique suggestion that the dicta in 
the Supreme Court's opinion overruled the 
statutory test of nonobviousness established 
by 35 U.S.C. § 103 along with the analytical 
guidelines for that test established by the 
Court in Graham v. John Deere Co •..• which 
the opinion in Sakraidao cites with approval •• 
Most, if not all, inventions involve a combina
tion of old or known elements ..•. If the 
inventions are new, useful, and nonobvious, 
they are patentable •.•• 

We then held that the statutory presumption of valj1ity of the 

involved patent had not been rebutted by Champion. I might add 

that the opinion cited Judge Learned Hand's 1960 opinion in 

Reiner v. I. Leon Co., 285 F.2d SOl, 504, 128 USPQ 25, cert. 

denied, 366 U.S. 929, which declared: 

It is idle to say that combinations of old 
elements cannot be inventions; substantially 
every invention is for such a "combination": 
that is to say, it consis~s of former elements 
in a new assemblage. All the constituents 
~ay be old, if t~eir new concourse would not 
"have been obvious at the time the invention 
was made to a person haVing ordir.ary skill 
in the art" (§ 103, Title 35). 

We also cited B.G. Corp. v. Walter Kidde & Co., 79 F.2d 20, 22, 

26 USPQ 288, 289-90 (2d Cir. 1935), in which the opinion by 

Judge Hand twenty-five years earlier set forth the same doctrine. 

The Tenth Circuit case, Plastic Container Corp. v. 

Continental Plastics of Oklahoma, Inc., 607 F.2d 885, 203 USPQ 

27 (10th Cir. 1979), £~rt. denied, 444 U.S. 1018 (1980), was an 

appeal from a summary judgment by the district court in favor 

of Continental and from denial of summary judgment requested by 

Plastic Container. The panel unanimously reversed and 

remanded. A key issue was whether a reissue patent to one 

Samuel Hall, Jr., owned by Plastic Container, was invalid for 

obviousness under 35 USC 103. We said that Continental should 

have an opportunity, on remand, to show. the obviousness of the 

Hall reissue claims by presenting to the district court 

additional prior art, which was not before the PTO, which it 

might consider pertinent. We then said (footnotes omitted): 

-----~-~--
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The obviousness or nonobviousness of the Hall 
Reissue claims can then be determined in 
accordance with the analytical guidelines 
established by the Supreme Court in Graham 
v. John Deere Co ••.. ~ve note that these 
guidelines do not require that, for a com
bination of known elements to be nonobvious, 
the result achieved by the combination must 
be synergis tic. . . • "If the level of skill 
of a person of ordinary skill in the pertinent 
art is such that the differences between the 
subject matter sought to be patented and the 
prior art would not have been obvious to that 
person, the test for nonobviousness is met." 
[Quoting from Champion Spark Pl~g Co. v. 
Gyroma t Corp.] 

-~ -~~~- - . ----

A footnote in the opinion cited two 1979 Tenth Circuit opinions 

in whid. a requirement of synergism had been suggested, by way 

of dictum. In July of 1980 another panel of the Tenth Circuit 

acknowledged the apparent conflict between these two opinions 

and our statement in the Plastic Container Corp. case, but, in 

affirming the district court's holding of nonobviousness of a 

combination patent (Norfin, Inc. v. International Business 

Machines Corp., 453 F. Supp. 1072, 199 USPQ 57 (D. Colo. 

1978», left resolution of the conflict for a "later day," 

saying that no matter what test was applied, the invention was 

patentable. Norfin, Inc. v. International Business Machines 

Corp., 625 F.2d J57, 365, 207 USPQ 737, 745 (10th Ciro 1980). 
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Senator HEFLIN. Judge Friedman, will you summaJ'ize your 
thoughts please? 

STATEMENT OF HON. DANIEL M. FRIEDMAN, CHIEF JUDGE, 
U.S. COURT OF CLAIMS, WASHINGTON, D.C. 

Judge FRIEDMAN. I will be very brief, Senator. I have submitted a 
statement. There are two or three things I would like to respond to 
which were said here today. 

To repeat what Judge Markey said about specialized courts, we 
do not consider our court to be a specialized court. W,e have juris
diction in a large number of areas. We consider oUl'selves to be 
generalists with areas of expertise. To the extent 'chere is any 
element of specialization at the present time between these two 
courts, it will be reduced and not increased by combining the 2 
courts of 12 judges of the proposed Court of Appeals for the Federal 
Circuit. We will have a much broader jurisdiction than each of the 
courts now has, and there will be a cross fertilization; there will be 
the opportunity for all of these judges to get into the areas that 
some of them are now not in. 

Also the concern, viewing with alarm, that if you permit this to 
take place now who knows what will come next-well, that is up to 
the Congress. If it should turn out at a future date there is a need 
for some other specialized court, Congress will take care of that. 
However, it cannot be fairly said that merely because you create 
this court now and it becomes a forum in being this will encourage 
Congress to create new courts or to transfer other areas of jurisdic
tion to this court. 

I also would like to refer to the questions you raised with respect 
to the antitrust aspects of these patent cases. I speak with some 
measure of familiarity in this area because I have perhaps i:u'gued 
more antitrust cases before the Supreme Court during my tenure 
in the Department of Justice than anyone else. 

That is not a serious problem at all. Most anfLtrust cases do not 
involve patent issues. There are charges of pricE) fixing, charges of 
monopolization, charges of irregularities, improprieties in connec
tion with distributorships and that kind of thing, allocation of 
markets, limiting what distributors can do, and so on. It seems to 
me almost unbelievable that if such a suit were brought someone 
would try to dream up a patent violation by the plaintiff in the 
hope of getting the case into the Court of App1eals for the Federal 
Circuit. 

Indeed, it is far from clear under the bill whether the filing of an 
antitrust claim and a counterclaim would operate to bring the case 
into the Court of Appeals for the Federal Circuit at all. 

However, if some cases with antitrust issues which now are 
heard by the circuits are heard by the Court of Appeals for the 
Federal Circuit, that seems wholly appropriate. There is no reason 
why this new court cannot decide antitrust eases just as well and 
just as effectively as any of the courts of appeals do now. 

This bill has great advantages. It is a simple bill. It avoids many 
of the difficulties of some of the other attachments put on earlier 
drafts of the bill. All it does basically is to combine the two existing 
courts into a single court, combine the jurisdiction of those courts 
into the new court, giving the new court exclusive jurisdiction in 
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patent infringement litigation, and creating a U.S. claims court to 
e:cercise the trial jurisdiction that the Court of Claims now exer
CIses. 

We think that the bill has an advantage. It is stripped of many 
of the more controversial aspects that existed in prior litigation. 

The judges of our courts since the inception have favored this 
proposed concept of combining the courts and creating a special 
independent claims court, and we urge upon the committee to 
approve this legislation. 

[The prepared statement of Chief Judge Friedman and attached 
statement of trial judges of the U.S. Court of Claims follow:] 
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PREPARED STATEMENT OF DANIEL M. FRIEI1>1AN 

MI'. Chairman. and Members' of the Subcommittee: 

The Court of Claims appreciates the opportunity to pre

sent to the subcommittee its views on this proposed legisla

tion. My statement reflects the views of all active judges of 

th~ court. 

We commend the committee for its initiatives in these im-

portant efforts to improve the administration of justice, and 

we stand ready to assist it or your staff in any way you desire. 

Some background information regarding the Court of Claims 

may be useful in putting the issues in perspective. The Court 

of Claims has broad jurisdictioQ over suits against the United 

States for money damages. Our cases include government con-

tract cases, tax cases, civilian and military pay cases, patent 

infringement suits against the United States, claims by Indians, 

~uits for just compensation, and various other ca~es based upon 

the Constitution, statutes, or government regulations. 28 

U.S.C. § 1491. 

Since the subcommittee may not be familiar with the pat

ent jurisdiction of the Court of Claims, I refer to it briefly. 

The court has exclusive jurisdiction over ,suits charging in-

fringement by the United States. This exclusive jurisdiction 

also covers cases in whic:1 the alleged infringement was com-

mitted by a government contractor in performing the contract; 

in that situation the patentee may sue only the United States 

and not the contractor. In determining these patent cases, we 

decide the same issues that the district courts resolve in 

infringement litigation betl-leen private parties: whether the 

patent is valid; if it is valid, whether it has been infringed; 

and if these questions are answered affirmatively, the amount 

of damages. Our patent cases also involve questions of patent 

licenses, government contracts, and sometimes patent abuse. 
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The patent cases constitute an important part of our work. 

In the fiscal year ended September 30, 1980, we had 46 patent 

cases pending at the beginning of the year and 46 pending at 

the end. Seventeen cases were filed, and 17 were disposed of 

during the year. These patent cases constitute almost 3 per

cent of the total cases we disposed of and approximately 2-1/4 

percent of our total docket. These statistics, however, tend 

to understate the significance of those cases as part of our 

total workload, since those cases generally are among our most 

complex, protracted, and difficult. 

An important consequence of the breadth of our juriddic

tion is that although we decide cases involving only ~ertain 

areas of the law, we are not a "specialized" court in the invid

ious sense in wh ich that term somet imes is used. Rather, we 

should be viewed as a court of generalists with exper:ise in a 

defined number of subjects. The soundness of this ch,lI'acteri

zation is confirmed by the fact that for many years our judges 

have been sitting and continue to sit on the courts of appeals 

for the different circuits and have deci~ed civil and criminal 

cases involving all areas uf the law. 

The proposed bill would retain the existing nonexclusive 

tax refund suit jurisdiction of the Court of Claims but would 

allocate to the Claims Court the trial jurisdiction and to the 

Court of Appeals for the Federal Circuit the appellate juris-

dict'ion over these cases. Since an earlier version of this 

legislation the Senate passed last year (S. 1477) would have 

given the Claims Court trial jurisdiction over tax cases but 

~ould have diverted to the various regional courts of appeals 

appellate jurisdiction over those decisions of the Claims Court, 

I think it appropriate to refer briefly to the tax refund juris

diction the Court of Claims now has. 

The Court of Claims has been exercising jurisdiction over 

tax cases for more than 60 years, ever since the Supreme Court 

held in United States v. Emory, 237 U.S. 28, in 1915 that the 
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court's basic jurisdictional statute, the Tucker Act of 1887, 

covers tax refund suits. Tax cases constitute the largest 

single category of the court's docket. In the fiscal year 

ended September 30, 1980, for example, 166 pet it ions were filed 

in tax cases, constituting almost one-quarter of the total of 

697 cases filed. Similarly, the court disposed of 167 tax re

fund cases, approximately 30 percent of its total disposition 

of 571 cases. During the same period, all of the circuit 

courts of appeals together decided 235 tax cases, an average of 

only 21.4 per circuit. Over the years the percentage of tax 

in this court has been somel.,hat higher cases 
than it was in 

1980, generally averaging between 30 and 35 percent of our 

total filings and dispositions. The number of tax cases filed 

in this court also has increased over the years. These cases 

involve virtually every area of tax law, including income tax, 

estate tax, gift tax, and excise tax. 

Many of these tax cases are extremely complicated and 

difficult, with lengthy records and numerous issues. Frequent-

ly they present novel questions. Presumably because of the 

court's long experience with and expertise in the tax field and 

the suitability of its procedures, tax cases involving the larg-

er claims gravitate toward the Court of Claims. For example, 

although there is no dollar limit to the jurisdiction of either 

the Tax Court or the d istr ict court, the average amount in

volved in tax cases in the Court of Claims has been substan

tially greater than that involved in those cases in the other 

courts. As of September 30, 1980, the qmount in dispute in the 

average tax case pending in the Court of Claims was $935,594, 

as against $146,917 in the Tax Court and $185,279 in the dis-

trict courts. Annual Report of the Commissioner of Internal 

Revenue for 1980, pp. 47-48. Earlier reports show similar fig-

ures. 

I believe that over the years the Court of Claims has be

come recognized as a particularly suitable forum for the trial 
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of the larger, more complex and difficult tax cases. The large 

number of tax cases that are filed each year in the Court of 

Claims indicates that many taxpayers prefer to litigate their 

cases in this Court. 
We th ink it appropr ia te tha t we should 

retain this jurisdiction. The theory underlying this legisla

tion is that the new appellate court should handle all the ap

pellate cases that the Court of Claims and the Court of Customs 

and Patent Appeals now handle; previous proposals to route ap

peals from the tax decisions of the Claims Court to the various 

courts of appeals were inconsistent with that objective. 

If the Court of Appeals for the Federal Circuit does not 

retain jurisdiction to review tax deCisions of the Claims Court, 

the judges of the new appellate court might not have sufficient 

work to keep them fully occupied. 

The Court of Claims consists of seven Article III judges. 

The court has a Trial Division, conSisting of 16 trial judges 

whom it appoints; the trials that those judges conduct are held 

throughout the country. The court functions primarily as an 

appellate tribunal, reviewing the decisions of its trial judges, 

although it also decides so-called dispositive motion3, such as 

motions to dismiss or fn.r summary judgment. The establishment 

of the proposed United States Claims Court to take the place of 

the Trial Division would, we believe, provide a significant im

provement in the functioning of the Court of Claims. 

Since under chapter 91 of Ti tle 28, only the "Court of 

Claims" may "render judgment," the trial judges' deCiSions, 

conclusions of law and findings of fact, as 28 U.S.C. § 2503 

provides, are recommendat ions only. 
The trial judges cannot 

enter a final judgment dispOSing of a case; only the Court may 

do that. As a result, all of the decisions of the trial judges 

must be reviewed by the Court. Many of the deCisions of the 

trial judges are appealed by the parties and must be reviewed 

by the court on extensive substantive grounds. 
Indeed, even 

where neither party excepts to the trial judge's deCiSion, 
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still it is necessary for the prevailing party to carry the 

case to the court and request the court to enter a judgment 

effectuating that decision. The result is that the judges of 

the court are burdened with the duty of reviewing many deci

sions that they would not be required to review if the trial 

judges' rul ings were accorded finality in the absence of an 

appeal. 

Because only the court can finally decide a case, the 

filing of a dispositive motion suspends the reference of a case 

to a trial judge. See Rule 14 (b) (2) of the Rules of the Court 

of Claims. The filing of such a motion frequently suspends pro

ceedings before the trial judge for a substantial period. If 

the court denies the motion, the ultimate disposition of the 

case will have been delayed while the motion was pending. Under 

the bill, however, the judges of the Claims Court themselves 

would decide all dispositive motions. 

The inability of the trial judges to enter judgments prob

ably also contributes to a lower rate of settlement of cases in 

the Trial Division than would otherwise exist if judgment could 

be entered there. 

The knowledge that their decisions always will be reviewed 

by the court frequently leads the trial judges to write far more 

extensive opinions and make far lengthier and more detailed 

findings than may be necessary to the decision of the issues 

they resolve. Since they cannot foretell what issues the court 

will deem significant or the parties will raise on review, or 

on what points the court may want to have findings of fact, 

many trial judges feel impelled to cover every possible legal 

issue and factual consideration in the case with a full discus

sion and findings. The consequence is a substantially greater 

burden upon the trial judges in preparing their opinions and 

findings than they would have if they discussed only the issues 

they decided. Another effect of this practice is that the 

trial judges take substantially longer to render their decisions 

-~- ------ - --- - -----~ 
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than would be necessary if their rulings were final. Both the 

court and the bar are concerned over what many perceive to be 

undue delays in the decision of cases by the trial judges and 

undue prolixity in their opinions and findings. Many of these 

problems could be avoided if the trial judges had authority to 

render fin~l Jecisions. 

The active judges of the Court of Claims have, since its 

original proposal, favored in principle the combination of the 

two courts to form a single appellate tribunal with the expand

ed patent jurisdiction the proposed legislation contemplates, 

provided that the jurisdiction of the new combined court will 

be sufficient to keep our judges fully occupied. On the assump

tion that that is the case, we consider the basic objectives of 

the proposed bill to offer an improvement in the fr~eral judi

cial system. The new court would combine two appellate courts 

with national jurisdiction into a single tribunal which, in our 

view, would perform more effectively the functions that each 

court now performs separate,ly. A merger of the courts would 

create a tribunal with broader jurisdiction than each of the 

existing courts has, and thus create a more "generalist" court 

than either of the existing courts. At the same time, no sub

stantive increase in the number of courts or of judges will re

sult from the proposal. The concentration of all patent appeals 

in a single court would eliminate the existing uncertainties 

about the validity of particular patents and the delays in ob

taining a binding judicial determination of validity. 

In addition to the foregoing general comments, we have a 

few suggested changes. 

1. Section 169 of the proposed bill (pp. 38-39, lines 

21-4), dealing with the effect of the Act upon pendi!:Ig cases, 

could be clarified to eliminate ambiguities. The principal 

problem stems from the fact that under Rule 14(b) (2) of the 

Rules of the Court of Claims, the filing of a dispositive mo

tion suspends the reference of a case to the trial judge. A 
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case in which such a motion has been filed therefore no longer 

may be pending before the trial judge. However, if the Cour t 

of Claims has not acted on the motion on the effective date of 

the Act, that motion should be decided by the Claims Court 

rather than by the Court of Appeals for the Federal Circuit. 

This ambiguity and another one noted below could be elim

i~ated by changing section 169 to read as follows: 

(a) Any case pending before the Court of Claims 
on the effective date of this Act in which a report 
on the merits has been filed by a commissioner, or in 
which there is pending a request for review, and upon 
wh ich the court has not acted, ahall be transferred 
to the United States Court of Appeals for the Federal 
Circuit. 

(b) Any matter pending before the United States 
Court of Customs and Patent Appeals shall be trans
ferred to the United States Court of Appeals for the 
Federal Circuit. 

(c) Any petition for rehearing, reconsidera-
tion, alteration, modification, or other change in 
any decision of the United States Court of Claims or 
the United States Court of Customs and Patent Appeals 
rendered prior to the effective date of this Act that 
has not been determined by either of those courts on 
the effective date of this Act, or that is filed af
ter that date, shall be determined by the United 
States Court of Appeals for the Federal Circuit. 

(d) Any matter pending before a commissioner 
of the United States Court of Claim::; on the effec
tive date of this Act, or any pending dispositive 
motion that the United States Court of Claims has 
not determined on that date, shall be transferred to 
the United States Claims Court. 

(e) Any case in which a notice of appeal has 
been filed in a district. court of the United States 
prior to the effective date of this Act shall be de
cided by the court of appeals to which the appeal 
was taken. 

The change that suggested subparagraph (e) above makes in 

the second sentence of section 169 of the bill, is designed to 

eliminate any question relating to cases in which a notice of 

appeal was filed in the district court pr ior to the effective 

date of the Act but in which the appeal was not docketed in the 

court of appeals prior to that date. 

2. Section 128 of the proposed bill excepts from the 

jurisdiction of the Cour.t of Appeals for the Federal Circuit 
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certain cases in which the jurisdiction of the distric.t court 

was invoked under specified provisions of 28 U.S.C. § 1346 

(p. 16, lines 13-24). Perhaps inadvertently, however, the ex

ception does not include section 1346(0, which gives the dis-

trict courts exclusive jurisdiction over quiet title actions 

under section 2409a relating to land in which the United States 

claims an interest. The Court of Claims generally has not de

cided title questions, apd it seems inappropriate to give the 

new appellate court jurisdiction over those cases. 

This could be accomplished by eliminating the word "or" 

on line 20 of page 16, add ing the words "or 1346 (f)" after 

"1346(e)" on that line. 

3. Section 122(e) of the proposed bill (p. 12, lines 7-9) 

would amend 28 U.S.C. § 796 by transferring the authority the 

Court of Claims now has to make reporting contracts to the 

Director of the Administrative Office of the United States 

Courts. Unlike the district courts, the Court of Claims does 

not employ salaried reporters, but obtains reporting services 

solely through contract. Since the repor~ing of Court of Claims 

proceedings differs in some respects from the reporting of dis

trict cour.t proceedings, we suggest that the authority of the 

Director to make reporting contracts for the United States· 

Claims Court should be subject to the approval of that court. 

This could be done by inserting at the beginning of section 796 

the words "Subject to the approval of the United States Claims 

Court." 

4. Section 140U) of the proposed bill (p. 27, lines 

3-6) amends sections 2511, 2512, 2513, 2514, and 2515 (a) of 

Title 28 to substitute "United States Claims Court" for "Court 

of Claims." It makes no such substitution in section 2516(a), 

which governs the award of interest in judgments of the Court 

of Claims. Such substitution is necessary. At the same time, 

section 2516(b), which deals with interest on judgments of the 

Court of Claims that the Supreme Court has affirmed, should be 
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repealed, since under the bill the judgments of the Claims 

Court will be reviewed not by the Supreme Court, but by the 

Court of Appeals for the Federal Circuit. If section 25l6(b) 

is eliminated, the reference in 31 U.S.C. § 724a to interest 

25l6(b) a lso should be eliminated. payable pursuant to section 

This could be accomplished by adding, at page 33, end of line 

25, the words: 

5. 

, and striking out "in accordance with subsection 
25l6(b) of Title 28." 

On line 4 of page 1 of the proposed bill the words 

"PART A" should be substituted for "TITLE I" to conform the 

nomenclature with Parts Band C, which begin on pages 29 (line 

16) and 36 (line 23), respectively. 

6. There should be added to section 112 of the proposed 

bill (p. 7-8, lines 20-3) a new subsection (c) reading as fol-

lows: 

(c) Section 372(c)(17) of title 28, Unite? States 
Code, is amended by striking out "Court of ClaIms, the 
Court of Customs and Patent Appeals, and t~e CU9toms 
Court" and inserting in lieu thereof "ClaIms Court, 
Court of International Trade, and the Court of Appeals 
for the Federal Circuit" 

This addition is designed to make the same change in the 

provision of the Judicial Councils Reform and Judicial Conduct 

and Disability Act of 1980, Pub. L. No. 96-458 (Oct. 15, 1980), 

governing the prescription of rules by the Court of Claims, the 

Court of Customs and Patent Appeals, and the Court of Interna

tional Trade (section 3) that section 112 of the proposed bill 

makes in sections 372(a) and (b) of Title 28. 

7. Section ll6(a) of the proposed bill (p. 8, line 25) 

should be amended to delete the words "455 and sections 457 

) " h l't through so t at will read "sections 452 through 459 of 

this". Section 456 of Title 28, which section l16(a) as now 

written would not cover, deals with travel expenses of justices 

and judges, and it should be made applicable to the judges of 

the United States Claims Court. 

7 
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8. Section 140(m) of the p,=oposed bill (p. 27, line 18) 

should be amended to add at the end the 1'lOrds "and striking out 
(a) • " 

Since section 140(1) (lines 12-14) repeals sections 

2520(b) and (c) of Title 28, there no longer will be a subsec

tion (a) of section 2520. 

There is attached a Statement of the Trial Judges of the 

United States Court of Claims reflecting a consensus among them 

on certain changes they suggest should be made in the bill. 

PREPARED STATEMENT OF TRIAL JUDGES OF U,S. COURT OF CLAIMS 

SUGGESTING CERTAIN CHANGES IN A PROPOSED BILL 
APPROVED BY THE JUDICIAL CONFERENCE OF THE UNITED STATES 

"TO ESTABLISH A 
UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT, 

TO ESTABLISH A UNITED STATES CLAIMS COURT, 
AND FOR OTHER PURPOSES." 

~. Section 105 of the bill (p. 5, lines 15-25; 

p. 6, lines 1-5) provides a new 28 U.S.C. § 176 - Removal from 

office, which would confer removal jurisdiction on the new Court 

of Appeals for the Federal Circuit. The trial judges believe 

this procedure is unwise, and recommend adoption of the provi

sion previously approved and reported by the House Judiciary 

Committee in H.R. 3806, 96th Cong., 2d sess., as follows: 

Delete lines 15 through 25 on page 5, and lines 1 

through 5 on page 6 and insert: 

"§ 176. Removal from office 

Judges of the United States Claims Court may 

be removed by the President, after notice and 

opportunity for public hearing, for inefficiency, 

neglect of duty, or malfeasance in office, but for 

no other cause." 
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No.2. Section 105(a) of the bill amends 28 U.S.C. 

§ 171 (p. 4, lines 11 and 12) to provide for the biennial desig

nation of a chief judge by the Claims Court. The trial judges 

would prefer such election be avoided, as follows: 

Delete lines 11 and 12 on page 5 and insert: 

"(h) The chief judge of the United States 

Claims Court on the effective date of this Act 

shall be the judge who is senior in appointment 

as a commissioner in the United States Court of 

Claims and is under 70 years of age. Former 

commissioners of the United States Court of 

Claims are eligible to act as chief judge until 

a judge has been appointed and qualified by the 

President pursuant to section l7l(a) of title 

28, United States Code, as amended by this Act, 

and has served as a Claims Court judge for one 

year. Thereafter vacancies in the position of 

chief judge shall be filled in the manner pre-

scribed for district courts as provided in sec-

tion l36(a) of title 28, United States Code, as 

amended." 

No.3. Section l22(f) of the bill (p. 12, lines 10-12) 

repeals section 797 of title 28, United States Code, which presently 

authorizes the United States Court of Claims to recall retired com-

missioners whose experience or services are needed for the same 

reasons as senior judges of other courts and retired Tax Court 

judges are recalled. Absent such a provision a Claims Court judge 

who is required to Fetire on a particular date would be unable to 

complete a trial or decide a tried and briefed case. In addition, 

he would be required to abstain from trials long prior to reaching 

retirement age for fear that he could not complete the decision in 

time. 
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In the similar bill introduced in the House, the Court 

of Appeals for the Federal Circuit Act of 1981 (H.R. 2405), section 

l20(f) (1) containR a recall provision for judges of the United 

States Claims Court by a revision of 28 U.S.C. § 797 to provide 

for the designation of a retired Claims Court judge as a "senior 

judge" and for the recall of such senior judges. The trial judges 

of the Court of Claims support the House revision of section 797 

with an amendment: subsection 797(b) of the House bill provides 

that the recall of a retired senior judge of the Claims Court shall 

be made by the chief judge of the United States Court of Appeals 

for the Federal Circuit. The trial judges believe the recall more 

appropriately should be made by the chief judge of the United 

States Claims Court. The latter obviously will be better informed 

about the needs of his own court than will the chief judge of the 

appellate court. There is no need for supervision by another court 

in such regard and it would detract from the independance of the 

Claims Court in an unprecedented manner. 

The proposed Senate Courts Consolidation Bill should be 

amended as follows: 

Delete subsection l22(f) on lines 10 through 12, on 

page 12 and insert: 

(f) (1) Section 797 of title 28, United States Code, 

is amended to read as follows: 

81-714 0-81--19 

"§ 797. Recall of retired judges 

"(a) Any judge of the United States Claims 

Court who has retired from regular active service 

under the Civil Service Retirement Act shall be 

known and designated as a senior judge and may 

perform duties as a judge when recalled pursuant 

to subsection (b) of this section. 

"(b) The chief judge of the United States 

Claims Court, whenever he deems it advisable, may 

recall any senior judge, with such ~enior judge's 
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consent, to per.'form such duties as a judge and for 

such period of time as the chief judge may specify. 

"(c) Any senior judge performing duties pur

suant to this section shall not be counted as a 

judge for purposes of the number of judgeships 

aU~horized by section 171 of this title. 

"(d) Any senior judge, while performing 

dutjes pursuant to thir section, shall be paid 

the same allowances for travel and other ex-

penses as a judge in active service. Such 

nenior judge shall also receive from the Claims 

Court supplemental pay in an amount sufficient, 

when added to his civil service retirement annuity, 

to equal the salary of a judge in active service 

for the same period or periods of time. Such 

supplemental pay shall be paid in the same manner 

as the salary of a judge." 

,(2) The item relating to section 797 in the sec-

tion analysis of chapter 51 of titl~ 28, United States 

Code, is amended by striking out "commissioners" and 

inserting in lieu thereof "judges". 

No.4. There is concern that the Courts Consolidation 

Bill does not make specific provision for continued coverage for 

civil service retirement and civil service life insurance and 

health benefits programs. Such coverage could be accomplished as 

follows: 

Amend section 168(a) of the bill by the addition of 

the following at line 2, page 38: 

"During service as a judge of the United States 

Claims Court pursuant to this section, commissioners 

of the United States Court of Claims shall be deemed 

to be officers of the jUdicial branch of the United 
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States Government within the meaning of subsection III 

(relating to civil service retirement) of chapter 83, 

chapter 87 (relating to Federal employees' group life 

insurance), and chapter 89 (relating to Federal em

ployees' health benefits program) of title 5 of the 

United States Code." 

An alternative method to accomplish this result also 

Would be provided by the following amendments: 

(a) Amend section 105 (a) of the bill by adding, 

after line 9, on page 6, a new section 178 in title 

28, United States Code as fallows: 

"§ 178. R t' e 1rement and other programs 

"A judge of the Claims Court shall be deemd to 

be a judge of the United States for purposes of sec

tion 2104 of title 5, United States Code." 

(b) Amend section 145 of the bill (p. 29, line 22 

through p. 30, line 6) by redesignating it as sec

tion 145(a) and insert a new subsection (b) after 

line 6 on page 30 as follows: 

(b) (1) Section 8331 of title 5, Unit~d States 

Code, is amended --

(1) by striking out "and" at the end of 

paragraph (21); 

(2) by striking out the period at the end 

of paragraph (22) and inserting If; and"; and 

(3) by adding at the end thereof the fol

lowing new paragraph: 

"(23) 'judge of the United States Claims 

Court' means an individual appointed as a judge 

of the United States Claims Court under section 

171 of title 28." 

(b) (2) For the purpose of section 8331 of title 

5, United States Code, as amended by this Act, an 
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i'<1dividual serving as a judge of the Claims Court 

pursuant to section 304(a) of this ~~t shall be 

deemed to have been appointed as a judge under sec-

tion 171 of title 28. 

No.5. Section 120 of the bill (p. 10) amends 28 U.S.C. 

§ 610 - Definition of courts, and has the effect of conferring 

authority fr, budget estimates of the new Claims Court in the 

Director of the Administrative Office, under the supervision of the 

(28 U S C ~ 60~\ The bJ.'ll, however, does not Judicial Conference . . -; '" - -,' 

b t d on the Judicial Con-provide for the Claims Court to e represen e 

f<~rence, with the result that Claims Court budgetary interests would 

depend upo~ the representative of the Court of Appeals for the 

Federal Circuit. The new Court of Appeals for the Federal Circuit, 

on the other hand, in section 119 of the bill (p. 10) contr(lls its 

own budget. Either the Claims Court (a) should be represented on the 

Judicial Conference, or (b) it should retain control of its own 

budget. These alternatives may be accomplished as follows: 

(a) Delete lines 12 through 18 on page 7 of the 

bill and insert: 

"Sec. Ill. section 331 of title 28, united states 

Code, is amended 

(1) in the first paragraph, by striking out, 

" the Chief Judge of the Court of Claims, the Chief 

Judge of the Court of Customs and Patent Appeals,"; 

and substituting therefore "the Chief Judge of the 

Claims Court;" and 

(2) in the third paragraph by striking out 

from the second sentence "Chief Judge of the Court of 

Claims or Chief Judge of the Court of Customs and 

Patent Appeals; and the words "an associate," and sub

stituting therefore, "Chief Judge of the Claims Court" 

and the word "another" respectively. 

or, in the alternative 

;1 
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(b) Amend section 119 of the bill (p. 10, lines 3 

through 7) to provide for approval of budget esti

mates by the new Claims Court in 28 U.S.C. § 605: 

Delete lines 3 through 7 on page 10 and insert: 

Sec. 119. Section 605 of title 28, United 

states Code, is amended by inserting immediately 

before the period at the end of the second un-

designated paragraph the following: ", the 

estimate with respect to the United States Court 

of Appeals for the Federal Circuit shall be ap-

proved by such court, and the estimate with 

respect to the United States Claims Court shall 

be approved by such court". 
, 

No.6. The status of the new Claims Court would be 

upgraded and its attraction as a judicial appointment would be 

improved by an amendment that would provide better compensation 

to Presidential appointees. To accomplish this, section l68(c) 

of the bill (p. 38, lines 9 through 13) should be amended, as 

follows: 

Delete lines 9 through 13 OJ page 38 and insert: 

(c) Notwithstanding section l72(b) of title 28, 

United States Code, as amended by this Act, until 

such time as a change in the salary rate of a judge of 

the United States Claims Court occurs in accordance 

with such section l72(b), the salary of a person who 

becomes a judge under subsection (a) of this section 

shall be equal to the salary of a commissioner of 

the Court of Claims. Each judge of the United States 

Claims Court appointed by the President pursuant to 

section l7l(a) of 28, United States Code, as amended 

by this Act, shall receive a salary at the same an

nual rate as judges of district courts of the United 

States, as determined under section 225 of the Federal 
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Salary Act of 1967 (2 U.S.C. §§ 351-61), as adjusted 

by section 461 of title 28, United states Code. 

No.7. The Judicial Councils Reform and Judicial Conduct 

and Disability Act of 1980 (Pub. L. No. No. 96-458, Oct. 15, 1980) 

amended 28 U.S.C. § 332 (Judicial Councils) and 28 U.S.C. § 372 (Re

tirement for Disability; substitute judge on failure to retire) to 

provide for representation of district judges in proceedings that 

relate to "conduct prejudicial to the effecU.ve and expeditious ad

ministration of the business of the courts" or allegations of in

ability "to discharge all the duties of office by reason of mental 

" b"l"t " Sect;on 3 of Pub. L. No. 96-458 amends or physical d~sa ~ ~ y. ~ 

28 U.S.C. § 372 to add a new subparagraph (c) (17) that directs the 

Court of Claims, the Court of Customs and Patent Appeals, and the 

Customs Court to prescribe rules consistent with the new procedures. 

The proposed Courts Consolidation Bill should amend 28 U.S.C. § 

372(c) (17) to substitute the new Court of Appeals for the Federal 

Circuit and the new Claims Court, and to allow representation by 

the new Claims Court in section 373(c) proceedin9 s . 

Section 112 of the bill, page 8, after line 3 add the 

following.new subsection: 

(c) Section 372(c) (17) of title 28, United States 

Code, is amended by striking out "Court of Claims, the 

Court of customs and Patent Appeals, and the Customs 

Court" and inserting in lieu thereof "Claims Court, 

Court of International Trade, and the Court of Appeals 

for the Federal Circuit", and to add the following sen

tence. at the end of said subsection 372 (c) (17): "In 

any proceeding pursuant to section 372(c) of title 28, 

United States Code, as amended, that involves a judge 

of the Claims Court, the chief judge of the Court of 

Appeals for the Federal Circuit shall appoint equal 

numbers of circuit and Claims Court judges to any 

special committee created under paragraph (4) of sub-

section (c), section 372, of title 28, United States 

Code, as amended, and such Claims Court judges shall 

participate in the subsection (c) proceedings in the 

manner authorized for district court judges." 

- - --- ------
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Senator HEFLIN. This will conclude this hearing on this bill. I 
want to announce that due to Chairman Dole's inability to return 
at this time that the hearing on Senate bill 839 will be rescheduled 
to commence at 3 p.m. today in this room. 

We will take a brief recess. In the meantime, if the panel on the 
State Justice Institute Act will come forward, we will have hear
ings on that bill, which is S. 537. 

[A brief recess was taken.] 

AFTERNOON SESSION 

OPENING S'rATEMENT OF SENATOR HOWELL HEFLIN 

Senator HEFLIN. We will now begin today's hearing to examine 
S. 537, the State Justice Institute Act of 1981. Essentially, this bill 
would establish a nonprofit national institute to provide technical 
and financial assistance to State courts. The need for such an 
institute was well established during extensive hearings held on 
this legislation in the 96th Congress. I would like to introduce into 
the record a copy of the State Justice Institute Act report from last 
Congress. 

State courts share with the Federal courts the awesome responsi
bility of enforcing the rights and duties of the Constitution and 
laws of the United States. However, in recent years the workload 
of our State courts has significantly increased due to a number of 
factors, including decisions of the U.S. Supreme Court, wide-reach
ing social legislation by Congress and diversion of cases from the 
Federal courts. It has been determined that State courts decide 
approximately 95 percent of all suits tried. 

It is, therefore, appropriate and necessary that the Federal Gov
ernment provide financial and technical assistance to State courts 
to help alleviate many of the administrative problems which these 
actions at the Federal level have caused. This legislation would 
help insure that our State courts remain strong and effective. 

Last Congress the Senate Judiciary Committee favorably report
ed out the State Justice Institute Act after adopting two important 
amendments proposed by Senator Strom Thurmond. On July 21, 
1981, the Senate passed the bill without dissent. 

In the House of Representatives, Congressman Robert W. Kas
tenmeier introduced the State Justice Institute Act, which was 
unanimously approved by the House Subcommittee on Courts, Civil 
Liberties, and the Adm.inistration of Justice. 

Today, we continue our examination of the need and feasibility 
of assistance to State courts in the form of a State Justice Institute. 
We are fortunate to hear today from Judge Lawrence H. Cooke, 
chief judge, State of New York, chairman, Committee on Federal 
State Regulations of the Conference of Chief Justices; Justice 
Robert F. Utter, former chief justice of the Supreme Court of 
Washington, chairman of the task force of the State Justice Insti
tute Act of the Conference of Chief Justices; and William H. 
Adkins II, State administrator for the courts of Maryland, chair
man of the National Conference of State Court Administrators. 

[A copy of S. 537 and the report referred to above by Senator 
Heflin follow:] 
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S.537 
To aid State and local governments in strengthening and improving their judicial 

systems through the creation of a State Justice Institut'e. 

IN THE SENATE OF THE UNITED STATES 

FEBRUARY 24 Oegislative day, FEBRUARY 16), 1981 

Mr. HEFLIN introduced the following bill; which was read twice and referred to 
the Oommittee on the Judiciary 

A BILL 
To aid State and local governments in strengthening and im

proving their judicial systems· through the creation of a 
State Justice Institute. 

1 Be it enacted by the Senate and House of Representa-

2 tives of the United States of America in Congress assembled, 

3 That this Act may be cited as the "State Justice Institute 

4 Act of 1981". 

5 

6 

7 

DEFINITIONS 

SEC. 2. As used in this Act, the term-

(1) "Institute" means the State Justice Institute; 

'" 

'. 
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(2) "Board" means the Board of Directors of the 

Institute; 

(3) "Director" means the Executive Director of 

the Institute; 

(4) "Governor" means the Ohief Executive Offi

cer of a State; 

(5) "recipien~" means any grantee, contractor, or 

recipient of financial assistance under this Act. , 

(6) "State" means any State of the United States, 

the District of Oolumbia, the Oommonwealth of Puerto 

Rico, the Virgin Islands, Guam, American Samoa, the 

Northern Mariana Islands, the Trust Territory of the 

Pacific Islands, and any other territory or possession of 

the United States; and 

(7) "Supreme Oourt" means the highest appellate 

court within a State unless, for the purposes of this 

Act, a constitutionally or legislatively established judi

cial council acts in place of that court. 

ESTABLISHMENT OF INSTITUTE; DUTIES 

20 

21 

22 

23 

24 

25 

SEC. 3. (a) There is established a private nonprofit cor

poration which shall be known as the State Justice Institute. 

The purpose of the Institute shall be to further the develop

ment and adoption of improved judicial administration in 

State courts in the United States. The Institute may be in

corporated in the District of Oolumbia or in any other State. 
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1 To the extent consistent with the provisions of this Act, the 

2 Institute shall excercise the powers conferred upon a non-

3 profit corporation by the laws of the State in which it is 

4 incorporated. 

5 (b) The Institute shall-

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

(1) direct a national program of assistance de

signed to assure each person ready access to a fair and 

effective system of justice by providing funds to-

(A) State courts; 

(B) national organizations which support and 

are supported by State courts; and 

(0) any other nonprofit organization that will 

support and achieve the purposes of this Act; 

(2) foster coordination and cooperation with the 

Federal judiciary in areas of mutual concern; 

(3) make recommendations concerning the proper 

allocation of responsibility between the State and Fed

eral court systems; 

(4) promote recognition of the importance of the 

separation of powers doctrine to an independent judici

ary; and 

(5) encourage education for judges and support 

personnel of State court systems through national and 

24 State organizations, including universities. 

~-----------
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1 (c) The Institute shall not duplicate functions adequately 

2 performed by existing nonprofit organizations and shall pro-

3 mote, on the part of agencies of State judicial administration, 

4 responsibility for success and effectiveness of State court im-

5 provement programs supported by Federal funding. 

6 (d) The Institute shall maintain its principal offices in 

7 the State in which it is incorporated and shall maintain there-

8 in a designated agent to accept service of process for the 

9 Institute. Notice to or service upon the agent shall be 

10 deemed notice to or service upon the Institute. 

11 (c) The Institute, and any program assisted by the Insti-

12 tute, shall be eligible to be treated as an organization de-

13 scribed in section 170(c)(2)(B) of the Internal Revenue Oode 

14 of 1954 and as an organization described in section 501(c)(3) 

15 of the Internal Revenue Oode of 1954 which is exempt from 

16 taxation under section 501(a) of such Oode. If such treat-

17 ments are conferred in accordance with the provisions of such 

18 .Oode, the Institute, and programs assisted by the Institute, 

19 shall be subject to all provisions of such Code relevant to the 

20 conduct of organizations exempt from taxation. 

21 (f) The Institute shall afford notice and reasonable op-

22 portunity for comment to interested parties prior to issuing 

23 rules, regulations, guidelines, and instructions under this Act, 

24 and it shall publish in the Federal Register, at least thirty 
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1 days prior to their effective date, all rules, regulations, guide-

2 lines, and instructions. 

3 

4 

BOARD OF DIRECTORS 

SEC. 4. (a)(l) The Institute shall be supervised by a 

5 Board of Directors, consisting of eleven voting members to 

6 be appointed by the President, by and with the advice and 

7 consent of the Senate. The Board shall have both judicial and 

8 nonjudicial members, and shall, to the extent practicable, 

9 have a membership representing a variety of backgrounds 

10 and reflecting participation and interest in the administration 

11 of justice. 

12 (2) The Board shall consist of-

13 

14 

15 

16 

17 

18 

19 

20 

(A) six judges, to be appointed in the manner pro

vided in paragraph (3); 

(B) one State court administrator, to be appointed 

in the manner provided in paragraph (3); and 

(0) four public members, no more than two of 

whom shall be of the same political party, to be ap-
.~, 

pointed in the manner provided in paragraph (4). 

(3) The President shall appoint six judges and one State 

21 court administrator from a list of candidates submitted by the 

22 Oonference of Ohief Justices. The Oonference of Ohi~f Jus-

23 tices shall submit a list of at least fourteen individuals, in-

24 eluding judges and State court administrators, whom the con-

25 ference considers best qualified to serve on the Board. Prior 
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1 to consulting with or sUbmitting a list to the President, the 

2 Oonference of Ohief Justices shall obtain and consider the 

3 recommendations of all interested organizations and individ-

4 uals concerned with the administration of justice and the ob-

5 jectives of this Act. 

6 (4) In addition to those members appointed under para-

7 graph (3), the President shall appoint four members from the 

8 public sector to serve on the Board. 

9 (5) The President shall appoint the members under this 
. 

10 subsection ~thin sixty days from the date of enactment of 

11 this Act. 

12 (6) The members of the Board of Directors shall be the 

13 incorporators of the Institute and shall determine the State in 

14 which the Institute is to be incorporated. 

15 (b)(1) Except as provided in paragraph (2), the term of 

16 each voting member of the Board shall be three years. Each 

17 'llember of the Board shall continue to serve until the succes-

18 sor to such member has been appointed and qualified. 

19 
(2) Five of the members first appointed by the President 

20 shall serve for a term of two years. Any member appointed to 

21 serve for an unexpired term arising by virtue of the death, 

22 disability, retirement, or resignation of a member shall be 

23 appointed only for such unexpired term, but shall be eligi~le 
24 for reappointment. 
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1 (3) The term of initial members shall commence from 

2 the date of the first meeting of the Board, and the term of 

3 each member other than an initial member shall commence 

4 from the date of termination of the preceding term. 

5 (c) No member shall be reappointed to more than two 

6 consecutive terms immediately following such memberts ini-

7 tial term. 

8 (d) Members of the Board shall serve without compensa-

9 tion, but shall be reimbursed for actual and necessary ex-

10 penses incurred in the performance of their official duties. 

11 (e) The members of the Board shall not, by reason of 

12 such membership, be considered officers or employees of the 

13 United States. 

14 (f) Each member of the Board shall be entitled to one 

15 vote. A simple majority of the membership shall constitute a 

16 quorum for the conduct of busmess. The Board shall act upon 

17 the concurrence of a simple majority of the membership pres-

18 ent lImd voting. 

19 (g) The Board shall select from among the voting mem-

20 bers of the Board a chairman, the first of whom shall serve 

21 for a term of three years. Thereafter, the Board shall annual-

22 ly elect a chairman from among its voting members. 

23 (h) A member of the Board may be removed by a vote of 

24 seven members for malfeasance in office, persistent neglect 

.. 
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1 of, or inability to discharge duties, or for any offense involv-

2 ing moral turpitude, but for no other cause. 

3 (i) Regular meetings of the Board shall be held. quarter-

4 ly. Special meetings shall be held from time to time upon the 

5 call of the chairman, acting at his own discretion or pursuant 

6 to the petition of any seven members. 

7 G) All meetings of the Board, any executive committee 

8 of the Board, and any council established in connection with 

9 this Act, shall be open and subject to the requirements and 

10 provisions of section 552b of title 5, United States Code, 

11 relating to open meetings. 

12 (k) In its direction and supervision of the activities of the 

13 Institute, the Board shall-

14 (1) establish such policies and develop such pro-

15 

16 

17 

18 

19-

20 

21 

22 

23 

24 

25 

grams for the Institute as will further achievement of 

its purpose and performance of its functions; 

(2) establish policy and funding priorities and issue 

rules, regulations, guidelines, and instructions pursuant 

to such priorities; 

(3) appoint and fix the duties of the Executive Di

rector of the Institute, who shall serve at the pleasure 

of the Board and shall be a nonvoting ex officio 

member of the Board; 

(4) present to other Government departments, 

agencies, and instrumentalities whose programs or ac-



1 

2' 

3 

298 

9 

tivities relate to the administration of justice in the 

State judichries of the United States, the recommenda

tions of the Institute for the improvement of such pr.o-

4 grams or activities; 

5 (5) consider and recommend to both public and: 

6 private agencies aspects of the operation of the State 

7 courts of the United States considered worthy of spe-

8 cial study; and 

9 (6) award grants and enter into cooperative agree-

10 ments or contracts pursuant to section 7(a). 

11 OFFICERS AND EMPLOYEES 

12 SEC. 5. (a)(l) The Director, subject to general policies 

13 established by the Board, shall supervise the activities of per-

14 sons employed by the Institute and may appoint and remove 

15 such employees as he determines necessary to carry out the 

16 purposes of the Institute. The Director shall be responsible 

17 for the executive and administrative operations of the Insti-

18 tute, and shall perform such duties as are delegated to such 

19 Director by the Board and the Institute. 

20 (2) No political test or political qualification shall be 

21 used in selecting, appointing, promoting, or taking any other 

22 personnel action with respect to any officer, agent, or em-

23 ployee of the Institute, or in selecting or monitoring any 

24 grantee, contractor, person, or entity receiving financial as-

25 sistance under this Act. 

S. 537-is--2 
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1 (b) Officers and employees of the Institute shall be com-

2 pensated at rates determined by the Board, but not in excess 

3 of the rate of level V of the Executive Schedule specified in 

4 section 5316 of title 5, United States Code. 

5 (c)(l) Except as otherwise specifically provided in this 

6 Act, the Institute shall not be considered a department, 

7 agency, or instrumentality of the Federal Government. 

8 (2) This Act does not limit the authority of the Office of 

9 Management and Budget to review and submit comments 

10 upon the Institute's annual budget request at the time it is 

11 transmitted to the Congress. 

12 (d)(l) Except as provided in paragraph (2), officers and 

13 e:mployees of the Institute shall not be considered officers or 

14 employees of the United States. 

15 (2) Officers and employees of the Institute shall be con-

16 sidered officers and employees of the United States solely for 

17 the purposes of the following provisions of title 5 , United 

18 States Code: Subchapter I of chapter 81 (relating to compfln-

19 sation for work injuries); chapter 83 (relating to civil service 

20 retirement); chapter 87 (relating to life insurance); and chap-

21 ter 89 (relating to health insurance). The Institute shall make 

22 contributions under the provisions referred to in this subsec-

23 tion at the same rates applicable to agencies of the Federal 

24 Government. 

81-714 0-81--20 
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1 (e) The Institute and its officers and employees shaH be 

2 subject to the provisions of section 552 of title 5, Unitec. 

3 States Code, relating to freedom of information. 

4 

5 

GRANTS AND CONTRACTS 

SEC. 6. (a) The Institute is authorized to award grants 

6 and enter into cooperative agreements or contracts, ill a 

7 manner consistent with subsection (b), in order to-

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

(1) conduct research, demonstrations, or special 

projects pertaining to the purposes described in this 

Act, and provide technical assistance and training in 

support of tests, demonstrations, and special projects; 

(2) serve as a clearinghouse and information 

center, where not otherwise adequately provided, for 

the preparation, publication, and dissemination of infor

mation regarding State judicial systems; 

(3) participate in joint projects with other agen

cies, including the Federal Judicial Center, with re

spect to the purposes of this Act; 

(4) evaluate, when appropriate, the programs and 

projects carried out under this Act to determine their 

impact upon the quality of criminal, civil, and juvenile 

justice and the extent to which they have met or failed 

to meet the purposes and policies of this Act; 

(5) encourage and assist in the furtherance of judi-

25 cial education; 

-~---~--- --------~------
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(6) encourage, assist, and serve in a consulting 

capacity to State and local justice system agencies in 

the development, maintenance, and coordination of 

criminal, civil, and juvenile justice programs and serv

ices; and 

(7) be responsible for the certification of national 

programs that are intended to aid and improve State 

judicial systems. 

(b) The Institute is empowered to award grants and 

enter into cooperative agreements of contracts as follows: 

(1) The Institute shall give priority to grants, co-

operative agreements, or contracts with-

(A) State and local courts and their agencies, 

(B) national nonprofit organizations con

trolled by, operating in conjunction with, and 

serving the judicial branches of State govern

ments; and 

(C) national nonprofit organizations for the 

education and training of judges and support per

sonnel of the judicial branch of State govern-

ments. 

(2) The Institute may, if the objective can better 

be served thereby, award grants or enter into coopera

tive agreements or contracts with-
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(A) other nonprofit organizations with exper

tise in judicial administration; 

(B) institutions of higher education; 

(0) individuals, partnerships, firms, or corpo

rations; and 

(D) private agencies with expertise in judicial 

administration. 

(3) Upon application by an appropriate Federal, 

State, ot local agency or institution and if the arrange

ments to be made by such agency or institution will 

provide services which could not be provided adequate

ly through nongovernmental arrangements, the Insti

tute may award a grant or enter into a cooperative 

agreement or contract with a unit of Federal, State, or 

local government other tp.an a court. 

(4) Each application for funding by a State or 

local court shall be approved by the State's supreme 
" 

court, or its designated agency or council, which shall 

receive, administer, and be accountable for all funds 

awarded by the Institute to such courts. 

(c) Funds available 'pursuant to grants, cooperative 

22 agreements, or contracts awarded under this section may be 

23 used-

24 (1) to assist State and local court systems in es-

25 tablishing appropriate procedures for the selection and 

----------~-----.-----------
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removal of judges and other court personnel and in de

termining appropriate levels of compensation; 

(2) to support education and training programs for 

judges and other court personnel, for the pf\dormance 

of their general duties and for specialized functions, 

and to support national and regional conferences and 

seminars for the dissemination of information on new 

developments and innovative techniques; 

(3) to conduct research on alternative means for 

using nonjudicial personnel in court decisionmaking ac

tivities, to implement demonstration programs to test 

innovative approaches, and to conduct evaluations of 

their effectiveness; 

(4) to assist State and local courts in meeting re

quirements of Federal law applicable to recipients of 

Federal funds; 

(5) to support studies of the appropriateness and 

efficacy of court organizations and financing structures 

in particular States, and to enable States to implement 

plans for improved court organization and finance; 

(6) to support State court planning and budgeting 

staffs and to provide technical assistance in resource 

allocation and service forecasting techniques; 

(7) to support studies of the adequacy of court 

management systems in State and local courts and to 
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implement and evaluate innovative responses to prob

lems of record management, data processing, court 

personnel management, reporting and transcription of 

court proceedings, and juror utilization and manage

ment; 

(8) to collect and compile statistical data and 

other information on the work of the courts and on the 

work of other agencies which relate to and effect the 

work of courts; 

(9) to conduct studies of the causes of trial and 

appellate court delay in resolving cases, and to estab

lish and evaluate experimental programs for reducing 

case processing time; 

(10) to develop and test methods for measuring 

the performance of judges and courts and to conduct 

experiments in the use of such measures to improve 

their functioning; 

(11) to support studies of court rules and prOGe

dures, discovery devices, and evidentiary standards, to 

identify problems with their operation, to devise alter

native approaches to better reconcile the requirements 

of due process with the needs for swift and certain jus

tice, and to test their utility; 

(12) to support studies of the outcomes of cases in 

selected subject matter areas to identify instances in 

----------------------------- ------
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which the substance of justice meted out by the courts 

diverges from public expectations of fairness, consist

ency, or equity, to propose alternative approaches to 

the resolving of cases in problem areas, and to test and 

evaluate those alternatives· , 

(13) to support programs to increase court respon

siveness to the needs of citizens through citizen educa

tion, improvement of court treatment of witnesses, vic

tims, and jurors, and development of procedures for ob

taining and using measures of public satisfaction with 

court processes to improve court performance; 

(14) to test and evaluate experimental approaches 

to providing increased citizen access to justice, includ

ing processes which reduce the cost of litigating 

common grievances and alternative techniques and 

mechanisms for resolving disputes between citizens; 

and 

(15) to carry out such other programs, consistent 

with the purposes of this Act, as may be deemed ap

propriate by the Institute. 

(d) The Institute shall incorporate in any grant, cooper-

22 ative agreement, or contract awarded under this section in 

23 which a State or local judicial system is the recipient, the 

24 requirement that the recipient provide a match, from private 

25 or public sources, equal to 25 per ce.ntum of the total cost of 
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1 such grant, cooperative agreement, or contract, except that 

2 such requirement may be waived in exceptionally rare cir-

3 cumstances upon the approval of the chief justice of the 

4 highest court of the State and a majority of the Board of 

5 Directors. 

6 (e) The Institute shall monitor and evaluate, or provide 

7 for independent evaluations of, programs supported in whole 

8 or in part under this Act to insure that the provisions of this 

9 Act the bylaws of the Institute, and the applicable rules, 

10 regulations, and guidelines promulgated pursuant to this Act, 

11 are carried out. 

12 (f) The Institute shall provide for an independent study 

13 of the financial and technical assistance programs under this 

14 Act. 

15 

16 

LIMITATIONS ON GRANTS AND CONTRACTS 

SEC. 7. (a) With respect to grants or contracts made 

17 under this Act, the Institute shall-

18 

19 

20 

21 

22 

23 

24 

(1) insure that no funds made available to recipi

ents by the Institute shall be used at any time, directly 

or indirectly, to influence the issuance, amendment, or 

revocation of any Executive order or similar promulga

tion by any Federal, State, or local agency, or to un

dertake to influence the passage or defeat of any legis

lation by the Oongress of the United States, or by any 

25 State or local legislative body, or any State proposal 
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by initiative petition, unless a governmental agency, 

legislative body, a committee, or a member thereof-

(A) requests personnel of the recipients to 

testify, draft, or review measures or to make rep

resentations to such agency, b9dy, committee, or 

member; or 

(B) is considering a measure directly affect

ing the activities under this Act of the recipient or 

the Institute; 

(2) insure all personnel engaged in grant or con

tract assistance activities supported in whole or part by 

the Institute refrain, while so engaged, from any parti

san political activity; and 

(3) insure that every grantee, contractor, person, 

or entity receiving financial assistance under this Act 

which files with the Institute a timely application for 

refunding is provided interim funding necessary to 

maintain its current level of activities until-

(A) the application for refunding has been 

approved and funds pursuant thereto received; or 

(B) the application for refunding has been fi

nally denied in accordance with section 406 of 

this Act. 

(b) No funds made available by the Institute under this 

Act, either by grant or contract, may be used to support or 
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1 conduct training programs for the purpose of advocating par-

2 ticular nonjudicial public policies or encouraging nonjudicial 

3 political activities. 

4 (c) The authorization to enter into contracts or any 

5 other obligation under this Act shall be effective for fiscal 

6 year 1981 and any succeeding fiscal year only to the exent, 

7 and in such amounts, as are provided in advance in appropri-

8 ation Acts. 

9 (d) To insure that funds made available under this Act 

10 are used to supplement and improve the operation of State 

11 courts, rather than to support basic court services, funds shall 

12 not be used-

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

(1) to supplant State or local funds currently sup

porting a program or activity; or 
I. 

(2) to construct court facilities or structures, 

except to remodel existing facilities to demonstrate 

new architectural or technological techniques, or to 

provide temporary facilities for new personnel or for 

personnel involved in a demonstration or experimental 

program. 

RESTRICTIONS ON ACTIVITIES OF THE INSTITUTE 

SEC. 8. (a) The Institute shall not-

(1) participate in litigation unless the Institute or 

a recipient of the Institute is a party, and shall not 

participate on behalf of any client other than itself; 

-------------
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(2) interfere with the independent nature of any 

State judicial system nor allow sums to be used for the 

funding of regular judicial and administrative activities 

of any State judicial system other than pursuant to the 

terms of any grant, cooperative agreement, or contract 

with the Institute, consistent with the requirements of 

this Act; or 

(3) undertake to influence the passage or defeat of 

any legislation by the Oongress of the United States or 

by any State or local legislative body, except that per

sonnel of the Institute may testify or make other ap

propriate communication-

(A) When formally requested to do so by a 

legislative body, committee, or a member thereof; 

(B) in connection with legislation or appro-. -
priations directly affecting the activities of the In-

stitute; or 

(0) in connection with legislation or appro

priations dealing with improvements in the State 

judiciary, consistent with the provisions of this 

Act. 

(b)(I) The Institute shall have no power to issue any 

23 shares of stock, or to declare or pay any dividends. 

24 (2) No part of the income or assets of the Institute shall 

25 inure to the benefit of any director, officer, or employee, 
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1 except as reasonable compensation for services or reimburse-

2 ment for expenses. 

3 (3) Neither the Institute nor any recipient shall contrib-

4 ute or make available Institute funds or program personnel or 

5 equipment to any political party or association, or the cam-

6 paign of any candidate for public or party office. 

7 (4) The ,Institute shall not contribute or make available 

8 Institute funds or program personnel or equipment for use in 

9 advocating or opp:)sing any ballot measure, initiative, or ref-

10 ere~dum, except those dealing with improvement of the State 

11 judiciary, consistent with the purpose,s of this Act. 

12 
(c) Officers and employees of the Institute or of recipi-

13 ents shall not at any time intentionally identify the Institute 

14 or the recipient with any partisan or nonpartisan political ac-

15 tivity associated with a political party or association, or the 

16 campaign of any candidate for public or party office. 

17 

18 

SPECIAIJ PROCEDURES 

SEC. 9. The Institute shall prescribe procedures to 

19 insure that-

20 

21 

22 

23 

24 

(1) financial assistance under this Act shall not be 

suspended unless the grantee, contractor, person, or 

entity receiving financial assistance under this Act has 

been given reasonable notice and opportunity to show 

cause why such actions should not be taken; and 
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(2) financial assistance under this Act shall not be 

terminated, an application for refunding shall not be 

denied, and a suspension of financial assistance shall 

not be continued for longer than thirty days, unless the 

grantee, contractor, person, or entity receiving finan

cial assistance under this Act has been afforded reason

able notice and opportunity for a timely, full, and fair 

hearing, and, when requested, such hearing shall be 

conducted by an independent hearing examiner. Such 

hearing shall be held prior to any final decision by the 

Institute to terminate financial assistance or suspend or 

deny funding. Hearing examiners shall be appointed by 

the Institute in accordance with procedures established 

in regulations promulgated by the Institute. 

15 PRESIDENTIAL COORDINATION 

16 SEC. 10. The President may, to the extent not incon-

17 sis tent with any other applicable law, direct that appropriate 

18 support functions of the Federal Government may be made 

19 available to the Institute in carrying out its functions under 

20 this Act. 

21 

22 

23 

24 

25 

RECORDS AND REPORTS 

SEC. 11. (a) The Institute is authorized to require such 

reports as it deems necessary from any grantee, contractor, 

person, or entity receiving financial assistance under this Act 

regarding activities carried out pursuant to this Act. 
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1 (b) The Institute is authorized to prescribe the keeping 

2 of records with respect to funds provided by grant or contract 

3 and shall have access to such records at all reasonable times 

4 for the purpose of insuring compliance with the grant or con-

5 tract or the terms and conditions upon which financial assist-

6 ance was provided. 

7 (c) Copies of all reports pertinent to the evaluation, in-

8 spection, or monitoring of any grantee, contractor, person, or 

9 entity receiving financial assistance under this Act shall be 

10 submitted on a timely basis to such grantee, contractor, or 

11 person or entity, and shall be maintained in the principal 

12 office of the Institute for a period of at least five years after 

13 such evaluation, inspection, or monitoring. Such reports shall 

14 be available for' public inspection during regular business 

15 hours, and copies shall be furnished, upon request, to inter-

16 ested parties upon payment of such reasonable fees as the 

17 Institute may establish. 

18 (d) Non-Federal funds received by the Institute, and 

19 funds received for projects funded in part by the Institute or 

20 by any recipient from a source other than the Institute, shall 

21 be accounted for and reported as receipts and disbursements 

22 separate and distinct from Federal funds. 

23 AUDITS 

24 SEC. 12. (a)(l) The accounts of the Institute shall be 

25 audited annually. Such audits shall be conducted in accord-

a 

o 
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1 ance with generally accepted auditing standards by independ-

2 ent certified public accountants who are certified by a regula-

3 tory authority of the jurisdiction in which the audit is under-

4 taken. 

5 (2) The audits shall be conducted at the place or places 

6 where the accounts of the Institute are normally kept. All 

7 books, accounts, financial records, reports, files, and other 

8 papers or property belonging to or in use by the Institute and 

9 necessary to facilitate the audits shall be made available to 

10 the person or persons conducting the audits. The full facilities 

11 for verifying transactions with the balances and securities 

12 held by depositories, fiscal agents, and custodians shall be 

13 afforded to any such person. 

14 (3) The report of the annual audit shall be filed with the 

15 General Accounting Office and shall be available for public 

16 inspection during business hours at the principal office of the 

17 Institute. 

18 (b)(I) In addition to the annual audit, the financial trans-

19 actions of the Institute for any fiscal year during which Fed-

20 eral funds are available to finance any portion of its opel'-

21 ations may be audited by the General Accounting Office in 

22 accordance with such rules and regulations as may be pre-

23 scribed by the Comptroller General of the United States. 

24 (2) Any such audit shall be condmlted at the place or 

25 places where accounts of the Institute are normally kept. The 
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1 representatives of the General Accounting Office shall have 

2 access to all books, accounts, financial records, reports, files, 

3 and other papers or property belonging to or in use by the 

4 Institute and necessary to facilitate the audit. The full facili-

5 ties for verifying transactions with the balances and Recurities 

6 heJd by depositories, fiscal agents, and custodians shall be 

7 afforded to such representatives. All such books, accounts, 

8 financial records, reports, files, and other papers or property 

9 of the Institute shall remain in the possession and custody of 

10 the Institute throughout the period beginning on the date 

11 such possession or custody commences and ending three 

12 years after such date, but the General Accounting Office may 

13 require the retention of such books, accounts, financial rec-

14 ords, reports, files, and other papers or property for a longer 

15 period under section 117(b) of the Accounting and Auditing 

16 Act of 1950 (31 U.S.C. 67(b». 

17 (3) A report of such audit shall be made by the Oomp-

18 troller General to the Oongress and to the Attorney General, 

19 together with such recommendations with respect thereto as 

20 the Oomptroller General deems advisable. 

21 (c)(I) The Institute shall conduct, or reqUIre each 

22 grantee, contracto:t:, person, or entity receiving financial as-

23 sistance under this Act to provide for, an annual fiscal audit. 

24 The report of each such audit shall be maintained for a period 

25 of at least five years at the principal office of the Institute. 
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1 (2) The Institute shall submit to the Oomptroller Gen-

2 eral of the United States copies of such reports, and the 

3 Oomptroller General may, in addition, inspect the books, ac-

4 counts, financial records, files, and other papers or property 

5 belonging to or in use by such grantee, contractor, person, or 

6 entity, which relate to the disposition or use of funds received 

7 from the Instit. .... "e. Such audit reports shall be available for 

8 public inspection during regular business homs, at the princi-

9 pal office of the Institute. 

10 AUTHORIZATIONS 

11 SEC. 13. There are authorized to be appropriated 

12 $20,000,000 for fiscal year 1982, $30,000,000 for fiscal year 

13 1983, and $40,000,000 for fiscal year 1984. 

14 EFFECTIVE DATE 

15 SEC. 14. The provisions of this Act 8hall take effect on 

16 October 1, 1981. 

o 

81-714 0-81-21 
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SENATE 
Calendar No. 927 

{ REPORT 
No. 96-843 

THE STATE JUSTICE INSTITUTE ACT OF 1980 

JULY 1 (legislative day, JUNE 12), 1980.-0rdered to be printed 

Mr. HEFLIN, from the Committee on the Judiciary, 
submitted the following 

REPORT 
together with 

ADDITIONAL VIEWS 

[To accompany S. 2387J 

The Committee on the Judiciary, to which was referred the bill 
(S. 2381) to aid State and local governments in strengthening and 
improving their judicial systems through the creation of a State 
Justice Institute, having considered the same, reports favorably 
thereon with amendments and recommends that the bill as amended 
do pass. 

STATE .JUSTICE INSTITUTE ACT OF 1980, S. 2381 

I. PURPOSE 

State Courts share with federal courts the awesome responsibility 
f01.' enforcing the ri~hts and duties of the Constitution and laws of 
the United States. Our expectations of state courts, and the burdens 
we have placed upon them, have increased significantly in recent 
years. Decisions of the United States Supreme Court, the enactment 
of wide-reaching legislation by the Congress, and the diversion of 
cases from the federal courts, for example, have all taken their toll 
on state courts dockets and the workload of state judges and courts 
personne1.1 

1 Statement of Senator Howell Hefi1n, hearfnA's held before the Subcommittee on Juris
prudence and Governmental Relations, Senate Judiciary Committee, oct. 18, 1979, p. 2. 
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Today, state courts handle over ninety-six percent of all the caseR 
tried in the United States.2 It is therefore quite apparent that the 
quality of justice in the United States is largely determined by the 
quality of justice in our state courts. 

Moreover, there have been major changes in the mission of courts 
and judges, both in the state and federal systems, over the last few 
decades. For instance, earlier in this century there was much argu
ment as to whether judges' functions included an obligation to see 
that cases in their courts moved toward disposition in a regular and 
efficient manner. Today, however, problems of administration have 
taken their place alongside problems of adjudication as legitimate 
responsibilities of judges. Nearly everyone has come to aclmowledge 
that judges have a duty to insure that their cases do not sim1?ly 
languish on the docket, but instead are moved to a conclusion WIth 
as much dispatch and economy of time and effort as practicable.3 

We do not look with disfavor on the occurrence of any of these 
events, nor do our state courts shirk from the discharge of their 
constitutional duties. But it is appropriate for the federal govern
ment to provide financial and technical assistance to state courts to 
insure that they remain strong and effective in a time when their 
workloads are increasing as a result of federal policies and decisions. 

As the late Tom Clark, Associate Justice of the Supreme Court, 
once wrote, "Courts sit to determine cases on stormy as well as calm 
days. We must therefore build them on solid ground, for if the 
judicial powers fails, government is at an end." 4 

If we are to build our state courts on "solid ground," if we are to have 
state courts which are accessible, efficient, and just, we must have the 
following: structures, facilities, and procedures to provide and main
t.ain qualIfied judges and other court personnel; educational and train
ing programs for judges and other court personnel; sound management 
systems; better mechanisms for planning, budgeting and accounting; 
scmnd procedures :for managing and monitoring caseloads; improved 
programs for increasing -access to justice; programs to increase citizen 
involvement and guaranteed greater judicial accountability. 

S. 2381 would -be a major step toward the achievement of these goals. 
It creates a State Justice Institute to aid state and local governments in 
strengthening and improving their judicial systems. Such an institute
consistent with the doctrines of federalism and separation of powers 
that are essential to an independent judiciary-oould assure strong and 
effective state courts, and thereby improve the quality of justice avail
able to the American people. 

2 See the "Report to the 'Conference of Chief Justices" (hereinafter referred to as the 
Task Force Repor.t), f!'om the Task Force on a State Court Improvement Act of the Confer
ence of Chief Justices, August 1979, p. 5. (The report also cites a memorandum from Nora 
Blair of the National Center for State Courts to Francis J. TaiJIefer, Project Director, 
National Courts Statistics Project, which suggests that 98.8 percent of current cases are 
handled in state courts. ) 

S Testimony of Maurice Rosenberg, Assistant Attorney GenE'ral. Office of Improv('ments in 
the Administration of Justice, United States Department of Justice, before the Subcommit
tee on Jurisprudence and Governmental Relations, 'Senate JudiciarY Committee, Nov. 19. 
1979. PP. 50, 51. It should be noted that Mr. RORenberA' did not testify as /l representative of 
the Justice Department nor the Office that ile heads. Rather, his testimony reflects his per
sonal beliefs and opinions bllsed on his eX'!.lerience in court management. 

~ Clark, "Colorado at Judicial 'Crossroa,i1s," 50 Judicatttre 118 (December HI66). 
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[So 2387, 96th Cong., 2d sess.] 

n. TEXT OF THE BILL 

A BILL To aid State and local governments in strengthening and im
:proving their judicial systems through the creation of a State Justice 
Institute 

Be it enMted by the Senate aM House of Representatives 
of the VnitedStates of America in Oon.qress assembled, 

SHORT TITLE 

SECTION 1. This Act may be cited as the "State Justice 
Institute Act of 1980". 

FINDINGS AND PURPOSE 

SEC. 2. (a) The Congress finds and declares that-
(1) the quality of justice in the Nation is largely deter

mined by the quality of justice in State courts; 
(2) State courts share with the Federal courts the general 

responsibility for enforcing the requirements of the Consti
tution and laws of the United States; 

(3) in the Federal-State partnership of delivery of jus
tice, the participation of the State courts has been increased 
by recently enacted Federal legislation ; 

(4) the maintenance of a high quality of justice in Federal 
courts has led. to increasing efforts to divert cases to State 
courts; 

(5) the Federal Speedy Trial Act has diverted criminal 
and civil cases to State courts; 

( 6) an increased responsibility has been placed on State 
court procedures by the Supreme Court of the United States; 

(7) consequently, there is a significant Federal interest 
in maintaining strong and effective State courts; and 

(8) strong and effective State courts are those which pro
. duce understandable, accessible, efficient., and equal justice, 
which requires-

(A) qualified judges and other court personnel; 
(B) high quality education and trainmg programs 

for judges and other court personnel; 
(C) appropriate use of qualified nonjudicial person

nel to assist in court decisionmaking ; 
(D) structures and procedures which promote com

munication and coordination among courts and judges 
and maximize the efficient use of judges and court fa
cilities ; 

(E) resource planning and budgeting which allo
cate current resources in the most efficient manner and 
forecast accurately the future rlemands for judicial 
services; 

(F) sound management systems which take advan
tage of modern business teehnology, ir:cluding records 
management pr()('edures, data. proce..ssmg. comprehen-

--------_._-------~ 
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sive personnel systems, efficient juror utilization and 
management techniques, and advanced means for re
cording a~d transcribing court proceedings; 

(G) umform statistics on caseloads, dIspositions, and 
other court-related processes on which to base day-to
day management decisions and long-range planning; 
. (H) sound procedures for managing caseloads and 
IndIvIdual cases to assure the speediest possible resolu
tion of litigation; 

(I) programs which encourage the highest perform
ance of judges and courts to improve their functioning, 
~o insure their accountability to the public, and to facil
Itate the removal of personnel who are unable to per
form satisfactorily; 

(J) rules and procedures which reconcile the require
m~n~ o~ due process with the n('cd for speedy and cer
tam luStIce; 

(K) responsiveness to the need for citizen involve
ment in court activities through educating citizens to 
the role and functions of courts, and improving the treat
ment of witnesses, victims, and jurors; and 

(L) innovative programs for increasing access to 
justice by reducing the cost of litigation and by develop
ing alternative mechanisms and techniques for resolving' 
disputes. 

(b) It is the purpose of this Act to assist the State courts 
and organi~atio~s which ~upport them to obtain the require
ments specIfied m subsectIOn (a) (9) for strong and effective 
courts through a funding mechanism, consistp.ut with doc
trines of separation of powers and federalism, and thereby to 
improve the quality of justice available to the American 
people. 

DEFINITIONS 

SEC. 3. As used in this Act, the term-
(1) "Institute" means the State Justice Institute; 
(2) "Board" means the Board of Directors of the 

Institute; 
(3) "Director" means the Executive Director of the 

Institute; 
(4) "Gmrernor" means the Chief Executive Officer of 

a State; 
(5) "recipient" means any grantee, contractor, or re

cipient of financial assistance -under this Act; 
(6) "State" means any State of the United States. the 

District of Columbia, "the Commonwealth of Puerto 
Rico, the Virgin Islands, Guam. American Samoa, the 
Northern 1\fariana Islands. the Trust Territory of the 
Pacific,Islands, and any other territory or possession of 
the Umted States; and 

(7) "Supreme Court" means the highest appellate 
court within a State unless, for the purposes of this Act, 

81-714 0-81--22 
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a cQnstitutiQnally 001' legislatively established judicial 
cQuncil acts in place Qf that cQurt. 

ESTABLISHMENT QF INSTITUTE; DUTIES 

S 4 (a) There is established in the District of Columbia 
a l:rv:at~ nQnprQfit cQrpQratiQn which shall be ~nQwn as the 
St~te .r ustice Institute. The purpose o~ the I,:stltute s3,,:ll r 
tOo furt.her the develQpment and ad~ptIOhnU of ~~~S~e w1uT~ 
cial administratiQn in State CQurts .l~ t e nl. ea. _ 
the extentcQnsistent with the prOVISIons Qf thIS Act, the In 
stitute shall exercise the. powers cQnfe~'l'ed upon a ~nprofit 
~Qr Qration by the District of ColumbIa ~QnprQfit rpor:a
tioE Act (except fOol' sectiQn 1005 (a) Qf tltle 29 of the DIS
trict Qf CQlumbia CQde) . 

(b) The Institute shall- . d· d 
(1) direct a natiQnal prQgram Oof assls~ance esI~e 

tOo assure each person re~dJacce:ss tOo a fall' and effectIve 
system Qf justice by prOovldIng funds to-

(A) State courts; . . . 
(B) national QrganizatIOns whIch support and are 

supported by State CQurts ; and .. . 
(C) any other nonprQfit QrgamzatIon. that wIll 

SUPPQrt and achieve the purpQS~ Qf t~IS Act; 
(2) f?s~er c<;x>rdinatiQn and cOQp'eratI~n WIth the Fed

eral judICIary In areas of m~tual CQncern ~ 
(3) make recommendatIOns concernIng the pro~T. 

allQcation Qf responsibility between the State and Fed-
eral CQurt systems; . rt f th 

( 4) prQmQte recognition. Qf the II?PO ance o. .e 
separatiQn of powers dootrme tOo an Independent JUdI-

ci~;md ·d d tp~ (5) encourage education -for JU ges a~ supPQr -
el Qf State court systems through natIonal and Stare sonn . . . 

Qr-ganizations, including unIversltIes. . 
( c) The Institute shall nQt duphcat~ fU!lctlons 'adequately 

erfQrmed by existing nQnprQft orgam.z~t~Qns an~ ~hall J?rQ
~ote on the part Qf agencies Qf State judICIal admInIstratIOn, 
resp~nsibility fOol' success and effectiveness of Sta.~ CQurt 
improvement prQgrams supPQrte.d ?y F~de:al fundIn~. 

( d) The Institute shall maintain I~S pr!ncIpal ~ffi.ces In ~~e 
District of CQlumbia and shall malntam thereIn a 4eslo
nated agent tOo accept service of prQcess fOol' thedIns;!tu~. 
N Qtice tOo or service UPQn the agent shall be deeme no Ice 0 

001' ~rvice UPQn the Institute. . hIt" 
( e) The Institute, and any program assIsted bJ:" t ~ ns 1-

tute. shall be eligible tOo be treated as an organIzatIQn de
scribed in sectiQn 170 ( c) (2) (B) of the In~ernal. Revecr;ue 
(;-ode Qf 1954 and as an Qrganization deSCrIbed II?- se.ctIOn 
n()1 (0) (3) Qf the Internal Revel;lUe CQde of 1954 whICh IS ex
empt frQm taxation under sectIon 501 (a) of ~uch CQde. ~f 
such treatments are cQnferred in accordance WIth the provl-
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sions of such Code, the Institute, and programs assisted by 
the Institute, shall be subject to all provisions of such Code 
relevant to the conduct of Qrganizations exempt from 
taxation. 

(f) The Institute shall affQrd nQtice and reasQnable QPPQr
tunity fOol' CQmment tOo interested parties priQr tOo issuing rules, 
regulatiQns, guidelines, and instructions under this Act, and 
it shall publish in the Federal Register, at least thirty days 
priQr tOo their effective date, all rules, regulatiQns, guidelines, 
and instructiQns. 

BQARD QF DIREOTORS 

SEo.5. (a) (1) The Institute shall be supervised by a BQard 
Qf DirectQrs, cQnsisting Qf eleven VQting members tOo be ap
PQinted by the President, by and with the ~dvice and CQnsent 
of the Senate. The BQard shall have bOoth judicial and nQn
judicial members, and shall, tOo the extent practicable, have 
a membership representing a variety Qf backgrQunds and 
reflecting participatiQn and interest in the administration Qf 
justice. 

(2) The BQard shall cQnsist of-
(A) six judges, to be appointed in the manner provided 

in paragraph (3) ; 
(B) Qne State CQurt administratQr, tOo be apPQinted in 

the manner prQvided in paragraph (3) ; and 
(C) fQur public members, nQ mOore than tWQ of whQm 

shall be Qf the same PQlitical party, tOo be apPQinted in the 
manner prQvided in paragraph (4). 

(3) The President shall apPQint six judges and one State 
CQurt administratQr frQm a list Qf candidates submitted by the 
CQnferences Qf Chief Justices. The CQnference Qf Chief J us
tices shall submit a list of at least fourteen individuals, in
cluding judges and State CQurt administratQrs, whQm the CQn
ference cOon siders best qualified tOo serve Qn the BQard. Prior 
tOo cQnsulting with 001' SUbmitting a list tOo the President, the 
Conference Qf Chief Justices shall Qbtain and cQnsider the 
recQmmendatiQns Qf all interested QrganizatiQns and indi
viduals cQncerned with the administratiQn Qf justice and the 
Qbj ecti ves Qf this Act. . 

(4) In additiQn tOo thQse members apPQinted under para
graph (3), the President shall apnQint four members from the 
public sectQr tOo serve Qn the BQard. 

(5) The President shall apPQint the members under this 
subsectiQn within sixty days frQm the date Qf enactment Qf 
this Act. 

(b) (1) Except as prQvided in paragraph (2), the term Qf 
each vQting member of the BQard shall be three years. Each 
member Qf. the BQard shall cQntinue to serve until the suc
ceSSQr tOo gach member has bee,n apPQinted and qualified. 

(2) Five of the members first apPQinted by the President 
Rhall serve fOol' a term Qf tWQ yearR. Any member aPPQinted 
tOo servE' fQr an unexpired term arising by virtue of the dE'ath. 

:1 
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disability, retirement, or resignation of a member shall be 
appointed only for such unexpired term, but shall be eligible 
for reappointment. 

(3) The term of initial members shall commence from the 
date of the first meeting of the Board, and the term of each 
member other than an initial member shall commence from 
the date of termination of the preceding term. 

( c ) No member shall be reappointed to more than two 
consecutive terms immediately following such member's ini
tial term. 

(d) Members of the Board shall serve without compensa
tion, but shall be reimbursed for actual and necessary ex
penses incurred in the performance of their official duties. 

( e) The members of the Board shall not, by reason of such 
membership, be considered officers or employees of the United 
States. 

(f) Each member of the Board shall be entitled to one vote. 
A simple majority of the membership sha!l constitute a quo
rum for the conduct of businpl;)8. The Board shall act upon the 
concurrence of a simple maJ\.y~ity of the membership present 
and voting. 

(g) The Board shall select fr9In among the voting mem
bers of the Board a chairman, the first of whom shall serve 
for a term of three years. Thereafter, the Board shall annu
ally elect a ch~irman from among its voting members. 

(h) A member of the Board may be rem.oved by a vote of 
seven members for malfeasance in office, persistent neglect 
of, or inability to discharge duties, or for any offense in
volving moral turpitude, but for no other cause. 

(i) Regular meetings of the Board shall be held quarterly. 
Special meetings shaH be held from time to time upon the 
call of the chairman, acting at his own discretion or pursuant 
to the petition of any seven members. 

(j) All meetings of the Board, any executive committee of 
the Board, and any council established in connection with 
this Act, shall be open and subject to the requirements and 
provisions of section 552b of title 5, United States Code, re
lating to open meetings. 

(k) In its direction and. supervision of the activities of the 
Institute, the Board shall-

(1) establish such policies and develop such programs 
for the Institute as win further achievement of its pur
pose and performance of its functions; 

(2) establish policy and funding priorities and issue 
rules, regulations, guidelines, and instructions pursuant 
to such priorities; 

(3) appoint and fix the duties of the Executive Direc
tor of the Institute, who shan serve at the pleasure of the 
Board and shall be a nonvoting ex officio member of the 
Board; 

(4) present to other Government departments, agen
cies, and inst.rumentalit.ies w'hose programs or activities 

-- ----------------------------~-
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relate to the administration of justice in the State judici
aries of the United States, the recorrunendations of the 
Ins,ti~~te for the improvement of such programs or 
actl TItles; 

(5) consider and recommend to both public and private 
agencies aspects of the operation of the State courts of 
the United States considered worthy of special study; 
and 

(6) award grants and enter into cooperative agree
ments or contracts pursuant to section 7 (a) . 

OFFIOERS AND EMPLOYEES 

SEC. 6. (a) (1) 'The Director, subject to general policies 
established by the Board, shall supervise the activities of per
sons employed by the Institute and may appoint and remove 
such employees as h~ determines ,necessary to carry out the 
purposes of the InstItute. The DIrector shall be responsible 
for the executive and administrative operations of the Insti
tute, and shall perform such duties as are delegated to such 
Director by the Board and the Institute. 

(2) No political test or political o.ualification shall be used 
in se1ecting, appointing, promoting; or taking any other per
sonnel action with respect to any officer, agent, or employee 
of the Institute, or in selecting or monitoring any grantee, 
contractor, person, or entity receiving financial assistance 
under this Act. 

(b) Officers and employees of the Institute shall be com
pensated. at rates determined by the Board, but not in excess 
of the rate of level V of the Executive Schedule specified in 
section 5316 of title 5, United States Code. 

(c) (1) Except as otherwise specifically provided in this 
Act, the Institute shall not be considered a department, 
agency, or instrumentality of the Federal Government. . 

(2) This Act does not limit the authority of the Office of 
Management and Budget to review and submit comments 
upon the Institute's annual budget request at the time it is 
transmitted to the Congress. 

(d) (1) Except as provided in paragraph (2), officers and 
employees of the Institute shall not be considered officers or 
employees of the United States. 

(2) Officers 'and employees of the Institute shall be <con
sidered ¢fieers and employees of the United States solely for 
the purposes of the following provisions of title 5, United 
States Code: Subchapter I of chapter 81 (relating to compen
sation for work injuries) ; chapter 83 (relating to civil service 
retirement); chapter 87 (relating to life insurance); and 
chapter 89 (relating to health insurance). The Institute shall 
make contributions under the provisions referred to in this 
subsection at the same rates applicable to agencies of the 
Federal Government. 

( e) The Institute and its officers and employees shall be 
~mbject to the provisions of section 552 of title 5, -United 
St·ates Code. relating to freedom of information. 
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GRANTS AND CONTRACTS 

SEO. 7. (~) The Insti~ute is authorized to award grants 
and enter Into cooperatlve agreements or contracts, in a 
manner consistent with subsection (b), in order te-

(1) con.d?-ct research, demonstrati?ns, or special proj
ects J?ertamm~ to the 'purposes descrl.Ix:d in this Act, and 
proVide technIcal aSSIstance and traInmg in support of 
tests, demonstrations, .and special projects; 

(2) serve as a clearmghouse and information center. 
where not otherwise adequately provided for the prepa
ration, publication, and dissemination ~f informat.ion 
regarding State judicial systems' 
. (3) .participate in joint :rz:ojects with other agencies, 
Includmg the Federal tT udlCIal Oe.nter, with respect to 
the purposes of this Act; 

( ~) evalu3;te, when appro~riate, the programs and 
projects carrIed out under this Act to determine their 
~mp~ct upon the quality of criminal, civil, and juvenile 

. Justice and the extent to which they have met or failed 
to meet the purposes and policies of this Act· 

(5) encourage and assist in the furtherance ot' judicial 
education; 

(6) encourage, assist, and serve in a consulting capacity 
to State a.nd local justice system agencies in the develop
ment, mamtenance, and coordination of criminal civil 
and juvenile justice programs and services' a-dd ' 

(7) be responsible for the certification of national 
pro!p:ams that are intended to aid and improve State 
JudIcIal systems. 

. (b) The In~titute is empowered to award grants and enter 
mto cooperative agreements or contracts as follows: 

.(1) The Institute shall give priority to grants~ coop
ative agreements, or contracts with-

(A) Sta.te and local courts and their agencies~ 
(B) natIOnal nonprofit organizations controlled 

by, operating in conjunction with, and serving the 
judicial b~anches of State governments; and 

(0) nat,IOn3;1 ~onprofit organizations for the edu
catIOn and tralmng of jude;es and support personnel 
of the judicial branch of State governments. 

(2) The Institute may, if the objective can better be 
served thereby, award grants or enter into cooperative 
agreements or contracts with-

. (A) other nonprofit organizations with expertise 
In judi?ial.ad~inistrat~on; 

(B) ~nst~t1!tIons of hIgher education; 
. (0) IndIVIduals, partnershjps, firms, or corpora

tions; and 
(D) private agencies with expertise in judicial 

administration. 
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(3) Upon application by an appropriate Federal, State 
or local agency or institution and if the arrangements 
to be made by such agency or institution will provide 
services which could not be provided adequately through 
nongovernmental arrangements, the Institute maya ward 
a grant or enter into a cooperative agreement or contract 
with a unit of Federal, State, or local government other 
than a court. 

(4) Each application for funding by a State or local 
court shall be approved by the State's supreme court, or 
its designated agency or council, whiCJh shall receive, 
administer, and be accountable for all funds awarded by 
the Institute to such courts. 

(c) Funds available pursuant to grants, cooperative agree
ments, or contracts awarded under this section may be used-

(1) to assist State and local court systems in estab
lishing appropriate procedures for the selection and re
moval of judges and other court personnel and in deter
mining appropriate levels of compensation; 

(2) to support education. and training programs for 
judges and other court personnel, for the performance 
of their general duties and for specialized functions, 
and to support national and regional conferences and 
seminars for the dissemination of information on new de
velopments and innovative techniques; 

(3) to condu<.::t research on alternative means for using 
nonjudicial personnel in court decisionmaking activities, 
to implement demonstration programs to test innovative 
approaches, and to conduct evaluat.ions of their effective
ness; 

( 4) to assist State and local courts in meeting require
ments of Federal law applicable to recipients of Federal 
funds; 

(5) to support studies of the appropriateness and 
efficacy of court organizations and financing structures 
in particular States, and to enable States to implement 
plans for improved court organization 'and finance; 

(6) to support State court planning and budgeting 
staffs and too provide technical assistance in resource al
location and service forecasting techniques; 

('n to support studies of the adequacy of court man
agement systems in 'State and local courts and to imple
ment and evaluate innovative responses to problems of 
record management, data processing, court personnel 
management, reporting and transcription of court pro
ceedings, and juror utilization and management; 

(8) to collect and compile statistical data and other 
information on the work of the CQurtsa,nd on the work of 
other agencies which rela.te to and effect the work of 
courts; 

(9) to conduct studies of the causes of trial and appel
late court delay in resolving cases, and to establish and 
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evaluate experimental programs for reducing case proc
essing time; 

(10) to develop and test methods for measuring t~e 
performance of judges and courts an<;l to conduct.experI
ments in the use of such measures to Improve theIr func
tioning; 

(11) to support studi~ of C?urt rules and pr~Ul-:~s, 
disoovery devices,and eVIdentIary standards, to IdentIfy 
problems with their operation, to devise alternative ap
proaches to better reconcile the requirements of due 
process with the needs for swift and certain justice, and 
to test their utility; 

(12) to support studies of the .outc~mes. of cases ~n 
selected subject matter areas to IdentIfy mstances In 
which the substance of justice meted out by the courts 
diverges from public expectations of fairness, consist
ency, or equity, to propose alternative approaches to 
the resolving of cases in problem areas, and to test ahd 
evaluate those alternatives; 

(13) to support programs to increase court respons~ve
ness to the needs of citizens through citizen educatIOn, 

,improvement of court treatment of witnesses, vi~ti!Ds, 
and jurors, and development of procedures for obtammg 
and using measures of public satisfaction with court proc
esses to improve court performance; 

(14) to test and evaluate experimental ~ppt;>ach~ to 
providing increased citizen access too justIce, Includmg 
processes which reduce .the cost .of litigating co~on 
grievances and alternatIve techmques and mechamsms 
for resolving disputes between citizens; and. . 

(15) to carry out such other programs, conSIstent ~Ith 
the purposes of this Act, as may be deemed approprIate 
by the Institute. 

(d) The Institute shall incorporate in any gr~nt, cO?per~
tive agreement, or cont;ac~ .awarded ~der thIS .s~tIon ill 
which a state or local JudICIal system IS the reCIpIent, the 
requirement that the recipient provide a match, from private 
or public sources, equal to twenty-five percent 'Of the total 
cost of such grant, cooperative agreement, or contract, except 
that such requirement may be waived in ~ce~tio~ally rare 
circumstances upon the approval of the chief JustIce of the 
highest court of the state and a majority of the Board of 
Directors. 

( e) The Institute sh~n monitor and evaluate, or. provi~e 
for independent evaluatIOns of, programs supported In who~e 
or in part under this Act to insure that the provisions of thIS 
Act, the bylaws of the Institute, and the applicable rules, 
regulations, and guidelines promulgated pursuant to this Act, 
are carried out. 

(f) The Institute shall provide for an independent study 
of the financial and technical assistance programs under this 
Act. 

327 

12 

LIMITATIONS ON GRANTS AND CONTRACTS 

SEO. 8. (8r) With respect to grants or contracts made under 
this Act, the Institute shall- . '. . 

(1) insure that no funds made ava~lable ~o reClple~ts 
by the Institute shall be used at any tIme, dIrectly or In
dIrectly, to influ.ence the issuancez aJ?endment, or r~voca
tion of any Executive order or SImIlar promulgatIOll by 
any Federal, State, or local agency, or to undertake, to 
influence the passage or defeat of any legislation by the 
Congress of the United States, or by any f?t~~ OF local 
legislative body, or any State proposal by m~tlatIve pe
tition, unless a governmental agency, legIslatIve body, a 
committee, or a member thereof-

(A) requests personnel of the recipients to tes~ify, 
draft or r€wiew measures or to make representatIOns , . b 
to such agen.cy, .body, commltt~e, or mell1 .er; or 

(B) is conSIderIng am~asure dlre~t~y affectmg the 
activities under this Act of the reCIpIent or the In-
stitute; . 

(2) insure ~l~ :personnel enga~ed In grant or contract 
assistance actIvltlba supported In whole or part by. the 
Institute refrain, while so engaged, from any partIsan 
political act,i vity ; and 

(3) insure that every grantee, contractor, person,. or 
entity receiving n:nand91.assistance ~nd~r this Act wh;l.Ch 
files with the InstItute n tImely applIcatIon for ~efu~dI~lg 
is provided interim :funding necessary to ll.lamtam ItS 
current level of activities until-

(A) the application for' refunding ~as been ap·· 
proved and funds pursuant thereto receIved; or 

(B) the application fOJ' refunding has been finally 
denied in accordanee with section 8 of this Act. 

(b) No funds made available by the Institute under this 
Act, either by grant or contract, may be used to sUl?port or 
conduct training progrvums for the purpose of ~dvoeatI.ng p~r
ticular nonjudicial public policies or encouragmg nonJudICIal 
political activities. ' 

( c) The authorization to enter into ~ontracts or any other 
obli O"ation under this Act shall be effectIve for fiscal year 1981 
anl"lany su<X?eeding fiscal year only to the extent, and in such 
amounts, as are pro·vided in advance in appropriation A~ts. 

(d) To insure that funds made avaIlable under tIns Aet 
are used to suppleme.nt and improve the operation of Stoate 
eonrts, rather than to support basic court senrices, funds shall 
not be used-

(1) to snpplant State or loeal funds cnrrently support
ing a program or actiivt.y; or 

(2) to construct ·conrt fu.eilities or structures, exC-(~pt to 
remodel existing facilit~es to demonstate new archit.ec
tura.} or t.(>.dmological t(>chniques, or to provide temporary 
facilit.ies for new pNsonnel or for personnel involvi?d in a 
delllonstration or experiment.al program. 
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RESTIUCTIOXS ON ACTIVITIES OF THE INSTITUTE 

SEC. 9. (a) The Institute shall not- . -. 
(1) participate in litiga.tion unless the InstItute a! .a 

recipient of the Inst.itute is a party, and shall not partIcI
pate on behalf of any client other than itself; 

(2) interfere with the independe.nt nature of any state 
-j udicial system nor allow sums to be used for the fund-
1ng of regular judicial and administrative activities of 
any state judicial system other than pursuant to th~ terms 
of any grant, cooperative agreement, or contract W:lth tJhe 
Institute, consistent with the requirements of thIS Act; 
or-

(3) undertake to influence the passage or defeat of !any 
legislation by the Cmigress of t.he United States or by 
any State or locallegisl\at~ve body, except that perso~el 
of the Institute may testIfy or make other approprIate 
communication-

(A) when formally requested to do so by a legis
lative body, committee, or a memoor thereof; 

(B) in connection with legislation or appropria
tions directly affecting the activities of the Institute; 
or 

(C) in connection with legislation or appropria
tions dealing with improvements in the State Judi
ciary, consistent with the provisions of this Act. 

(b) (1) The Institute shall have no power to issue 'any 
shares of stock, or to declare or pay any dividends. . 

(2) No part of the income or assef'ts of the InstItute shall 
inure to the benefit of any director, officer, or employee, 
exce.pt as reasonable compensation for services or reimburse
ment for expenses. 

(3 ) Neither the Institute nor any recipient shall contribute 
or make available Institute funds or program pe,rsonnel or 
equipment to any political party or association, or the cam
paign of any candidate for public or party office. 

( 4) The Institute shall not contribute or make available 
Institute funds or program personnel or equipment for use in 
advocating nr opposing lany ballot measure, initiative, or ref
erendum, except those dealing with impr07ement of the State 
jadiciary, consistent with the purposes of this Act. 

(c) Officers and employees of the Institute or of recipients 
shall not at any time intentionally identify the Institute or 
the recipient with any partisan or nonpartisan political ac
tivity associated with a political party or association, or the 
campaign of any candidate for public or party office. 

SPECIAL PROCEDUBES 

SEC. 10. The Institute shall prescribe procedures to insure 
tha·t-

(1) financial assistfl,nce under this Act shall not be 
suspended unless the grantee, contractor, person, or en-
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tity receiving financial assistance under this Act has 
been given reasonable notic~ and opportunity to show 
cause why such actions should not be taken; and 

(2) financial assistance under this Act shall not be 
terminated, an application for refunding shall not be 
denied, and a suspension of financial assistance shall not 
be continued for longer than thirty days, unless the 
gr3:ntee, contractor, person, or entity receiving financia~ 
aSSIstance under this Act has been afforded reasonable 
~otice and opportunity for a timely, full, and fair hear
Ing, a~d, when requested, such hearing shall be conducted 
by an Independent hearing examiner. Such hearing shall 
be held prior to any final decision by the Institute to 
~erminate . financial. assistance or suspend or deny fund
mg. ~earmg exammers .shaH be appointed by the Insti
tute In accordance WIth procedures established in 
regulations promulgated by the Institute. 

PRESIDENTIAL COORDINATION 

.SEC. 11. The President may, to the extent not inconsistent 
WIth any other applicable law, direct that appropriate sup
port functions of the Federal Government may be made 
available to the Institute in carrying out its functions under 

. this Act. 
RECORDS AND REPORTS 

SEC. 12. (a) The Institute is authorized to require such 
reports as it deems necessary from any grantee, contractor 
person, or entity receiving financial assistance under thi~ 
Act regarding activities carried out pursuant to this Act. 

(b) The Institute is authorized to prescribe the keeping of 
records with respect to funds provided by grant or contract 
and shall have access to such records at all reasonable times 
for the purpose of insuring compliance with the grant or 
contract or the tenus and conditions upon which financial 
assistance was provided. 

(c) Copies of all r-eports pertinent to the evaluation in
specti~n, or :n:o~itoring o.f any .grantee, contractor. pe~on, 
or entIty recelvmg finanCIal aSSIstance uuder this Act shall 
be submitted on a timely basis to such grantee. contractor, 
orr,erson or entity, fmd shall be maintained in the principal 
office of the Institute for a period of at least five years after 
such ev:aluation, inspe~ti0!l' or m.onitoring. Such reports shall 
be avaIlable f~r publIc Inspect;lOn during regular busj.ness 
hours, and copIes ohall be furnIshed, upon request to inter
ested parties upon payment of such reasonable f;es as the 
Institute may establish. 

(~) Non-Fed~ral funds ~eived by the In'Stri~ute, and funds 
rec~l'~ed for proJects funded In part by the Inst.It-ute or by any 
rempIent from a source other than the Institute, shan be 
accounted for and reported as receipts and disbursements 
separate and distinct from Federal funds. 
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AUDITS 

SEC. 13. (a) (1) The accounts of the Institute shall be 
audited annually. Such audits sha11 be conducted in accord
ance with generally accepted auditing standards by independ
ent certified public accountants who are certified by a 
regulatory 'autho~ity of the jurisdiotion in which the audit is 
undertaken. 

(2) The audits shall be conducted at the place or plaees 
where the accounts of the Institute are normally kept. All 
books, accounts, financi3JI records, reports, files, and other 
papers or property belonging to or in use by the Institute and 
necessary to facilitate the audits shaH be made available to 
the peI'S{)n or peI'S{)ns condu~t'ing the audits. The full facilities 
for verifying transactions with the bal'ances and securities 
held by depositories, fiscal agents, and custodiam: shall 00 
afforded to any such person. 

(3) The report of the annual audit shall be filled with the 
General A<"'C'(mnting Office and shall be avaHa:ble for public 
inspection during business hours at the principal office of the 
Institute. 

(b) (1) In addition to the annual audit, the financial trans
a.ctions of the Institute for any fiooal year during which Fed
eral funds are available to finance any portion of its oper
ations may be audited by the General Accounting Office in 
accordance with such rulles and regulations as may be pre
scribed by the Comptroller General of the United States. 

(2) Any such audit shall be conducted at the place or 
places where acoounts of the Institute are normally kept. The 
representailives of the General Accounting Office shall have 
acce'SS to a11 books, accounts, financial records, reports, files, 
and other papers or property belonging to or in use by the 
Institute and necessary to facilitate the audit. The full facili
ties for verifying transactions with the balances and securities 
held by depositories, fiscal agents, and custodians shall ibe 
afforded to such representatJives. All such books, accounts, 
financial records, reports, files, and other paper'S 'Or property 
of the Institute shall remain in the possession and eu'stody of 
the Institute throughout the period beginning on the date 
such possession or custody commences and ending three 
years a,fter such date, but the General Accounting Office may 
require the retention of such books, accounts, financial rec
ords, rep'Orts, .flIes, and other papers or property for a longer 
period under sootion 117(b) of the Accounting and Auditing 
Act of 1950 (31 U.S.C. 67(b). 

(3) A report of such audit sball be made by the Comp
troller General to the Congress and to the Attorney General, 
together with such recommendatjons with respect thereto as 
the Comptroller General deems advisable. 

(c) (1) The Institute shall conduct, or require each grantee, 
contra:Ctor, person, or entity receiving financial assistance un
der t.his Act to provide for, an annualnscal audit. The report 
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of each such audit shall be maintained for a period of !1t 
least five years a.t the principal office of the Institute. 

(2) The Inst.itute shall submit to the Comptroller General 
of the United States copies of such reports, and the Comp
troller General may, in addition, inspect t.he books, accounts, 
financi!1l records, files, and other papers or property belo~g
ing to or in use by such gr!1ntee, contractor, person, or entIty, 
which relate to the disposition or use of funds received from 
the Institute. Such audit reports shaJI be available for.pu.blic 
inspection during regular business hours, at the prmCIpal 
office of the Institute. 

SEC. 14. There. !1re authorized to be appropriated for fiscal 
year 1982 such sums as may be neeessary to carry out the pro
visions of this Act. 

III. HISTORY Q}' THE LEGISLATION 

The concept of federal financial ~uppor~ for state cou~t ~ystems had 
its origin in the 1967 Report of the PresIdent's CommIsslOn on Law 
Enforcement and Administration of Justice.5 That report, however, 
placed the primary emphasis for federal assistance to the states in the 
areas of law enforcement and corrections, thereby placing the admin
istration of such a program within the United States Department. of 
Justice. Congress carried forth the emphasis on law enforcement and 
correctional problems in the 1968 Omnibus Crime Co?trol and S~fe 
St.reets Act,6 which created the Law Enforcement ASSIstance Adl!Un
istration (LEAA). Since its inception through 1978, LEAA provIded 
some $6.6 billion in assistance to the sta.tes.7 

As Thomas J. :Madden, General Counsel, Office of Justice Ass~st
anee. Research, and Statistics, United States Department of J~s~lCe, 
testified at hearings on S. 2387:, there was a very low rate of partIcIpa
tion by state courts during the early ;years of LEAA.8 Mr .. l\;t:ad~en 
gave three primary reasons as the baSIS for t.he lack of partICIpatIOn 
by state courts. First, early LEAA uuth?riz3;tion legislation m~de few 
explicit references to courts, concentratmg mstead on the polIce and 
corrections aspect of the criminal justice system. Second, Congress 
o-ave little attention to the role of courts in t,he criminal justice system. 
Finally the Separation of Powers doctrine limited active involvement 
by stat~ courts in what was essentially a state executive branch plan-
mng program.!) . 

Recently, the role ?f siJa~ courts. h~ ~n r~ognize~ as ~n essenti~l 
element in the adminIstratIOn of crImInal JustIoo, resultmg In dramatIc 
adjustments in the LEAA program which have allowed greater in
volvement by the judiciary. Th~ Crlme Control Act of 1976 1Q con
tained several provisions designed to increase participation of the 

5 "The Challenge of 'Crime in a Free Society," report by the Presiden,t:s Commission on 
Law Enforcement and Administration of Justice, Wnshin·gton, D.C, (1961). . 

642 U.S.C. 3701 (Pub. L. No. 90-351), 
7 "Task Force Report," p. 28. 
B Statement of Thomas J. Madden, General Counsel, Office of Justice Assistance, Research 

and Statistics United States Department of Justice, hearings before the Subcommittee on 
Jurisprudence' and Governmental Relations, Senate Committee on the Judiciary, Mal'. 19. 
1980,-p.96. 

9 Ibid. 
10 42 U.S.C. 3701, et seq, (Pub. L. 94-5(3). 
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judiciary in the LEAA pro~am. Likewise, the Justice System Im
provement Act of 1979,11 bl1llding upon the strengths of the LEAA 
program, reauthorized and restructed the J'llStice Department's assist
ance program for state and loca,l law enforcement and criminal jus
tice improvement. LEAA has thus been the primary source of Federal 
funds going to state court systems, even though judicial programs have 
received only a small percentage of the LEAA :funds that have been 
dlocated.12 

While LEAA has provided valuable assistance in many ways, state 
court systems have remained concerned 'about a federal judicial assist
ance program administered by exooutive agencies of federal and state 
governmentsY As a result, in August, 1978, the Conference of Chief 
Justices of the Unite~ States. adopted a ~esolution ~uthorizing a t~k 
force to "recommend mnovatIve changes In the relatIOns between state 
co:tu:ts an~ the :f.ede~al government and find yrays to improve the ad
mlnlstr.atIOn of JustICe ill the several states WIthout sacrIfice of the in
dependence of state judicial systems.14 That task force, the Task Force 
on a State Court Improvement Act, was headed by the Honorable 
Ro~rt F. Utter, Chief Just~ce of the State of Washington.ls The re
port of the task force (heremafter referred to as the Task Force Re:' 
port) was submitted to the Conference of Chief Justices in :L'ugust, 
1979, and became the framework from which the State Justice'In
stitute and S. 2387 evolved.' . 

Senator Howell Hefiin, as Ohairman of the SubcommitWe on J uris
pru.dence 'and Governmen~l Relations, held two days of hear~gS, 
~hlCh focused on the ~dmgs and re~ort of the Task Force.16 Spe
Clfica.lly, the SubcommIttee heard testImony as to the need for and 
feasibility of. es~ablishing a State Justice InstitJUte. On March 5, 1980, 
Senator Hefiln lntroduced S. 2387, The State Justice Institute Act'of 
1980. The bill was referred to the Oommittee Oh the Judiciary, whioh 
referred to it to the Subcommittee on .Turisprudence and Govern
men.tal Reb1~ions. The Suhcommittee held ,an a,dditional day of hear
ings on March 19, 1980. 

.A total of twelve witnesses testified on S. 2387, including represent
atiyes of st~te judiciaries, state c~u;rt administrators, the Oonferenceof 
Ohlef JustIces, the Federal JudICIal Center, the National Oenter for 
state c;ourts, and the D~partment of J ustice. O~ May 15, 1980, the Sub
comlllittoo 'agreed unanImously to report the bIll to the full Oommittee 

1142 U.S.C. 3701, Note (Pub. L. 96-157). 
12 The "Task Force Report." at p. 29. indicates that about 5 percent of the LEAA funds 

have been used for the improvement of State courts systems. It should be noted that this 
figure is limited to court programs specifically. excluding programs designed for pr{)secutors, 
defenders, and general law reform. 

Other sources of Federal funds going to State courts include: Traffic eOllrt grants 1~rom 
the National Highway Safety Administration. grants under the Department of Labor's 
CETA program, capital improvement grants under the Department of Commerce's Economic 
Development Administration, grants under the Department of HEW's National Institutes 
personnel.development grants under the Intergovernmental Personnel Act (U.S. Civll Serv: 
ice CommIssion), and research grants from the National Science FoundatIon. See "Alterna
tive Sources for Financial and Technical Assistance for 'State Court Systems," National 
Center for State Courts (Northeastern Reg. Off. 1977). 

18 "Task Force Report," p. 2. 
It Ibid., p. 1. 
13 Other members of the Task Force were: Chief Justice James Duke Cameron; Chief 

Justice William S. Richardson; Chief Judge Robert C. Murphy; Chief Justice Robert J. 
Sheran; Chief Justice Neville Patterson; Chief Justice John B. McManus. Jr.; Chief 
Justice Arno H. Danecke; Chief Justlce Joe R. Greenhill; Chief Justice Albert W. Barney; 
Chief Justice Bruce F. Beilfuss; Mr. Walter J. Kane; Mr. Roy O. Gulley; Hon. Arthur J. 
Simpson, Jr. ; Mr. William H. Adkins II; Mr. 'C. A. CarBon III; Mr. John S. Clark. 

1a The hearings were held on Oct. 18. 1979. and Nov. 19. 1979. 
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for :further action. On June 24, 1980, the Committee on the J udicia,ry 
met, oonsidered S. 2387, and ordered it reported as amended. 

IV. STATEMENT 

A. T he Federal interest 
Any statement. that. addresses the issue of federal funding for st~te 

court systems must begin with a disc~ssion of wheth~r a s~bstantlal 
federal interest is involved. More specIfically, such a dIS<?l!SSIO~ should 
center around whether the federal government has a dIrect Interest 
in the quality of ju~tice. that is dispe~sed in state courts. . 

Under the ConstItutIOn of the UnIted States, state cou:rts share ~Ith 
federal courts the awesome responsibility of eD;forcing. t~e OonstItu
tion and the laws made pursuant thereto. In thIS regard, It should be 
noted that the objective of applying the Fourteenth -A.mendment of 
the United States Oonstitution to the states has been, In the words of 
Mr. Justice Oardozo, to preserve those pri:1ciples "of justice so rooted 
in the traditions and oonscience of our people as to b€ ranked as 
fundamental." 17 

Under our federal system of government, the judiciary o~ t.his coun-
try is bifurcated into both state and federal systems. ThIS does not 
mean however that the federal interest in maintaining the quality, of 
justide deliver~d to the citizens of this country involves a form of JUs
tice dispensed by federal courts o!lly. On the cont~ary" there are no 
federal courts required by the UnIted States ConstItu~lOn other than 
the Supreme Oourt, which reflects a fundamental behef held by the 
Farmers that state courts could adequately handle all 'Cases brought 
to them, whether the issues were of primary concern to the states 
or to the federal government. IS 

Indeed today, as has been stated previo~s~y, state .courts ~eal w~th 
approximately ninety-six percent of the lItIgated dIsputes In wInch 
the peopl~ of .t~is c:ou~try becoI!le i~volved, leaving .little doubt tJhat 
"the qualIty of JustlOe In the natIOn 18larg~ly dete.rr~llned by the qual
ity of justice in state courts," as the first 01 the .findmgs of ~ .. 2387 a?
serts.19 From this evolves a clear and compellIng federal Interest In 
assuring that the public maintains a high level of oonfidence in the 
Judiciary. As Mr. Maurice Rosenberg testified: 

Overwhelmingly, the public impression of justice is molded 
by their [sic] contacts with state courts, whether as litigants, 
as jurors, as witnesses, or as spectators. Also overwhelmIngly, 
the level at which state courts perform determines whether 
Americans in fact have access to justice through the courts. 
Unquestionably, the federal government has a deep conc')rn 

l' Palko v. Oonnecticut, 320 U.S. 31D, 58 S. Ct. 149 (1937). More rec~I1t deciSions Of. the 
United States Supreme Court have hl~ld that the f{'deral guarantee agamst being deprl'.ved 
of one's "liberty" without "due proc€ss of law" is. in many inSLlBces, dependent upon 
whether state law recognizes that its citb;ens have a Uberty interest. Thus whether a cit!.r.en 
has a liberty interest in not being transferred from one correctional o>r mental health in.gti
tution to another is dependent upon whether the_state re::o'.mizes a right not to be trans.: 
ferred without reason. Task Force Report. p. ,!, n. <>, see e.g., Meachltm v. Fano, 427 U.S. 21.) 
(1976) ; Montagne v. Haymes. 427 U.S. 236 (1976). 

18 "Task Force Report," p. 9, cIting Redish and Muench. "Adjudication of Federl?-l Caust's 
of Action in State Court" 75 Mich. L. Rev. 311 n. 3 (1976): "(T)he Madisoman Com· 
promise of Articl/;! III .. : permitted but did not require the congressional creation of lower 
Federal courts. In reaching this result, the Framers assumed that if 'Congress chose not t~ 
crpate lower Federal courts, the state courts could serve as trial forums in Federal caseSl 

19 S. 2387, sec. 2(a) (1). 
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in these matters. If the citizens turn cynical about the pros
pects of obtaining justice from the courts, they will have 
little confidence in other institutions in the society.20 

There is also a fede,ral interest in insuring the quality of justice in 
state courts due to the fact that state courts sit in judgment of fed
eral as well as state issues. The Supremacy Clause of the United States 
provides: "This Constitution, and the laws of the United States which 
shall be made in pursuance thereof; and all treaties made, or which 
shall be made, under the authority of the United States, shall be the 
Supreme Law of the Land; and the judges in every state shall be 
bound thereby; anything in the Constitution of Laws of any state 
to the contrary notwithstanding." 21 State judges are thus Il'equired 
to consider whether a state statute or regulation is in conflict with the 
United States Constitution or with a· federal statute or regulation 
which preempts state. law. Likewise, state. courts are obligated to apply 
federal law in situations which do not involve state law at all. As the 
Supreme Court held in Olaflin v. Hou8eman, 93 U.S. 130 (1876), state 
courts can hear and decide cases which are strictly federal if there is 
concurrent state and federal jurisdiction: "If exclusive jurisdiction 
be neither express nor implied, the state courts httve concurrent juris
diction whenever, by their own Constitution, they are competent to 
take it." 22 . 

Although there are some categories of federal legislation to which 
there is exclusive federal jurisdiction,23 most Congressional enact
ments have conourrent state and federal jurisdictions. In this regard, 
two important things should be kept in mind. First, once the time 
limit for removal of a case brought in state court to the federal court 
has passed, the state court is free from supervision or interference 
by the federal courts. In such cases, the only review is by appeal or 
certiorari to the Supreme Court.24 Second, the Supreme Court of the 
United States is incapable of reviewing the thousands of state court 
judgments in which federal questions are raised. Given that the 
processes of appeal and certiorari to the United States Supreme 
Court are the only meaningful methods of federal review of state 
court judgments, state. courts are thus, as [I, practical matter,. virtu
ally tribunals of final resort. The implementation of fundamental 
federal policies is therefore largely dependent upon state judiciaries. 

In recent years, the three branches of the federal government have 
contributed significantly to the federal interest involved in main
taining the quality of state courts in the delivery of justice to the 
American people. For instance, important Congressional policy ob
jectives are often dependent upon the abili.ty of state c'Ourts to aid in 
the implementation and enforcing of such legislation. As an induce
ment for states to pass legislation or adopt administrative rules which 
will further Congressional policy objectives, Congress frequently im
p'Oses conditions on federal spending. The fifty-five mile an hour speed 

20 Testimony of Maurice Rosenberg, Nov. 19, 1979. p. 52. 
21 United States Constitution, Article VI. 
2293 U.S. 130, 1'36 (1876). 
23 Categories in which there is exclusive Federal jurisdiction include inter alia, bank

ruptcy, patent and copyright cases. Federal criminal cases, 'Securitles Exchange Act cases, 
Natural Gas Act cases, and antitrust cases. 

2l The exception is with habeas corpus cases, in which lower Federal courts may review 
the validity, under the Constitution and laws of the United States, of a State criminal COll
viction, but only if the person convicted Is "in cUl3tody." 
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limit (induced by a condition on the spending of highway money), 
eligibility standards for aid to families with dependent children, 
nuclear power plant siting, and scho~l lunch programs are all exam
ples of federally induced state legislation. Other Congressional en
actments, such as the Speedy Trial Act,25 have resulted in increased 
effurts to divert cases t.o state courts. In this regard, it should be noted 
that federal jurisdiction in diversit.y cases, which is probably the most 
important type of concurrent jurisdiction, has come under increasing 
criticism and stands a chance of being abolished or limited in the near 
future, leaving such cases to be handled in state courts. Legislation 
to this effect passed the House of RepresentaMves 26 in the ninety-fifth 
Congress, but failed in the Senate. Similar bills, however, are cur-
rently pending in the ninet.y-sixth Oongress.27 .. . 

The executive branch 'Of government has lIkeWIse establIshed cer
tain policies and guidelines that have resulted" in increased state court 
dockets. In particular, the Department of Justice has requested st!Lte 
authorities to assume additional responsibility for the proseoutIOn 
of some criminal matters now handled. in fede.ral caurt, allowing fed
eral prosecutors to concentrate 'On matters that more properly are .of 
higher priority by the. fede~al gover~ment, su~h as ~ar~ scale whIte 
collar crime cases.28 ThIS polIcy IS carrIed forth In legIslatIOn currently 
pending to c'Onsolidate federal criminal laws int.o a single title. of the 
United States Code.29 

Perhaps the most significant increase of the responsibilities of sta;te 
courts has come from the judicial branch of the federal government 
through decisions of the SU1?reme 90uI'lt of the United States. O,n tte 
one hand, many deci~ions have dIverted cases to state. courts. In .an 
effort to relieve the congestion on federal court dockets, thus mamtaIn
ing the high level of justice dispensed .1y federal courts.30 On the other 
hand decisions of the Supreme Court have also increased the pro
cedu~al due process protections guaranteed to citizens in criminal,31 
civil,32 juvenile,33 and mental health 34 proceedings. The result of these 

25 18 u.S.C. 3161. et sea. . f 
26 See H.R. 9622. 95th Cong., 2d sess. (passed the House of RepresentatIves by a vote 0 

266 to 133. Feb. 28. 1978). J d' i C ·tt S 679 
27 B:.R. 130, ann H.R. 2202, Is currently pending in the House u IC ary omml ee. . 

Is currently peniling in the Senate .Tudician' Committee. 
28 See the address of Attornev General Griffin Bell to. the min winter meeting of the con

ference of State Court Chief Justices. It should be- pomted out that in this address the 
Attorney General also stat('d that he felt it appropriate for the Federal Government to share
the increased financial burden that will be placen on the States as a result of this policy. 

29'S. 1722 and H.R. 6915. _ 
30 For example see-. inter alia. the following-: 'Stone v. Powell, 428 U.S. 4(lo (1970). in 

which the court held that Fourth Amendment issues cannot be raiser'! by Federlll habeau!'l 
Corpus if the individunl involved has haa a full and fllir hearin£! in the Stllte: Younger v. 
HarriS,' 401 U.S. 37 (1!J71). and Huffman v. Pu.rltlll, ~td., 420 U:S. 592 (1975), which lim
ited the 'authoritY of Federal courts to intervl'nl' in crIminal or CIvil cases pending- in S~atp 
courts' and Meachum v. Fano, 427 U.S. '215 (197'6). and J[ontaflne v. Ha1l1nes, 427 n.s. 236 
(1976): which heln that Federal due nrocess protections are often available only if therl' 
is 'a lIbRrtv interest involved which has been created by State law. 

31 Federal dne orocess requirements have had a very substantia} impact on 'State criminal 
pro('edure-s. Thf' best mustJ'''tion of this imnact stems from tpe mcrl'asf'n requirements for 
taking a valin guilty pll'a. These reouirements have not only mcre-ased the amonnt of court 
time needf'n to take a valid guilty olea. but have also made It .imnortant that Rtlltl' courts 
develop adecmate guilty plea procf'dures and that State court Juil£!es be hettl'r Informl'd as 
to the nrocedural requirements than was formerly nece-ssary. See stntement of Se}1ator 
Howell He-flin and resoonsf' of Professor Frank Rf'mlngto,n. Professor of Law. nniV~rSl~y of 
Wisconsin S("11001 of Law. at hf'arln£! befoTl' the Rubcommltten on Jurisprudence and Go, ern-
mentltl Relation!::. Senate Judici"l'v 'Comrnittpp.. Ort. 18. , 079. n. 8. . 

32'See Inter alia. Fuentes v. Floridn, 407 U.S. 67 (1972) whl're th.l' ('onrt he-.ld thllt a rltl
zl'n cannot be deprivl'd of a proPl'rtv interest createil bv Rtatp law wIthont nobel". a hellrinl!'. 
~nd other nrocedural due process safeguards: and Goldberg v. I(elll/, ?97 U.S. 254 (1970), 
where the court held that State welfare b~nefits cannot be cancelled WIthout a hearing and 
other due process protectionR. 

33 Ree intf'r aJia. In Re Ga1tlt. 387 U.S. 1 (1967). ? 
:w Sf'f' lntf'r alia. W1/att Y • • 'lH('k~lell. 344 F. RllpJl. an. 344 F. Supp. 3R7. !lO3 F. ~d IROn. 
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decisions has been an increase in the number of cases handled hy' st'ate 
judiciaries as. wel~ as an !~crease in the procedural compleXIty of 
state court litIgatlOn requlrmg the develop.ment .of new safeguards, 
more efficient procedures, and a much more :nt~n~Ive program of con
tinuing education for members of the state JudlClary: .. 

The tremendous impact of Supreme Court deC!SIOnS on sta~e JU
diciaries was probably best described by Mr. JustIce Brennan In the 
following statement: 

In recent years, however, an?iher variety of federal law
tlmt fundamental law protectmg all ~f us fr~m the. us~ of 
gover-nmental powers i~ ways mconsIsten~ WIth AmerIcan 
conceptions of human lIberty-has dramatIcally altered t~e 
p:rist of the sta:te courts. Over the pas~ two decades, deCl
sions of the Supreme Court of .the UnIted States have re
turned to the fundamental promIses wrought by the bloo~ of 
those who fou O'ht our ,"Val', between the States, promIses 
which were th~rea'£ter embodied in our fourteenth amend
ment-that the citizens of all our st3;tes .are ~lso and no less 
citizens of our United States, 'that thIS blrthl'lght guarantees 
our fede.ral constitutional liberties against encroachment by 
governmental action at any level of our federal system, and 
that each of us is entitled to due process of law and 'the equal 
protection of the laws from our state governments no less 
than from our national one. AI~houg~ courts do .not today 
substitute their personal economIC behefs for the Judgments 
of our democratically elected legislatures, Sup~em~ Court 
decisions under the fourteenth amen,dI?-ent ha,:,e ~Ignlficantly 
affeded virtually every othe~ ~rea, CIVIl and cl'lmlnal, o~ state 
action. And while these deCISIOns have been accompanIed by 
the enforcement of federal rights by federal co:urts, they have 
siO'nificantly altered the work of state court Judges as well. 
This is both necessary and desirable under our federal sys
tem-state courts no less than federal are and ought to be the 
O'uardians of our liberties. . . . 
h Every believer in our concept of federalIsm, .and I am a 
devout 'believer, must salute this development In our state 
courts . . . I f d I ... [T]he very premise of the cases that forec ose. e era 
remedies constitutes a clear call to state courts to step mto,the 
breach. With the fedE'ral locus of our. double protectIOns 
weakened, our liberties cannot survive I~ the states ~tray 
the trust the Court has put in th~m. And .If that trust IS, for 
the Court, strong enough to overrlde the rIsk that some states 
may not live np to it, how I?-uch more st~ongly should we 
trust state courts whose mamfest purpose IS. to eXJ?a~~ con
stitutional protections. 'Vith. feder~l scru~Iny d;~mIshed, 
state courts mnst respond by Increasmg theIr own. 

35 Task Force Report, p. 26, citing Brennan, "state Constitutions and the Protections of 
Individual Rights," 90 Harv. L. R~v. 489, 490--91, 502-03 (1977). 
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'l'he quality of justice guaranteed to all persons has indeed been a 
eornerstone of American society.36 It is thus without question t.hat the 
fede~al goyer~ment has a substanti~l ~~erest in maintaining the 
quahty of JustIce at all levels of the JudICIary. It therefore logically 
follows ~hat there is also a substantial federal interest in maintaining 
t~e quahty of state courts. Certainly the federal interest in the quality 
of state courts is at least as much l!S the federal interest in the quality 
of health care and the quality of the educational system, both of which 
has benefitted from substantial federal contributions.37 'Vhile fedeml 
assista~ce to state courts should never replace the basic financial sup
port gIven them by state legislatures, federal financial contributions 
~tdn:i~istered in a !llnnner tha~ respects the independent n~ture of the 
JudICIary can provIde a "margm of excellence" that would sIp:nificantly 
Improve the quality of justice received by citizens affected by stat'e 
courts. 
B. The ewperierwe 0/ State COUr't8 with Federal financial as8istance 

Federal funds have, in fact. been channelled to state courts over the 
last decade, primarily through the Law Enforcement Assistance Ad
ministration. LEAA was created bv the Omnibus CrilIle Control and 
Rafe Streets Act.sB and has been administered by the Department of· 
Justice. Since LEAA was created twelve years ago, approximately 
$~5~ mill~on from LEAA discretionary funds and approximately $344 
Tiulhon from LEAA Formula Funds (formerly Block Grant Funds) 
have been ~tllocated for state court improvements.B9 

State court systems have received substantial benefits from the use 
of LEAA funds. Many states have been able to implement important 
Rtructural and organizional changes in their judiciaries. Likewise, 
numerous educational programs, including- judicial colleges in se,"eral 
~tates, have been established. Reflecting on this record of accomplish
ment, the Task Force noted that "any \eview of the past ten years 
must conclude that LEAA has been the sIru?;le most powe,rfu] impet.lls 
{or improvement in state court svtems.40 Echoin~ these sentiments, the 
"fTonornble Robert.r. Shf'ran, Chie.f .Tustiee of the St}lJe of Minnesota. 
and Chairman of the Conference of Chief Justice's Committee on 
Federal-State Relations, testi:fif'd t·hat "remarkahle improvem!mts WE're 
made possible" by LEAA grants, and that ha;d it not been for these 
improvements "Rtate contt sytems would have foundered in the face of 
the massive increases in litigatio11 in re.CE'nt veal's." 41 Df'snite tIl(' 
achievements made possible by the use of LEAA funds, however, 
substantial conceptual and practical difficulties with this form of 
federal assistance have rendered the program less effective than it 
could and should be. 

To begin with, there are inherent separation of powers problems in 
administe.rirx LEAA funds to St1tte. courts. These separation of powers 
problems evolved primarily for two reasons. 

!M It should be noted that the "establishment of Justice" was the second of six objectives 
Iistetl by the Framers in the Prpamble to the Constitution. 

liT For 11lnstrations of the federal Interest in the education, see inter alia, 20 U.S.C., secs, 
351 and 1221e and 34 U.S.C., sec. 1501. For illustrations of thE> federal interest in the 
quality of health care, see generally title 42 of the United States Code. 

ISS 42 U.S.C. 3701 (Pub. L. No. 90-351). 
811 Testimony of Tbomas Madden, Mar. 19, 1980, p. 99. 
010 Task Force Report. p. 35. 
41 Testimony, Chief Justice Robert J. Sheran. at hearings held before the Subcommittee on 

Jurisprudence and Governmental Relations, Senate Judiciary Committee, Oct. 18. 1979, 
p.21. 
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First, there are serious difficulties with an arrangement whereby a 
department of the federal executive branch, in this case the Depart
ment of Justice, is in a position to influence by its funding decisions 
the programs by or in behalf of state and local courts.42 This is par
ticularly noteworthy in light of the fact that, because of the delicate 
separation of powers problems, control of the efforts of all federal 
courts was removed from the Department of Justice and placed inde
pendentlv in the judicial branch of the federal government..43 Cer
tainly, the same threat to judicial independence exists in an arrange
ment, such as with 'LEAA, whereby an executive department deter
mines both the type of p~ograms to receive financial assistance and 
tho specific courts or agencIes to receive the funds. 

Second, separation of powers problems arose within individual states 
because of the requirement that LEAA block grants to the states be 
administered by state planning agencies designated or established by 
the governors of each state. The degree of success of any state court 
programs was thus directly related to the degree of cooperation re
ceived from executive branch planning agencies. As the Task Force 
stated: 

Reports from those states having strong judicial representa
tion on the state planning agencies reflect general satisfac
tion with the quality of the funding support accorded 
judicial projects. Other states experienced paper representa
tion rather than having a real voice in the program, and still 
others had no voice at all. The a vailabilitv of federal dollars 
for state court improvement often became-more promise than 
reality and the price of competition, compromise and con
census has become too great for some. Indeed, even in those 
states where the judicial leadership has exercised its power 
effectively, there arose a growing concern about the propriety 
of an executive branch agency dictating the goals to be at
tained by a state's judicial agencies.44 

It was not until the 1976 LEAA reauthorization that provisions were 
made for state judicial planning committees, thus giVing clear Con
gressional recognition to the role or state court systems in the scheme 
of LEAA programs. Even then. however, there was both confusion 
and controversy surrounding the inclusion or prosecutors and defend
ers in the LEAA concept or state judicial planning committees, 
which was not resolved until the LEAA General Counsel issued an 
opinion that excluded prosecutorial and defense services, which were 
covered under other LEAA categories, from the definition of "court 
projects." 45 

42 Testimony, Hon, Law,rence rAnson, Chief Justice of the State of Virginia. at hearIngs 
held before the Subcommittee on JurIsprudence and Governmental Relations. Senate Judi
clarv Committee. Oct. 18. 1979, p. 4. 

43'Testimony of Justice Sheran. Mar. 19, 1980, p, 100. 
4t Task Force ReDort. p. 30. 
40 Opinion of LEAA General Counsel (July 24, 1978), cited in the Task Force Report. p. 33, 

n.61. 
It should also be noted that courts unable to receive local or State funds administered 

nnd('r LEAA's block grant funding- system could by-pass State guidellnes by obtaining dire~t 
fundln~ from Washington through the LEAA discretionary grant program. There was. In 
fact. "irtually no State jurl!cial InDut in the use of dis('retlon:lry funds, thus tenrling to 
undermine the effectiveness of a State's judicial planning process. Task Force Report. 
pp. 33 and 34. 
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The separation of powers problems and the threat to judicial in
dependence are most evident when it is recognized that in all instances 
state courts must compete with executive agencies for any funds they 
are to receive. As the Task Force observed: "Whether viewed in terms 
of the block grant program administered through the states or the 
discretionary grant program run from Washington, the need fot' judi
cial competition with executive agencies in the LEAA prograrns has 
created practical and policy problems of immense proportions." 46 

State courts have had an additional problem in seeking LEAA 
funds because of the fact that the "Safe Streets Act" was designed as 
an effort to assist states in combating crime. "Vith its emphasis on 
law enforcement and corrections, LEAA has recognized-first by 
administrative interpretation and later by Congressional enactment
a program of federal support to state courts only under the theory 
that state courts are a component of the criminal justice system.47 
This conceptual treatment of state courts has itself resulted in two 
problems. 

First, current federal funding policy does not accord state judi
ciaries their proper place within our scheme of federalism. State 
courts are independent branches of states government charged with the 
responsibility of adjudicating various types of disputes between indi
viduals and the state. Unfortunately, within the framework of 
LEAA-administered assistance, state courts have been seen as com
ponents of a criminal justice system conceived of primarily as an 
activity of the executive branch of government. But as Chief Justice 
I'Anson testified before this Subcommittee: 

Courts are not "components" of a criminal justice system 
but, in the criminal functions, stand as an independent third 
force between the police and the prosecutor on one side and 
the accused on the other. This is not to say that the judiciary 
cannot or t1hould not cooperate with the executive branch 
in seeking improvements in criminal justice. Judges obviously 
do and should. But they should do so under conditions re
specting the separation of powers.48 

Second, funding- courts only under the guise that they are com-po
nents of the criminal justice system completely disregards the fact 
that in state judicial systems, the exercise of civil and criminal func
'tions are inseparable. Any court improvement.s sought for the criminal 
:functions of courts necessarily involve consideration of the civil 
functions as well. LEAA's focus on criminal justice has thus made it 
difficult for courts to undertake broadly based improvements which 
would best serve the total justice system. criminal as well as civil:1:9 

. The problem was best stated by Chief Justice Sheran: "'Efforts to 
sepa.rate criminal and civil jurisprudence in state court systems to 
comply with LEAA directives emphasizing measures to control crime 

46 Task Force Renort. p.30, Testimony to this effect was also heard throughout the hear
ings on S. 2387. See specifically, the testImony of Chief Justice Sheran, Oct. 18. ] 979, 
pp. 21, 22. 

47 It should be noted that despite the obvious tact that courts are an essential ('om}xment 
of the criminal ;justice system, court programs were not specifically provided for in the 
orll!lnal LEAA enactment. 

4B '{'pst!mony of 'Chief .Tustice I'Anson, Oct. 18. 1979, p. Ii. 
40 Ibid. 
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lead to strained and unnecessary improvisations which are not cost 
effective." 50 

It.~nally, is should be noted that. as with all federal assistance pro
grams, the continued success of LEAA is not guaranteed. This is 
particularly true at the present time. Our country is arguably facing 
the severest economic crisis since the Depression, prompting Congress 
and the Administration to seek ways to decrease federal spending and 
balance the federal budget. If the Justice Depa.rtment's budget is 
reduced as has been discussed, much of the reduction will likely corr" 
from the grant program of LEAA. As a result, given that cour~'
receive only a small share of LEAA funds to start with, federal fun 
ing to state courts would, for all intents and purposes, be discontinued.. 
In this regard, it is imperative that the Congress not let a lack of 
funds impair the ability of state courts to maintain and improve the 
quality of justice th&t they dispense. 
O. S. ~387 and the State JU8tioe In8titute 

S. 2381 recognizes the substantial federal interest in seeking to 
maintain the quality of justice in state courts. More importantly, 
however, the bill also reeognizes the past difficulties that have arisen 
with federal assistance to state courts and a.ttempts to correct them. 
The concept of a State J usti.ce Institute builds on the success!..:s of 
past efforts to assist state courts while attempting to avoid the diffi
culties that have plagued previous assistance. 

This legislation creates a private non-profit corporation known tts 
the State Justice Institute. The stated purpose of the Institute is 
"to further the development and adoption of improved judicial ad
ministration in state courts in the United States." 51 To accomplish
this the Institute shall, among other things, direct a national pro
gram of assistance by providing funds to state courts, national orga.
nizations which support and are supported by state courts, and any 
other non-profit organization that will support and achieve the pur
poses of this legislation. 

The Institute shall be supervised by a Board of Directors, consist
ing of eleven voting members. The Board of Directors is charged 
with the responsibility of establishing the policies and funding pri
orities of the Institute, issuing rules and regulations pursuant to such 
policies and priorities, a warding grants and entering into cooperative 
agreements to provide funds to state court systems, as well as other 
duties consistent with its supervisory function. 

1'he Committee feels that a clear Congressional reeognition of the 
separation of powers principle in the function of state governments 
and the Constitutional requirement of an independent judiciary is 
essential for any successful program of federal assistance. '1'herefore, 
S. 2381 provides that funding decisions for court improvements be 
made through the independent State Justice Institute by a Board of 
Directors that is composed primarily of representatives of state ju
diciarip.s. Six judges and one state court administrator will serve 
on the Board along with four members from the public. The Presi
dent shall appoint the judges and court administrator from a list of 

00 Testimony. f Chief Justice Sheran, Oct. 18, 1979, pp. 21. 22. 
51 S. 2387. Sl:" 4(c). 
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at l~ast. fo~rteen individuals submitted by the Conference of Chief 
JustIces. Thus, any fear of executive branch control over the use of 
Federal funds does not exist under S. 2381. 

. ~ J:3oard of D~rectors. composed of representatives of state ju
dICIarIeS also proVIdes an Important mechanism for prioritizing state 
court programs t~.at are to receive federal funds. By being supervised 
by a Boa!d ?f. D~rectors possessing a first hand, working know led o-e 
of. st~t.e JudlCIarI~s~ the State Justice Institute will be able to s~t 
prIOrItIes and polIcIes for the di~trib.ut~on. o.f federal funds to state 
court systems based upon establIshed JudICIal priorities and need8 
rather. than up~m assu~~d needs as perceived by federal or state. 
eXE:'CU~IV~ agenCI~S. DeCISIOns by the Board will thus be made after 
a realIstIC appraIsal of th~ ~eed and merit of services rendered. 

The executIve and admlm~trath;e operations of the Institute shall 
be perform~d by -an ExecutIve DIrector. The Executive Director is 
to be appomted by the Boar~ of Directors and shall serve at the 
pleasure of the Board. The DIrector shall also perform such duties 
as 'are delegated by the Board. 
Di~retionary federal funds that are available to achieve the kind 

of assls.ta.nce to state cou:ts that is contemplated by S. 2387 are present
ly admInIstered by.a :vanety of bureaus and subdivisions of the federal 
government. By gIvmg the State Justice Institute the authority to 
~ ward grante and enter into cooperative agreements or contracts to 
mSl}re strong ~nd effe?tiv~ state courts, S. 2387 reflects the Committee's 
deSIre to aV?Id duplIcatIve and overlapping efforts by the various 
federal fundIng sources by providing a clear route of access for state 
court 'plann~rs: :rh~ responsibility of the State Justice Institute to 
establIsh prIOrItIes In the use of federal funds will allow state court 
sy~:r;ns to ~eceive federal assistance based on a coordinated high 
1"rIOnty baSIS rather than a basis of priorities established separately 
by varIOUS federal agencies. Proven programs would thus be spread 
to more and more states and a more effective use of federal funds will 
result. 

S. 2?81 authorize~ the State Justice Institute to award grants and 
enter m~ cooperatIve agreements or contracts in order to among 
?thel' thIngs, e:onduct r~search and demonstrations, serve as' a clear
m~~ouse and mfor~atIOn center, evaluate the impact of programs 
cal ~Ie~ ?ut under. thIS Act, encourage and assist in the furtherance 
of ~udICIal educatIOn, and to be responsible for the certification of 
natIOnal programs that are intended to aid and improve state judicial 
system.s. The Act specifies a variety of programs that will be elio-ible 
for aSSIstance from the Institl}te in~luding those proposing alternatives o ?urrent methods of resolVIng dISputeS, ~ou~. planning and budget
mg~ ~ourt n;tanagement, the use of non-JudICIal personnel in court 
deCIsIOnmakmg, procedures for ~he selecti~n. and removal or judges 
and other court personnel, educatIOn and traInmg programs for judges 
and other ?o:urt personn~l; and studies of court rules and procedures. 
By au~?orIzmg the InstItute to provide financial assistance to state 
cou~ . to ~ssure each person ready access to a fair and effective system 
o~ J?stI~e, the Act reflee:ts. the. C<?mmittee's intention of not making 
dlstmc~IOns between the CIVIl, crImmal and juvenile functions of courts 
·regardmg the use of funds. Courts will thus 'be able to undertake the 
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kinds of programs that will have a beneficial impact on the judiciary 
afj a whole, rather than couching them as primarily intended to im
provo only the criminal justice system. 

Equally important, because of t?-e ~e~er:al mcognition of the separate 
and independent nature of state JudIcIanes, S. 2387 r~moves t~e com
petition between state judiciaries and state exeoutIve agenc~es for 
iederal assistance. By directing a national program of assI~a~lCe 
specifically for the improvement of state courts, a~d by provIdmg 
ror judicial input ~nto funding decisio~s, S. 2387 :WII~ ?re~te, a much 
more favorably clImate for the exerCIse of the JudlCIaI'leS propel' 
role in planning and administering any expenditures in their respec-
tive state court systems. . 

It is important to recognize that, while state and local courts WIll 
be the principal recipients of assistance under this Act, S. 2387 also 
recognizes the contributions made by existing national organiz!1t!~ns 
that serve state judicial systems, notably the general support actIVItIes 
of the National Center for State Courts, and the educational programs 
of the National Judicial College and the Institute for Court Manage
ment. These organizations have been extremely important i~ J:>ringing 
national resources and perspectives to bear on matters of crItIcal con
cern to all state court systems and their activities would receive con
tinuing support from the SJI. The research activities of the Insti~ute 
for Judicial Administration and the American Judicature SocIety 
also illustrate the kind of assistance needed by many states. 

Two amendments proposed by Senator Thurmond were adopted 
during full Committee 90nsideration of the bill. His first amendment 
added specific language to insure that the Institute does not in any 
way interfere with the independent nature of the state courts. The 
amendment also prohibits Institute money from being used for the 
funding of regular judicial and administrative activities other than 
pursuant to the terms of a grant, cooperative agreement, or contract 
with the Institute, consistent with the requirements of this Act. The 
purpose of this addition is to reflect the Committee's intent that the 
Institute is not to provide basic financial support for state courts. 
Funding for regular judicial and administrative activities may only 
be given in the context of a specific contract or agreement, the pur
pose of which is to improve a state or local judicial system. The 
Committee would also like to make it clear that the Institute and a 
state or local judicial entity may not enter into an agreement or con
tract simply to provide financial assistance rather than to fund a 
specific program, project, or study to improve that judicial entity. 

The second Thurmond amendment added a requirement that the 
state or local judicial systems receiving funds administered by the 
Institute provide a matching amount equal to twenty-five percent of 
the total cost of the particular program or project. The amendment 
further provides that in exceptionally rare circumstances this require
ment may be waived upon approval of the chief justice of the highest 
court of the state and a majority of the Board. This amendment re
flects the Committee's belief that state and local systems be required 
to assume some responsibility for programs designed for their benefit. 
It is further contemplated that the waiver provision be utilized only 
in very rare circumsta,nces. 

() 
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In sum, the State Justice Institute would provide funds for research 
and development programs with national application which would be 
beyond the resources of any single judicial system. It would build 
?n the .L~AA e~perience, but would insure that any federal support 
IS a~mllllstered m th~ best and most efficient way possible to produce 
contmued state court Improvement. The State Justice Institute would 
furnish a sound basi~ of sUI?P?rt for the natio;nal organizations that 
have been successful In provIdmg support serVICes traininO' research 

d t h · 1 . , 5' an ec. mca assIstance for st~te ~ourt sJ:'stems. By establishing a 
me?hamsm such as the State JustICe InstItute to provide financial 
assIstance to. the state cou~s~ ~t is not th~ Committee's intent to &ug
gest that prImary responSIbIlIty for maIntenance and improvement 
of state courts does not remain with the states themselves. The State 
J ustic~ Institute would not fund <:1' subsidize ongoing state court 
operatlO,ns, l;mt. r.at~er woul~ spot~lght problems and shortcomings 
?f our state JudIcIarIes, prOVIde natIOnal resources to assist in correct
mg the.m, and. make the appropriate state judicial officials responsible 
for theIr solutIOn. Even though federal assistance to state courts would 
be ~odest compared to the basis financial support given them by state 
legIs~atures, federa~ finan~ial co;ntribution through the State justice 
~nst!tute can prOVIde a margIn of excellence" and thus improve 
sIgmficantly the quality of justice received by' citizens who are af
fected by state courts. 

V. SEOl'ION-BY-SECTION ANALYSIS 

Section i-Short Title 
This Act may be cited as the "State Justice Institute Act of 1980." 

Section 2-Findings and purpose 
This. section contain~ the fi:r:dings. an~ .declarations. of Congress 

~~garclmg the federal mterest In mamtaImng the qualIty of justice 
dIspensed ~y state ?ourts, .the. programs necessary for state courts to 
delIver a hIgh quahty of JustIce, and the need for federal assistance 
to s~at~ courts to aid in carrying out such programs. 

SectIon 2 also states the purpose of S. 2387 which is "to assist the 
st3;te courts and organizations which support them to obtain the re
qUlrem~nts . . . tor stro~g and e!fective courts through a funding 
mecha~Ism, conSIstent WIt~ doctrInes of separation of powers and 
federalIsm, and thereby to Improve the quality of justice available to 
the American people." 
Section 3-Definitions 

Section 3 contains the definition of various terms used throughout 
t.he Act. 

Section 4-Establishment of Institute j duties 
This section ~sta~lishes th~ S~ai:€ Justice Institute as a private non

profit ?orporatIOn In the DI~trlct of Columbia to promote improve
ments m ~tate court systems In a manner consistent with the doctrines 
of feder.alIsm and the separation-of-powers. The Institute is authorized 
t<? provI~e fun?s to. state. courts and national organizations working 
dIrectly In conJunctron WIth state courts to improve the administra-
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tion of justice, as well as other non-profit organizations working in the 
field of judicial administration. The Institute also is assigned a liaison 
role with the federal judiciary, particularly as to jurisdictional issues, 
and is authorized to promote training and education programs for 
judges and court personnel. The Institute is specifically barred from 
duplicating functions adequately being performed by existing non
profit organizations such as the National Center for State Courts and 
the N ational Judicial Cullege. 
Section 5-B oa'l'd of directors 

This section provides for an eleven-member board of directors to 
direct and supervise all activities of the Institute. The board will 
establish policy and funding priorities, approve all project grants, 
and appoint and fix the duties of the executive director. The Board 
will make recommendations on matters in need of special study and 
coordinate activities of the Institute with those of other governmental 
agenCIes. 

The board will consist of six judges and one state court administra
tor appointed by the President from a list of at least fOllrteen candi
dutBS submitted by the Conference of Chief Justices after consultation 
with organizations and individuals concerned with the administration 
of justice in the states. Four non-judicial public members will be ap
pointed directly by the Pi'esident. All members will be selected subject 
to tile advice and consent of the Senate. They must represent a variety 
of backgrounds reflecting experience in the administration of justice. 
It is expected the judicial members will be representative of trial as 
well as appellate courts and rural and urban jurisdictions, The Board 
will select a chairman from its own voting membership and will serve 
without compensation. 
Section 6-0tficers and employees 

This section authorizes the executive director to conduct the execu
tive and administrative operations of the Institute under policy set 
by the Board. It provides that the Institute shall not be considered an 
instrumE'4ntality of the federal government but permits the Office of 
Management and Budget to review and comment on its annual budget 
request to Congress. It also provides that officers and employees of 
the Instit.ute are not to be considered employees of the United States 
except for determination of fringe benefits provided for under Title 5, 
U.n.ited States Code, and for freedom of information requirements 
under Section 552 of Title 5. 
8 ection 7-. Grants and contracts 

This section establishes the Institute's funding authority and out
lines the types of programs it can support. It provides that the Institute 
will, to the maximum extent possible, conduct its operations through 
the courts themselves or the national court-related organizations estab
lished to provide research, demonstration, tBchnical assistance; edu
cation and training programs for them. Thus, it assures that the 
Institute will be a small developmental and coordinating agency rather 
t.han a large operating agency with it.s ow.n. in-house capabilities. The 
Institute is authorized to award grants and enter into cooperative 
agreements or contractR on a firRt priority with stat{' and local courts 
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and their agencies, national non-profit organizations co.n.trolle~ by 
and operating in conjunction with state court systems, and natIOnal 
non-profit organizations for the education and training of judges and 
court personnel. .. . . . 

Funds also can be prOVIded for proJects conducted by InstItutlO~s 
of higher education, individuals, private businesses and other publIc 
or private organizations if they would better serve the objectives of 
the act. In keeping with the doctrine of separation of powers Mld t~1e 
need for judicial accounta:bility, each state's supr~me~ court" or Its 
designated agency or counell, must approve all applIcatIOns for fund
ing by individual courts of the state and must receive, adm~nister a~d 
be accountable for project funds awarded to courts or theIr agenCIes 
by the Institute. 

The Lnstitute is authorized to provide funds for joint projects with 
the Fedetal Judicial Center and other agencies as well as for research, 
demonstration, education, training, technical assistance, clearinghouse, 
and evaluation programs. Such funds may be used for fourteen specific 
types of programs including those which would propose alternatives 
to current methods for resolving disputes; measure public satisfaction 
with court processes in order to improve court performance; and test 
and evaluate new procedures to reduce the cost of litigation. Other 
eligible programs would include those involving the use of non-judicial 
personnel in court decisionmaking; procedures for the selection and 
removal of judg~s a.nd other court personnel; court organization and 
financing; court planning and budgeting; court management; the uses 
of new technology in record keeping, data processing, and reporting 
and transcribing court proceedings; juror utilization and manage
ment; collection and analysis of statistical data and other information 
on the work of the courts; causes of trial and appelJate court delay; 
methods for measuring the performance of judges and courts; and 
studies of court rules and procedures, discovery devices and eviden
tiary standards. The section also requires the Institute to provide for 
mo~itoring and evaluation of its operations and of programs funded 
by It. 

. Finally, through an amendment offered by Senator Thurmond this 
section requires that any state or local judicial system receiving funds 
administered through the Institute .provide a matching amount equal 
to twenty-five percent of the total cost of the particular program or 
project. This requirement may be waived, however, in exceptionally 
rare circumstances upon the approval of the chief justice of the high
est court of the state and a majority of the BQard. 
Section 8-Li'lnitations on grants and oontracts 

This section requires the Institute to insure that its fund are not 
used to support partisan political activity or to influence executive or 
legislative policy makin~ at any l~vel of government unless the In
stitute or fund recipient IS responding to a specific request or the meas
ure under consideration would directly affect activities under the act 
of the recipient or the Institute. 
Section 9-Rest1'iotions on activitit~s of the Institute 

This section bars the Institute itself from participation in any 
litigation unless the Institute or a grant recipient isa party and bars 

rw_ 
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any lobbying activity unless the Institute is formally requested to 
present its views by the legislature involved, the Institute is directly 
affected by the legislation, or the legislation deals with improvements 
in the state judiciary in a manner consistent with the act. 

Further, through an amendment offered by Senator Thurmond, this 
section specifically prohibits the Institute from interferring with the 
independent nature of state judicial systems and from allowing sums 
to be used for the funding of regular judicial and administrative 
activities of any state judicial system other than pursuant to the terms 
of any grant, cooperative ~OTeement, or contract with the Institute, 
consistent with the requirements of the Act. 
Section 10-Special 'pr()(Jedurre8 

This section requires the Institute to establish procedures for notice 
and review of any decision to suspend or terminate funding of a 
project under the Act. 
Section Il--Prresidential cooraination 

This section authorizes the President to direct that appropriate sup
port functions of the federal government be available to the Institute. 
Section 1f!J-Records and rreporrts 

This section authorizes the Institute to prescribe and require of 
funding recipients such records as are necessary to insure compliance 
with the terms of the award and the Aot. It requires that any non
federal funds received by the Institute or a recipient be accounted for 
separately from federa.l funds. . 
Section IS-Audit 

This section requires an annual audit of Institute accounts which 
sh·,~.·' be filed with the General Accounting Office and be available for 
pUblic inspection. It also provides that the Institute's financial transac
tions may be audited by the General Accounting Office in accordance 
with such rules and regulations as may be prescribed by the Comp
troller General of the United States. The Comptroller General will 
make a report on the audit, together with any recommendations 
deemed advisable, to the Congress and to the Attorney General. Simi
lar auditing requirements are prescribed for recipients of funds from 
the Institute. . 
Section lip-A.uthorization 

This seetion provides that there are authorized to be appropriated 
for fiscal year 1982 such sums as may be necessary to carry out the: v 
provisions of this Act. 

VI. REGULATORY IMPACT STATEMENT 

In compliance with Paragraph 5, Rule XXIX, of the Standing 
Rules of the Senate, it is hereby stated that the Committee has con
eluded that the bill will have no direct regulatory impact. The State 
tT ustice Institute is merely a funding agency and has been specifically 
dc>signed to prevent any regulation of the beneficiaries of funds ad
Blinistered throu,g-h it. 
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VII. CONGRESSIONAL BUDGET OFFICE ESTIMATE 

U.S. CONGRESS, 
CONGRESSIONAL BUDGET OFFICE, 

Washington, D.O., July 1,1980. 
Hon. EDWARD M. KENNEDY, 
Ohairm.an, 001'J7ll'rbUtee on the Judiciary, 
U.S. Senate, Washington, D.O. 

DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional 
Budget Act of 1974, the Congressional Budget Office has reviewed 
S. 2387, the State Justice Institute Act of 1980, as ordered reported 
by, the Senate Committee on the Judiciary , June 24, 1980. 

The bill establishes a nonprofit corporation, the State Justice Insti
tute, to administer a system of grants and contracts to aid State and 
local governments in strengthEfning and improving their judicial 
systems. The Institute i~ headed by an 11-me~ber B.oard of Dir:ector:', 
appointed by the PreSIdent, and an Executive DIrector. It IS estI
mated that the basic cost of establishing the Institute, the Board of 
Directors and the Office of the Executive Director will be about 
$200,000 per year, including personnel, travel and overhead costs. Any 
further administrative costs and the costs of contract and grant 
a wards are impossible to determine until the scope of the program is 
more specifically defined. 

Sincerely, 
ALICE M. RrvLIN, Director. 
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ADDITIONAL VIEWS OF SENATOR THURMOND 

The state courts in this nation are, without doubt, the. cornerstone 
on which 9ur system of justice ]S base~. As ~he CommIttee Report 
explains, the state courts handle over nmety-~lX p~rcent of all cases 
tried in the United States. In light of the obvI(~uS un~ortance of the 
state judicial systems, no one could argue agamst eif?rts to correct 
serious problems in those systems and to make needed lJ?provements. 
The key issue, and the source of my c~ncer~s regardI~g the ~tate 
Justice Institute Act, is who should be prlmar:Ily responsIble for Iden
t.ifying and resolving these problems-vartIcula~ly' who sho1l;ld be 
financi&lly responsible. The states have, m II1;Y opmIOn, ~he pr1Ir'}Akd'{ 
responsibility to adequately maintain and to Jmprove their own]u -
cial systems. I would prefer therefore that the st~tes bear !lll. of t~e 
financial burden involved not only because I belIeve that It IS theIr 
basic responsibility, but ~lso because the independence of the state 
judiciaries is more adequately protected.. . 

'1 would have to concede, however, that there IS 8~ Fede~al ~nte!-'
est involved in maintaining and improving the quaht.y of Justice In 
the state courts. State courts are, after all, charge~ wIth the respon
sibility of interpreting and enforcing not o:n}y their own state laws, 
but also the Constitution and laws of the UnIted States. As the Co~
mittee Report points out, there are. thou~ands of state c?urt cases m 
which Federal issues are raised which WIll never by renewed by the 
United States Supreme Court. Lack of ~rect re:rlew of these cases 
makes it imperative to maintain a very hIgh qualIty of p~rforruance 
in the state courts. Aside from the fact that state court Judges rou
tinely rule on Federal issues, the Federal governn;ent also has some 
obligation to assist the state judiciaries because actIOns bb th,e .formbr 
have added significantly to the workload of the latter. eClSIons y 
the United States Supreme Court, as well as the passage of numerouJ 
pieces of legislation by Congress, have added to the burdens an 
responsibilities placed oIl: the state cou~ts. .' . d 

In addition to recognizmg that there IS some Federal Interest In an 
obligation to improV1.ng state judicial systems, ~ would also .havi to 
acknowledge that there has already bee~ e:x;tenslve Federal

f 
Invd vei 

ment in this area. Over the last decade, a sIgnljican,t amount °h 1e Lra 
mone has been funneled into state courts, prr~narIly throug t e aw 
Enforcement Assistance Administration. In lIght of th'ilfact ~~at t~e 
Federal O'overnment has been giving and probably:VI ?on Inue 0 

O'ive fina~cial assistance to the state judiciaries, I belIevet,It i0U:~ ~e 
o referable to utilize a mechanism such as the Sta~e ~us Ice. ns 1 u e 
fo dispense such funds. The Institl?-te represents a sIgndlfic,a~t AlPro;h
ment over LEAA from a separatIOn of powers stan pom. , so, e 
structure of the Institute-specifical!y, having a BdB:r~ of Pdecto~ 
composed of state court judges, admmlstrators, an In eres e mem 
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bel'S of the public-will probably provide more protection to the 
independence of the state court systems. 

Because of the considerations set forth above and with the accept
ance of two Thurmond Amendments during Full Committee con
sideration, I decided not to oppose this legislation. The primary 
change which I made in S. 2387 was the addition of a requirement 
that the state or local judicial systems receiving funds provide a 
matching amount equal to twenty-five percent of the total cost of 
a particular program or project. I think it is only fair that state and 
local systems be required to assume some financial responsibility for 
programs designed for their benefit. It is imperative, in my opmion 
to make it clear to all state and local governmental entities, as well as 
those within the judicial branch, that the Federal government cannot 
and should not foot the entire bin for whatever improvement pro
grams or projects state and local governments wish to engage in, no 
matter how helpful or necessary those programs may be. I am sure 
that I need not remind my colleagues that we should all be analyzing 
these assistance programs from a fiscal point of view, keeping in mind 
that for the first time in a number of years we are attempting to 
balance the Federal budget, Aside from the need to reduce Federal 
spending, I believe that state and local financial participation would 
help to preserve the independence of those judicial entities receiving 
Institute funds, Having to provide a portion of the funding may also 
increase interest in the project or program and may stimulate efforts 
to spend the money wisely and efficiently. 

In our discussions concerning the addition of a matching fund re
quirement to this bill, Senator Heflin expressed the concern that there 
may be certain very unusual circumstances under which the state 
or local judicial entity involved may be unable to provide twenty-five 
percent of the total cost of a needed project or program. Consequently, 
language was added allowing a waiver of the matching requirement 
in exceptionally rare circumstances, upon the approval of the chief 
justice of the highest court of the state and a majority of the Board 
of Directors. I would like to emphasize that it is both Senator Hef
lin's and my intent thRt this waiver provision be utilized only in 
very rare circumstances. 

My second amendment accepted during Full Committee of S. 2387 
added language to the section of the bill entitled "Restrictions on 
Activities of the Institute." This language was aimed at protecting 
the independence of the state judiciaries by straight-forwardly pro
viding that the Institute shall not "interfere with the independent 
nature of any state judicial system." In addition to this blanket pro
hibition, this amendment prohibited any sums being used for fund
ing of regular judicial and administrati \'e activities of any judicial 
system unless such funding were provided pursuant to a contract 
or agreement, consistent with the requirements of the Act. My pur
pose in adding this language is to assure that Federal money from 
the Institute is not used to provide basic financial support to the 
state courts. Whenever Federal money is used to fund regular judi
cial and administrative activities, such financial assistance should 
only be given in the context of a specific research program or demon
stration project designed to improve state court systems. It should 
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be a.bsolutely clear that no grant or contract entered into by the 
Institute and a state Oi' local entity could provide merely for financial 
assistance to a state court system without such assistance being tied to 
a specific program or project to improve that system. 

As I explained earlier, the inclusion of these changes, particularly 
the addition of a state and local matching fund requirement, plus 
t.he recognition of some legitimate Federal interest in improving state 
court systems led me to conclude that I could support the State In
stitute 'Act of 1980. I would like to thank the distinguished Senator 
from Alabama for his responsiveness to my concerns regarding this 
legislation and for his acceptance of my amendments to alleviate. 
these concerns. 

STROM THURMOND. 

Senator HEFLIN. Judge Cooke, would you like to start? 

STATEMENT OF HON. LAWRENCE H. COOKE, CHIEF JUDGE, 
STATE OF NEW YORK, CHAIRMAN, COMMITTEE ON FEDERAL
STATE RELATIONS OF THE CONFERENCE OF CHIEF JUS
TICES 
Judge COOKE. The lead position is taken by Judge Utter, but I 

will be glad to begin if you like. 
I have submitted a brief written statement which is in the form 

of a syllogism in support of the approval of the State Justice 
Institute. I might say, Mr. Senator, as chairman of the Federal
State Committee of the National Conference and chief judge of the 
State of New York, I ask for the approval of the legislation which 
would create a National Justice Institute. 

I am sure you are familiar \\rith the fact that our State, New 
York, has one of the largest judicial systems in the Western Hemi
sphere. We have 3,500 judges and have had 9,500 nonjudicial per
sonnel in the last 2 years in the major courts of record of our State. 
That would include about 1,000 of the 3,500 judges. We had 2 
million indictments, actions, and proceedings filed. Our judicial 
operating budget in New York is now about $0.5 billion. 

In recent years we feel we have accomplished a great deal in the 
line of court reform, particularly in reducing delay. 

Last year, as the result of a plan we instituted, the delay of civil 
cases in our State was reduced about 22 percent. 

The number of cases in New York City, the backlog, was reduced 
almost 36 percent. However, there is much to be done in our State 
and there is much to be done in the other States throughout the 
length and breadth of our land, not only in the larger States, 
populous States, but in smaller States, not only in urban areas but 
rural areas. 

For ourselves, and I am sure I speak for other States as well, 
much must be done in the area of uniform rules of practice. We 
have a particular problem with a need for alternative means of 
dispute resolution, particularly in the area of tax certioraris where 
in some areas of our State there is a backlog as much as 5 years. 

- ---- -~----- ----------
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th ~e ~ri raving proJ:>le.!Ds with judicial impact statements which 
e egIS a ure wants In huge numbers, and we are trying to su 1 

basl~est w~ caz:,. We want to institute a judicial academy such ~~ l' 
e Ieve eXIsts ~n your own State of Alabama. 
St~: Ne a~I~ tOJ; a review of lawyer discipline throughout our 

h' h dew or
h 

elng o~e of the two or three States in the Union 
w IC oes not a,:,e a unIfied or statewide system. 

We are now haVIng a great rush of indictments in our State and 
{hI' ~~e frst 16

2
w
5

eeks of 1981 the indictments increased throughout 
e. da elovler percent over what they were in the corresponding 

perw. on y ast year. 
d ThIS delu~e. of indictments throughout the State must be ad

ressed by lImIted resources in manpower and money 
We feel that we in New York, and the other judicial s stems 

throughout the length. and breadth of the United States, ~eed a 
centrtal bant~ of expertIse to supply assistance in every aspect of 
Cour opera IOn. 

Whe fehel that a State. Justice Institute would act as the umbrella 
?r ~.e ub around whICh the other judicial systems and th th 
JudICIal systems courts would act. and this hub, or central op:r~ti~~ 
agetncy, would parcel out the Information and expertise to the 
sys ems as they are needed. 

Just~ as .delay of justice is a denial of justice, we feel a denial of 
the e~tabhs?m~nt .of the State Justice Institute would be in effect 
a denIal of JustIce In substantial areas of our country' , 
~ e feel Congr~s~. should fulfill and the whole c'ountr should 

fulflP ItS responsI~)lht:y of establishing justice, which afte; the for
matIon ~f ~he UnIOn IS the primary objective of our Government 
yv e feel It IS a moral and legal duty, and this can be accom lished 
InTlahrge measure by supporting the State Justice Institute p 

ank you. . 
[The prepared statement of Judge Cooke follows:] 

81-714 0-81--24 
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PREPARED STATEMENT OF CHIEF JUDGE LAWRENCE H, CoOKE 

A syllogism for creation of the St~te Justice Institute 

given before the Senate Judiciary SuI:x:::orrmittee, May 18, 1981 

The syllogism is simple and convincing. 

I. THE ESTABLISHMENT OF JUSTICE J THE PRI}~RY OBJECTIVE 

OF THE UNION AND INDEED OF CIVIL SOCIETY ITSELF, IS DEPENDENT 

UPON THE QUALITY OF JUSTICE DELIVERED BY THE COURTS OF THE STATES. 

Th1e preamble of the Const.itution lists the estab
lishment of justice as the: first stated purpose 
af!ter the formation of the Union itself. Nadison 
Wl:ote in The Federalist No. 51: "Justice is the 
end of gomnment. It i."s-theend of civil society." 
As far as the individual is concerned, Woodrow 
vlilson saw "a constitutional government [as being] 
as good as its courts; no better, no worse." 

State courts handle OVler 96 percent of the nation's 
cases and therefore predominate with direct influ
ence over the quality of judicial dispositions in 
the United States (sel: memorandum of Nora Blair 
of the National Center for State Courto to Francis 
J. Taillefer, P~oject Director, and National Courts 
Statistics Project, dated April 16, 1979 and on 
file at National Center for State Courts, indicating 
that 98.8 percent of the then current cases were 
handled in :, tate cou.rts). 

II. THE CREATION OF THE STATE JUSTICE INSTITUTE WOULD 

ASSIST STATE COURTS IN FULFILLING THEIR RESPONSIBILITIES AND 

OVERCOMING THEIR HEAVY BURDENS. 

Congress has reli(!d with increasing frequency 
on the state judieiaries to implement its policies 
and enactments in. areas such as civil rights, 
clealn air standards, welfare and unemployment 
insurances eligibilities, school lunch programs 
and. even speed limits. There is a narrowing of 
federal court jurisdiction which diverts increas
ing numbers of 'cases to state courts. Numerous 
United States Supreme Court decisions have extend
ed procedural due process protections in criminal, 
civil, juvenile and mental health proceedings. 

\ 
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Thes: ~hif~s, together with the normal increase 
in l~t~gat~on, call for careful development of 
new safeguards, more efficient procedures, and 
more up-to~da~e.pr?grams of continuing education 
for state Jud~c~ar~es. With the demise of the 
L~w Enforcement Assistance Administration, there 
w~ll be no national agency providing financial 
~upport, impetus and guidance for the strengthen
~ng of state judicial systems. 

III. THEREFORE, THE CONGRESS SHOULD ENACT LEGISLATION 

CREATING THE STATE JUSTICE INSTITUTE WITHOUT DELAY - LEGISLATION 

UNANIMOUSLY SUPPORTED BY THE CONFERENCE OF CHIEF JUSTICES AND THE 

CONFERENCE OF STATE COURT ADMINISTRATORS. 

The:e is a crying need for efficiency, for .moderni
~at~on and ~ourt reform - in large and small states 
~n urban and rural regions. Limited available cour~ 
resources must yield their full potential. 

A State Justice Institute would furnish advanced 
stud! and planning. It would assist in ~ecuring 
a fa7rer.and less duplicative allocation of juris
dict~on ~n the federal-state relationship It 
would result in greater harmony between f~dera1 . 
and state court systems. It would afford an oppor
tunity for cross-pollination of judicial thinking 
a~d a~ a~p:aisal of innovations. It would systema
t~ze Jud~c~al research, demonstration educat~on t " d ,... , 
ra~n~ng.an national clearing-house programs. 

Just as Justice delayed is an injustice denial 
?f a State Justice I~stitute effects a denial of 
Justice in substantial judicial areas of the nation. 

, .. _:<., 
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Senator HEFLIN. Justice Utter? 

STATEMENT OF HON. ROBERT F. UTTER, FORMER CHIEF JUS
TICE, SUPREME COURT OF STATE OF WASHINGTON; CHAIR
MAN, TASK FORCE ON THE STATE JUSTICE INSTITUTE ACT 
OF THE CONFERENCE OF CHIEF JUSTICES 
Justice UTTER. Senator, members of the subcommittee, the Con

ference of Chief Justices, and the Conference of State Court Ad1l1in
istrators once again express our delight and pleasure at the privi
lege of appearing b~fore this subcommittee: Each of us has had t.he 
pleasure of testifYlng before on the ments (. the State JustlCe 
Institute Act-Mr. Adkins and I, along with others, in the Senate, 
and Chief Judge Cooke and I, among others, in the House . .... Ne will 
not therefore, attempt to make a detailed statement at this time. 
Th~ reports of the proceedings last year, as you have noted, are 
part of this record, and I have additionally filed my formal re
marks with this committee. 

With few exceptions, the existing record that is before this com
mittee today provides a full accounting of the developments which 
bring us before you. First, we want to express our thanks to the 
Senate, to the members of this subcommittee in particular, for the 
respectful consideration given us last year and your encourage
ment in particular, Senator, both as the chief justice and now as a 
meIPber of this honorable Senate. Your understanding of the par
ticular problems of State courts is important. 

I think more to the point is the understanding of the delicate 
and difficult interrelationship between the Federal system and the 
State system, difficulties understood by few but difficulties which 
are many and complex. It is as to those we wish to address our 
comments today. 

HISTORY OF STATE-FEDERAL COURT EFFORTS 

We feel, as obscure sometimes as these are, that there has been a 
shift of opinion in recognizing that State courts and Fede-ral courts 
must work more closely together. That State courts, in effect, are 
an arm of congressional policy and if they do not operate effective
ly and fairly, we defeat the legitimate aims of this Senate and of 
the House. 

There are many reasons for shift in opinion that a Federal 
agency may in fact have something it can offer to State courts. 
Most ~nfluential was our experience with the old Law Enforcement 
Assistance Administration, the first and only Federal agency to 
provide substantial funds for the improvement of State court sys
tems. This experience coincided with a number of developments 
which increasingly directed the attention of State judges in the 
direction of Washington to the activities of Congress and the execu
tive agencies as well as the decisions of Federal courts. 

We are all aware of the concerns expressed about the growing 
overlap in jurisdiction between the State and Federal systems and 
the very legitimate fear of some that Federal judicial power may be 
expanding in a manner inconsistent with our traditional system of 
federalism. 

The State Justice Institute legislation is premised on the belief 
that improvement in the quality of justice administered by the 

'\ 
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States is not only a goal of fundamental importance in itself but is 
essential to attainment of important national objectives, including 
a reduced rate of growth in the caseload of the Federal courts and 
preservation of the historic role of State judiciaries in our Federal 
system. 

We believe the legislation, by providing a basis for dealing with 
these complex issues, is a landmark of major significance in the 
history of our justice system. It would create a unique national 
resource to meet a unique national need. 

As you know-and Chief Justice Cooke alongside me is a prime 
example of this-State courts not only process the overwhelming 
majority of the cases in our State-Federal judicial system but also 
under the supremacy clause share with the Federal courts respon
sibility for i:rotecting the rights of all citizens under the Constitu
tion and laws of the United States. 

State courts existed before the Federal courts, and the Federal 
Constitution, in explicitly providing for only the U.S. Supreme 
Court, anticipated at the time this Nation was founded that State 
courts would be the courts of original jurisdiction for Federal as 
well as State law questions. That existed in practice until shortly 
after the Civil War. 

State courts, in fact, did hear Federal question cases for the first 
100 years of our national life. It was not until the Federal Judici
ary Act of 1875 that these cases were moved to the Fuieral courts. 

However, despite the growth of the Federal system, State courts 
remain the courts that touch our citizens most intimately and most 
frequently and it is from that experience in State courts as liti
gants, jurors, witnesses, or spectators that the vast majority of our 
citizens make their judgments as to the strengths, weaknesses, and 
fairness of our judicial system. 

To the average citizen it does not matter whether the court is 
State or Federal as long as it resolves their problem. Their concern 
is with the fairness and effectiveness of the judicial process. 

It has been our very deep concern as State chief justices that we 
improve this system, and this has led to the formation of the State 
Justice Institute, with your encouragement as well as that of other 
Members of this honorable Senate. 

I should note, first of all, that the act was framed and submitted 
to the Senate at a time when LEAA was still in existence. Thus, 
the bill was drafted to accommodate the Institute to the existing 
LEAA structure. It can stand alone at this time, but it also could 
be modified to complement any new program that might be devised 
to replace LEAA's block-grant program. 

My formal comments describe in some detail what the act will 
not do. I will not repeat any of that. I should only point out 
amendments offered by Senator Thurmond and accepted by the 
Conference of Chief Justices strengthened the act and met concerns 
the act dealt with in some areas. 

This is not a State court assistance bill in the sense that it will 
do things for State courts that they should do for themselves. That 
was the point of Senator Thurmond's amendments, and those were 
accepted with alacrity by us. 
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AREAS OF IMPROVEMENT TO BE ADDRESSED 

I think I would like to skip in my formal remarks to indicate the 
nature of the areas we hope to address with this bi!l. . 

It is clear the initial effort under a State JustlC.e InstItute A~t 
would be directed primarily at national p:rograms wI~h broad a~ph
cation to all or numerous States. These Incl~~e natIOnal clearI~g
house technical assistance, research and traInIng programs wh~ch 
provide the most cost-effective basis for developing and sh!3-rIng 
expertise and experience on a broad range of efforts essentIal to 
modernization of State court systems. 

This is needed because courts, particularly in States with unified 
systems-and again New York State is a pri~e example. of this-
are becoming big business. They include adoption and maIntenance 
of sound management systems with efficient mechanisms for plan
ning, budgeting, and a~cou?ting, the use of modern technology for 
the managing and monItOrIng of caseloads, and the development of 
reliable statistical data. 

Assistance also would be provided to State Gystems seeking 
means to improve methods for selectio:t.I ~nd retention of ql!-al~fi.ed 
judges to conduct educational and trainIng programs for JudICial 
personnel, much as Chief Justice Cooke h~s indicat~d. the:y would 
hope they could do now in New York, to Increase. cI~I~en Involve
ment in dispute resolution, to guaya~tee. ~Teater JudICIal account
ability, and to structurally reorganIze JudICial systems. 

While reliable data on the caseloads of State court systems has 
not been available historically, it is clear these systems have b~en 
subjected to the same complex of forces that has led to burgeonIng 
caseloads in the Federal courts. States caseloads have become so 
burdensome, in fact, as to threaten a breakdown of judicial systems 
in major metropolitan areas. . . 

The problems facing State systems a!e varIed an~ long standIng. 
They involve structural and managerIal shortco~In&,s ~s. well as 
qualitatiVe factors in the performance of the baSIC JudICial func
tions. But as various as the problems may be, they tend to be 
shared by State courts throu~hout the N atio?- and are aJ?enable to 
solution through shared natIOnal resources I~ J:?ade aV~Ila?le on a 
continuing basis. An important s~art at provIdIng contInUIng sery
ices has been made by the NatIOnal Center for State Courts In 
Williamsburg, Va., and the National Judicial College in Neva~a. 

It is the need we see for an independent agency that underlIes 
our entire approach, and it is because we see the need as :t.Iational 
that we turn to the National Government for our support In these 
areas. 

CURRENT STATE-FEDERAL COURT INTERRELATIONSHIP 

While the administration of justice is the most fundamental of 
State responsibilities, the functioning of State courts is, under the 
supremacy clause, inextricably intertwined with that o~ the Feder
al courts and is increasingly being affected by congressIOnal. enact
ments. This point has been made by a number of observers, Includ
ing Professor Meador who has stat~~ wha~ we a~l u~de~?tB:nd and 
recognize, and that is that the admInIstratIOn of JustIce IS Increas
ingly becoming an undivided whole, a seamless web," because of 
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"the increasing overlapping of jurisdictions between courts of the 
States and courts of the Un.ion." 

In both civil and criminal matters, he said, "State courts today 
are, to an unprecedented degree, engaged in deciding Federal law 
issues." In view of this fact, he added, the Federal Government can 
hardly be indifferent to the quality of justice in the States. 

This point was also stressed by the task force report filed by the 
Conference of Chief Justices which found in virtually all State civil 
cases the Federal Government is completely dependent upon State 
courts to implement fundamental Federal policies. 

I know I have seen this as a State court judge serving at all 
levels. I know Chief Justice Cooke has seen the same thing as well 
in his service in New York. 

This is not intended to argue that the Federal Government could 
or should reimburse States as quid pro quo. It is only to state the 
obvious, that what the Congress and Federal courts do heavily 
impacts State courts, and what would State courts do or sometimes 
tragically cannot do does affect the entire Federal system. 

The fact of the seamless web points to a Federal interest in the 
quality of justice in the States, and this Federal interest, we be
lieve, combined with the many benefits that a State Justice Insti
tute could offer to the Federal Government as well as the State 
courts collectively, makes it a legitimate national function and 
responsibility. 

There is now no organization or procedure through which the 55 
separate State and territorial legislatures can act in concert on a 
program such as we propose, and it is for this reason that national, 
not just State, legislation is needed to upgrade the quality of justice 
serving both State and Federal governments. Nor is there a prece
dent, to my knowledge, for the program we propose. However, 
there is an abundant-many would say too abundant-precedent 
for Federal involvement in such a national program. We believe 
this precedent would serve the national interest well. 

Among other things, the work of the State Justice Institute 
would implement and enhance the work of the Federal Judicial 
Center, the National Institute of Justice, and the Bureau of Justice 
Statistics. 

We feel it will provide a vehicle by which the Department of 
Justice and Judiciary Committees of the Congress can factor the 
role of State courts into their thinking as they consider legislation 
impacting on the total judicial system, State as well as Federal. 

In summary, the State Justice Institute has been proposed by 
State justice leaders as a mechanism for which they can focus 
attention on common issues facing them which deal with these 
issues in the most appropriate and efficient manner. 

Our experience with LEAA funding, however brief, taught us 
that we could accomplish much even with limited amounts of 
discretionary money. This is money we have not been able to 
obtain from State legislatures because, as I have indicated, they 
focus on only State issues, while the role of the State courts serves 
Federal purposes in addition to its State role. 

Professor Rosenberg has commented on what he called the errat
ic thriftiness of the State legislatures, and those Members of Con-
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gress who have dealt with them I know understand the point of 
that comment. 

Programs for judicial improvement or reform, as those of us here 
know to our regret, have rarely, if ever, attracted significant grass
roots support. It is the failures of the State justice system not its 
struggles to succeed, that attract national and local medi~ atten
tion. 

The work of this committee, the work of Chief Justice Cooke the 
'work of the National Conference of Chief Justices and State Court 
A~ministrators has been without fanfare but with consistency, 
WIt? sUI?port from you, Senator, and other Members of the Senate. 
It IS thIS support we deeply appreciate and we hope have now 
brought again to your attention. 

We appreciate your interest and that of the members of this 
committee. 

My col~eagl.!-es are lrepared to expand on their introductory re
marks. We wIll be pleased to respond to any questions you might 
have. 

[The prepared statement of former Chief Justice Utter follows:] 

If 

'\ 
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PREPARED STATEMENT OF FORMER CHIEF JUSTICE ROBERT F I lJrrER 

Mr. Chairman and Members of the Subcommittee: 

The Conference of Chief Justices and the Conference of 

State Court Administrators are again pleased to present their 

views on the State Justice Institute Act, a measure which we 

believe is essential to an appropriate relationship between 

the judicial branches of the 55 state and territorial 

governments and the national government here in Washington. 

I am Robert F. Utter, justice of the Supreme Court of 

the State of Washington and chairman of the Conference of 

Chief Justices' Committee to Establish a State Judicial 

Institute. My colleagues are Chief Judge Lawrence H. Cooke 

of the Court of Appeals of New York, chairman of the Committee 

on Federal-State Relations of the Conference of Chief Justices, 

and William H. Adkins II, state court administrator of Maryland 

and chairman of the Conference of State Court Administrators. 

Each of us had the pleasure of testifying in support of 

the State Justice Institute Act in the last Congress, Hr. Adkins 

and I along with others in the Senate, and Chief Judge Cooke 

and I among others in the House. vle will not, therefore, make 

a detailed statement at this time but ask that the Sena.te hearing 

record from the 96th Congress (Serial No. 96-49) be made a part 

of this proceeding. 

With a few exceptions the existing record provides a full 

accounting of the developments that bring us here today and 

\ve will only attempt a brief review of them. 

But first we want to express our thanks to the Senate, and 

especially to members of the Judiciary Committee, for the 

respectful consideration given this legislation last year and 

for the overwhelming support it received on passage. We think 

this support particularly impressive because we know, as 

proponents of a new federal program, that we are bucking a 
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rather formidable historical-poli,tical trend. We have found 

the courage to proceed, however, in the belief that we have an 

idea whose time has, however paradoxically, finally arrived. It 

is inconceivable that even 10 years ago the Conference would have 

been interested in ,\'lOrking with tht: federal government on any 

program involving state courts. But the State Justice Institute 

Act was- approved by the full conference in August of 1979 without 

a dissenting vote. 

There are many reasons for this rapid shift in opinion. 

Most influential, perhaps, was our experience with the programs 

o.f the La\,l Enforcement Assistance Administration, the first and 

only federal agency to provide significant funding for the 

improvement of state court systems. But this experience coincided 

with a number of other developments that have increasingly 

directed the attention of state judges in the direction of 

Washington -- to activities of the Congress and the executive 

agencies, as weIr as to the decisions of the federal courts. 

We are all aware of concerns that have been expressed 

about the growing overlap in jurisdiction between the state 

and federal systems and the very legitimate fear of some 

that federal judicial power may be expa,nding in a manner 

inconsistent with our traditional system of federalism. 

The State Justice Institute legislation is premised on 

the belief that improvement in the quality of justice administered 

by the states is not only a goal of fundamental importance in 

itself but is essential to attainment of important national 

objectives including a reduced rate of g;l:'owth in the caseload 

of the federal courts and preservation of the historic role of 

state judiciaries in our federal system. 

We believe the legislation, by providing a basis for dealing 

with these complex issues, is a landmark of major significance 

in the history of our justice system. It would create a unique 

national resource to meet a unique na'tional need. 

11 
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As you know, State courts not only process the overwhelming 

majority of the cases in our state-federal judicial system but 

under the supremacy clause, share with the federal courts respon

sibility for protecting the rights of all citizens under the 

Constitution and laws of the United States. -

State courts, of course, existed before the federal courts 

ahd the federal constitution, in explicitly providing for only 

the United States Supreme Cnurt, anticipated that state courts 

would be the courts of original jurisdiction for federal as well 

as state law questions. State courts, in fact, did hear federal 

question cases for the first 100 yea~s of our national life. It 

was not until the Judiciary Act of 1875 that these cases were 

moved to the federal courts. 

But despite the growth of the federal system state courts 

remain the courts that touch our citizens most intimately and 

most frequently and it is from their experiences in state courts 

as litigants, jurors, witnesses or spectators that the vast 

majority of our citizens make their judgments as to the strengths, 

weaknesses and fairness of our judicia.l system. To the average 

citizen it matters not whether the court is state or federal. 

His concern is with the fairness and effectiveness of the judicial process. 

It has been the very deep concern of state chief justices 

for the improvement of their own systems that has led us to 

propose creation of a State Justice Institute. 

I should note that the studies which led to this proposal 

were conducted by a Task Force of the Conference of Chief Justices 

in 1978 and '79 and that the legislation was drafted before the 

Carter administration made its decision not to, fund LEAA in 

fiscal 1981 and to phase the agency out of existence. Thus, 

the bill was drafted to accommodate the Institute to the 

existing LEAA sitructure. It can stand alone at this ,time .out 

it also could be modified to complement any new program that 

might be devis/=d to replace LEAA' s block grant program. 
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In attempting to summarize this legislation it is important 

to stress what it would not do. 

First, and most importantly, the Institute would not be 

a federally conceived and directed program imposed in any 

manner on the state courts. That is what we had under LEAA and 

that is what the State Justice Institute has been designed 

to correct. This is a proposal of state judicial leaders 

themselves and has been endorsed by a wide range of judicial 

interests. It was designed to deal with violations of the 

separations of powers doctrine inherent in the LEAA program which 

vIas controlled at both the state and federal levels by officials 

of the executive branch; to permit the improvement of courts on a 

system-wide basis, i.e., in a manner consistent with their 

interrelated civil and criminal functions; and to protect the 

independence of state courts to the fullest extent possible. 

Second, the legislation does not propose a financial 

assistance program, i.e., it would not provide funds for salaries 

or routine operation of the courts. This has never been the 

intention of the legislation and a prohibition on such funding 

is spelled out explicitly in an amendment by Sen. Thurmond which 

we fully support. We want state courts to remain state courts 

in every sense and we therefore want the states to retain the 

basic funding responsibility. 

Third, the Institute would not be a major burden on the 

federal taxpayer. Rather, it would be a modestly funded national 

discretionary program \'lithout entitlement or formula funds and 

subject to Congressional oversight and annual budget review. 

Fourth, the Institute would not create a large new federal 

bureaucracy. It would function with a small staff in conjunction 

with existing judicial agencies of the states and the state courts 

themselves. It could support but not duplicate services of 

existing agencies such as the National Center for State Courts 

and the National Judicial College. 

------- ----
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In brief outline, the State Justice Institute \'lould be a 

federally chartered non-profit corporation whose policy wou~d 

be set by a board of directors appointed by the President. 

Under the bill as it passed ~he Senate last year, the board would 

be composed of six active state judges representing trial as well 

as appellate cou:tts, one COUJ;t administrator, and four public 

members knowledgeable in matters of judicial interest and concern. 

The board also would appoint the executive director, set funding 

priorities, and approve all project grants. Grants would be 

made on a project basis only with priority going to the courts 

themselves and to existing national organizations that work in 

conjunction with them for improvement of the judicial system. 

The emphasis would be on research, education, demonstration, 

clearinghouse, and technical assistance programs that are national 

in scope and would serve the needs of the courts throughout the 

nation. 

As this outline indicates, the Institute would hav~ these 

principal features: 

It would be under control of state judicial officials 

with first-hand knowledge of the problems facing their courts. 

It would be responsive directly to the judiciary 

committees of the Congress and not to unknown middle level 

officials at the agency or department level for its general 

program authority, its effectiveness, and its funding requirements. 

It would permit for the first time long-range planning 

and program development for a total state court system. 

It would place t.he responsibility for improvement of 

state court systems on the judicial officials charged with this 

responsibility under their own state constitutions and laws. 

It would speed the process of court improvement and 

permit large economies of scale by concentrating on programs 

of national scope that would serve the needs of all 50 states. 
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And finally, it would put in place an agency capable 

of speaking and acting on behalf of state court systems as 

we seek solutions to the complex federal-state jurisdictional 

issues that are so critical to the future of both federal and 

state jUdicial systems. .. 
I will only note for now that it is the perceived 

inaaequacies of state jUdicial systems, whether ~eal or not, 

that has provided the principal basis for the successful 

opposition that has been mounted thus far to proposals for 

abolition of federal diversity of citiZenship jurisdiction, 

and which stand in the way of other possible jurisdictional 

changes including those that might reduce burdens on the 

federal courts resulting from habeas petitions by state 

prisoners and many section 1983 actions. 

While LEAA has provided substantial funding for state 

court projects and is rightly credited with making possible 

a significant court improvement effort, the relationship 

between LEAA and state court systems was never a smooth nor 

well-conceived one. Although state oourts were directly 

affected they were not mentioned in the original Safe Streets 

legislation in 1968 and became involved in the LEAA program 

only incrementally and by administrative decision. 

Congress did not direct its attention to the problems 

courts were having with LEAA until it amended the act in 1976 

to provide a statutory base for judicial participation in 

the block grant program. The judiciary's complaints were 

stated in a series of resolutions adopted by the Conference 

of ~hief Justices beginning in 1974. 

In general, these resolutions made the point that federal 

funding for state court programs presented a special set of 

issues that should be dealt with outside the framework of 

support for the executive branch components of the criminal 

justice system. In particular, they protested control by 
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executive branch agencies at both the state and federal levels 

of funds allocated to judicial projects; the difficulty in 

obtaining funds for projects that involved the civil as well 

as criminal functions of the courts; and the small percentage 

of LEAA's block grant funds allocated to judicial programs • 

The civil-criminal issue was as vexing as the separation-of

powers problem. Most courts, of co~rse, perform their civil 

and criminal functions so as to ma:~e separation impossible. 

Can you imagine, for instance, the Federal Judicial 

Center conducting a project to i~prove the processing of 

: 

criminal cases in the federal district courts without considering 

its impact on the civil dockets of those courts. It simply 

could not be done, as programs to implement the Speedy Trial 

Act have shown. Yet that was expected of courts in many states 

under the LEAA block grant program. 

These problems and related issues of concern to state 

judiciaries have been under discussion for the past five years 

before subcommittees of the House and Senate Judiciary 

Committees. Spokesmen for the Conference of Chief Justices 

testified on the issues in 1976 and 1979 at hearings on .. 
reauthorization bills for LEAA, and in the 1977 hearings on 

diversity jurisdiction and Access to Justice. The Conference 

also expressed its views in statements to the President's 

Reorganization Project for Justice System Improvement in 1977 and 

1978 • 

When efforts to obtain appropriate 'amendments to the LEAA 

act failed, the Conference, in 1978, appointed its Task Force 

on a state Court Improvement Act to: 

"recommend innovate changes in the relationEi between 

state courts and the federal government and find ways 

to improve the administration of justice in the 

several states without a sacrif,ce of the independence 

of state judicial systems." 
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Thus, the ~egislation was developed by state judicial 

officials themselves to deal with the problems they perceived 

in their existing relationship with the federal government. 

In this sense, as Prof. Daniel J. Meador stated in House 

testimony last year, the State Justice Institute "does not 

represent any new or radical departure from already established 

federal-state relationships." From a historical perspective 

he added, "the creation of such an entity would be a natural 

next step in the evolution of the state courts' relationship 

to the federal government." 

We did not set out, then, to replace LEAA, but to fashion 

a more effective and constitutionally correct mechanism for 

bringing national resources and perspectives to bear on the 

problems of state jUdiciaries. It was intended, of course, . 

that state courts continue to participate in LEAA's block 

grant program at the state level. But our solution does call 

for an entirely new approach to a national program involving 

the courts: a federal agency responsive to the needs of 50 

independent state court systems that does not trangress the 

doctrine of separate powers or violate the principles of 

federalism. We do not profess to have arrived at a perfect 

solution but we do feel we have structured an agency by which 

to begin what would be the first program for state courts in 

which the Congress looked directly at, and attempted to resolve 

the complex issues involved. 

I will not attempt to detail at this time the kinds of 

services the Institute would provide or the kinds of programs 

we would expect to see funded. But it is clear that the initial 

effort should be directed primarily at national programs with 

broad application to all, or numerous states. These include 

national clearinghouse, technical assistance, research and 

training programs that provide the most cost-effective basis 

for developing and sharing expertise and experience on a broad 
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range of efforts essential to the modernization of state 

court systems. Because courts, particularly in states with 

unified systems, are becoming big business, these include 

ado~tion and maintenance of sound management systems with 

efficient mechanisms for planning, budgeting and accounting, 

the use of modern technology for the managing and monitoring 

of caseloads, and the development of reliable statistical 

data. 

Assistance also would be provided to state systems 

seeking means to improve methods for the selection and 

retention of qualified judges, to conduct educational and 

training programs for judicial personnel, to reduce legal costs 

while improving citizen access to the judicial process, to 

increase citizen involvement in dispute resolution; to 

guarantee greater judicial accountability, and to structurally 

reorganize outdated judicial systems. 

While reliable dat:a on the caseloads of state court sys'tems 

has not been available historically it is clear these systems 

have been subjected to the same complex of forces that have 

led to burgeoning caseloads in the federal courts. state case

loads have become so burdensome, in fact, as to thre~ten a 

breakdown of the judicial systems in major metropolitan areas. 

The problems facing state systems are varied and long

standing. They involve structural and manage'rial shortcomings 

as well as qualitative factors in the performance of the basic 

judicial functions. But as various as the problems may be, 

they tend to be shared by state courts throughout the nation 

and are amenable to solution through shared national resources 

if made avai~able on a continuing basis. An important start 

at providing continuing services has been made by the National 

Center for State Courts in Williamsburg, VA, and the National 

Judicial College in Nevada. 

81-714 0-81--25 
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It is the need we see for an i.ndependent agency that 

of course, our entire approach. underlies, 
.And it is because 

t w'e turn to the national we see the need as national tha 
t While the 

d not the states, for our suppor . government, an 

anministration of justice is the most fundamental of state 

the' functioning of states courts is, responsibilities, 

under the supremacy clause, inextricably intertwined with that 

of the federal courts and is increasingly being affected 

by congressional enactments. This point has been made by a 

number of observers including Prof. Meador who has stated 

that the administration of justice "is increasing:ky becoming 

an undivided whole, a seamles,'3 web," because of "the 

increasing overlapping of juri~dictions between courts of 

h U · "In both civil and criminal the states and courts of t e nlon. 

, t cou~ts today are, to an unprecedented m&tters, he said, 'sta e ~ 

1 1 · "In view of degree, engaged in deciding fetlera aw ~ssues. 

this fact, he added, the feder~l government can hardly be 

indifferent to the quality of justice in the states. 

d ' th report of the Conference This point also waS stresse ~n e 

of Chief Justices' Task Force which found that in virtually all 

state civil cases the federal government is "complete.ly 

dependent upon state judges to implement fundamental federal 

policies." This is true, tl'le Task. Force adds, whether federal 

issues before a state judgn arise under the supremacy clause or 

under concurrent jurisdiction resulting from congressional 

enactments. State courts also must process cases arising 

under the many state laws enacted to implement programs 

authorized under federal law. 

to ar~ue that the federal ~ov~rnmcnt This is not intended ~ 

could or should reimburse the states as a qulJ pro quo. J:t is 

only to state the obvious: wha~ the Congress and Federal courts 

t he~v~ly on state courts and what state courts do, 
do can impac "" .... 

or do not do, can affect the federal system. 
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of the "seamless web" does point to a federal }~~ in the 

quality or justice in the states. And this Fe~eral interest, 

we believe, combined with the many benefits that a State 

Justice Institute could offer to the federal goverrunent as well 

as the state courts colle~tively, makes it a legitimate national 

function and responsibility. More directly to the point, 

there is no organization or procedure through which 55 separate 

state and territorial legislutures can act in concert on a 

program such as we propose. Nor is there a precedent, to my 

knowledge, for it. But there is abundant, many would say much 

too abundant, precedent for federal involvement in such a 

national program and we believe it will s~rve the national 

interest well. 

Among other things, the work of the s,n would implement., 

and enhance the work of the Federal Judicial Center, the 

National Institute of Justice and the Bureau of Justice 

statistics. We think it will provide a vehicle by which the 

Department of Justice and the judiciary committees of the 

Congress can factor the role of state courts into their 

thinking as they consider legislation impacting on the total 

justice system; state as well as federal. 

We think the SJI will promote a healthy competition for 

excellence between our various state systems, as well as with 

the federal courts, and use to the fullest the marvelous 

laboratory for experimentation in new approaches provided 

by the 50 independent state courts under our federal sys~em. 

Finally, we think the SJI respects the separation of 

powers and makes federal what is best done at the national 

level while leaving the basic responsibility for the administration 

of justice to the states where it belongs. This is our 

understanding, at least, of what the federal system is all about. 

In suw.~ary the State Justice Institute has been proposed 

by state judicial leaders as a mechanism by which they can 
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focus attention on the many common issues facing them and deal 

with these issues in the most appropriate and efficient 

manner. Our experience with LEAA funding, however brief, 

taught us how much we could accomplish with even very limited 

amounts of discretionary money, the kind of money that we 

simply have not been able to obtain for many reasons, from 

state legislatures, who tend to be afflicted with what 

Prof. Maurice Rosenberg hus termed the disease of "erratic 

thriftiness" but whose attention is understandably directed to 

state level and not national level concerns. 

Programs for judicial improvement or reform, as those of 

us here know to our regret, have rarely if ever attracted 

significant grass roots support. It is the failures of our 

justice system, not its struggles to succeed, that attract 

the attention of the media and the public-at-large. More than 

with most government functions, it seems, that tends to leave 

the full burden of change on the few of us charged with the 

operation and oversight of the system. 

state judicial leaders I as evidenced by the work of the 

Conference of chief Justices and other organizations of the 

judiciary, want to and are the ones who can best improve their 

systems. But we face an extraordinarily complex set of problems 

within a vast judicial system that includes the courts of the 

District of Columbia and the territories, and stretches from 

Puerto Rico in the South Atlantic across the continent to 

Alaska and Hawaii and on to the island of the far western Pacific. 

We need a resource that will help us keep abreast of the many 

changes impacting on the courts which now take place with 

such extraordinary rapidity in an ever more bewildering, and 

for the judiciary as well as others, more ftustrating world. 

State courts, which include, of course, the local courts 

of our state systems, involve many thousands of personnel and 

budgets ranging into the hundreds of millions. They deal with 

p: 
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human conflict and we will not soon run out of work, or devise 

perfect solutions. But we will continue to try and with your 

help, and the state Justice Institute, we are confident 

we can achieve significant and continuing progress. 

My colleagues are prepared to expand on these introductory 

remarks and we will be pleased to respond to any questions you 

might have. 

Senator HEFLIN. Thank you. 
Mr. Adkins, we are delighted to have you as the chairman of the 

National Conference of State Court Administrators. 

STATEMENT OF WILLIAM H. ADKINS II, STATE ADMINISTRA
TOR FOR THE COURTS OF MARYLAND; CHAIRMAN, NATION
AL CONFERENCE OF STATE COURT ADMINISTRATORS 

Mr. ADKINS. It is a pleasure for me to be here before the subcom
mittee and to state the continued support of the Conference of 
State Court Administrators for the concept of the State Justice 
Institute Act as set forth in S. 537. 

I am tempted to say that little has happened since our prior 
hearings here in 1979, in the fall of 1979, in support of the then 
version of this legislation except for the demise of LEAA. 

Before this act LEAA was a sick patient. The prognosis was 
death and that prognosis is true. 

A great deal of other things have happened which stress the 
need for the State Justice Institute. They have all been touched 
upon by Chief Judge Cooke and by Justice Utter, the continuing 
growth in State court caseloads, the trend which I think is also 
growing for the handling of what once were thought of as primar
ily F'ederal cases in the State courts, and of course the continuing 
decision by State courts of Federal constitutional questions as well. 

The changed attitude in State legislatures which, as you well 
know, sir, never were all that friendly toward the State courts in 
the first place, but which are now falling under the influence of 
further fiscal conservancy and making it difficult for State courts 
to obtain minimum funding needed to run their operations, let 
alone funding to do some of the things that the State Justice 
Institute would do which simply cannot be done on a State court 
level. 

Therefore, it seems to me that things have happened since our 
hearings in 1979, and all of them demonstrate very forcefully the 
need for the State Justice Institute Act. 

Even if LEAA were still with us, it would seem to me that this 
legislation would be required, because, as pointed out at the former 
hearings, and as pointed out this morning, the State courts need 
the kind of support in a broad spectrum way across the law, not 
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just focused on criminal law, that this act will give but which 
LEAA legislation did not and was not designed to do. 

For me to say more would be redundant in view of the compre
hensive and eloquent remarks of Chief Judge Cooke and Justice 
Utter. Let me close simply by saying again that the Conference of 
State Court Administrators continues in its enthusiastic support 
for the State Justice Institute concept. 

Senator HEFLIN. Thank you. I think we had very full hearings 
before, and they will be made part of the record here. I have a copy 
of them here, which seems quito voluminous. 

I do not believe I have any questions I want to discuss at this 
point inasmuch as they have been fully covered in the previous 
record as well as our being brought up to date by your very 
succinct and erudite statements. 

We have the chief counsel of the House Subcommittee on Courts, 
Civil Liberties, and Administration of Justice here. 

Mike, have you any questions you would like to ask a member of 
the panel or the panel as a whole? 

Mr. REMINGTON. No. I hold the gentlemen at the witness table in 
grea.t esteem. I hope they will put themselves at the disposition of 
the House subcommittee as it looks forward on our counterpart bill 
H.R.2407. 

Senator HEFLIN. Anything further? [No response.] 
If not, we will conclude the hearing. We appreciate your being 

here. Hopefully we can move forward. 
[Whereupon, at 12:05 p.m., the subcommittee adjourned, to recon

vene at the call of the Chair.] 

THOMAS I. O'BRIEN 

CHAIRMAN 

270 PARK AVeNUE 

NEW YORK 10017 

212 551-6095 

APPENDIX 

ADDITIONAL SUBMISSIONS 

THE ASSOCIATION OF THE BAR 

OF THE CITY OF NEW YORK 

42 WEST 44TH STREET 

NEW YORK 10036 

COMMITTEE ON PATENTS 

May 13, 1981 

Honorable Robert J. Dole Chairman 
Subcommittee on Courts ' 
2213 Dirksen Senate Office Building 
Washington, DC 20510 

Re: § .21 

Dear Senator Dole: 

~he Committee on Patents of The Association of the Bar f 
~he 9~ty of New York is disappointed to hea:r of the limited 0 

ear~ngs on S.2l. It considers this bill to be controversial 
and ~t wanted very much to testify against this bill. ' 

~or ~he record, I am stating below the Committee's positions 
~n ~h~s b~ll, and I enclose six copies of this letter for distri
ut~on to each of your subcommittee members. 

~e Committee on.Patents of The Association of the Bar of 
the C~~y of New York ~s opposed to S.2l, insofar as it relates 
to.a ~~tnglfe chourt of Appeals for patent cases. A substantial 
maJor~ Y 0 t e Committee believes that; 

1 (~) The pro~os7d ~in~le Federal Appellate Court with 
~~c us~ve patent JurLsdLctLon will :result in undue concentra
fLon 0 ~ow7r o,:er the entire patent system in the hands of a 

ew specLalLst Judges in Washington!. DC. 

h d (~) The geographical checks and balances that for two 
un re years have been contributed to our patent s stem b 

~ppellate ~our~s spread across the United Statl:s ana staff~d 
':{ generalLst Judges reflecting the wisdom of their reg'; s 

wLll be lost. - -Lon 

(3) A key strength of the present appellate struc'cure 
t~at most of ~s who are trial attorneys see and are convinced 
wLll be lost loS the keen and objective ability of the 
non-techr:tically trained federal appellate judge:,; to re~~~~:nt 
complex ~ssues regardless of subject matter. 

(373) 
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Honorable Robert J. Dole, Chairman 
Subcommittee on courts 

- ~--- --------

Page 2 
Hay 13, 1981 

(4) A single specialized patent appellate court is a step 
that will ultimately take the patent system out of the mainstream 
of jurisprudence. 

(5) Inadequate consideration has been given to the inter
relationship between appeals from the Patent and Trademark Office 
to the proposed Court of Appeals for patent cases and appeals from 
the District Courts to the same Court of Appeals. Under the new 
Reexamination procedure (P.L. 96-517), either party to a pending 
litigation before a District Court could promote a Reexamination 
proceeding in the Patent and Trademark Office that could then go 
to appeal on a restricted record to the Court of Appeals for 
patent cases. A decision by that court is likely to be accorded 
considerably undue weight by the District Court because the lat
ter's decision will eventually return on appeal to the same Court 
of Appeals. Unwittingly, an unsuccessful party in an essentially 
ex parte Reexamination proceeding is being short-changed on having 
a full day in court in an inter-partes contest. 

A minority of the Committee con tinues to favor the bill, 
insofar as it affects patents, because they feel that a specialized 
appellate court will provide greater predictability in the assess
ment of the validity of patents and will not harm the system since 
paten~will remain in the mainstream of jurisprudence at two of 
the three federal court levels, i.e. District and Supreme. 

Thank you for your consideration. 

TIO:fv 
cc: Hembers of the Committee on Patents of 

the Association of the Bar of the City 
of New York 

Janet E. Berry, Esq. 
Steven J. Bosses, Esq. 
Kenneth A. Genoni, Esq. 
Jules E. Goldberg, Esq. 
Philip T. Shannon, Esq. 
Stanley L. Amberg, Esq. 
Curtis W. Carlson, Esq. 
Robert I. Pearlman, Esq. 
Joseph J. Previto, Esq. 
George W. Whitney, Esq. 
Lawrence G. Kastriner, Esq. 
John A. O'Brien, Esq. 
William E. Pelton, Esq. 
David W. Plant, Esq. 
John C. Vassil, Esq. 

Oscar H. Ruebhausen, Esq. 
William A. Delano, Esq. 
Adlai S. Hardin, Jr., Esq. 
Robert H. Kaufman, Esq. 

Sinc~p=lY ~~rs '. 

/. ,}l ) . l~l(1. .'(... 
Thomas '1': QFBrien 

I , 
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NATIONAL SMALL BUSINESS ASSOCIATION 
NSB Building. 1604 K Street, N.W. 
Washington, D.C. 20006 .. Telephone (202) 296.7400 

STATEMENT OF 

NATIONAL SMALL BUSINESS ASSOCIATION 

SUBMITTED TO 

COURTS SUBCOMMITTEE 

SENATE COMMITTEE ON THE JUDICIARY 

IN SUPPORT OF A 

SINGLE FEDERAL COURT OF APPEALS 

MAY 18, 1981 

"It is the declared policy of the Congress that the 
Government should aid, counsel, assist, and protect, 
insofar as is possible, the interests of small busi
ness concerns in order to preserve free competitive 
enterprise •.• " 

(P.L. 85-536, as amended 
Section 2(a), Small Busi
ness Act.) 

Not affllJaled wllh the U.S. Government 

FOUNDED 1937 
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The National Small Business Association (NSBA) appreciates this 

i S its support for the efforts of Senators Dole and opportun ty to expres' 

DeConcini to create a new Court of Appeals for the Federal Circuit. 

The NSBA represents 50,000 small businesses, many of whom are the 

small, high technology companies that have made such mighty contributions 

to America's economic growth since World War II. It has been well estab-

study that small businesses created most of the new lished in study after 

jobs for our workers; produced most of the important new inventions 

that substantially raised our standard of living, and which continue to 

conduct aggressive research and development that is so important to 

our continued well-being. Despite this distinguished record of past 

achievement, today many of our members feel like "shackled giants of 

words of Eric Schellin, the Chairman of the Board of innovation" in the 

Directors of NSBA. There are many reasons for this feeling, but one 

very important factor is the present weakness of the U. S. patent system. 

Thomas Jefferson designed our patent system to stimulate innovation by 

protecting the riglts 0 l.nven ors. 1 f · t Unfortunately, the present system is 

frequently used to plunder those least able to protect themselves! 

This Committee has acknowledged the problem and' led the fight to 

correct it. Last year The National Small Business Association enthusias

tically supported the efforts of Senators Bayh and Dole that revised 

Government patent policies and created patent re-e~amination. The 

Senate Judiciary Committee accurately summed up the feelings of many of 

our members with the patent system in its report which stated, "A related 

problem is that the legal costs of court proceedings (estimated to easily 

reach $250,000 to each party) often prevents independent inventors and 

----------- --------
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small businesses, from adequately defending their patents against large 

competitors. This situation has a very chilling effect on t:lOse, small 

businesses and independent inventors, who have repeatedly demonstrated 

their ability to succe~sfully innovate and develop important new products. 

Patent re-examination will greatly reduce, if not end, the threat of 

legal costs being used to "[,lackmail" such patent holders into allowing 

patent infringements or being forced to license their patents for nominal. 

fees. 

Unfortunately re-examination alone will not end the abuses of the 

system that are so detrimental to our economy, because the district, 

courts are not using the same standards of patentability. Patent re-exa-

mination cannot correct this deficiency. As the Committee has heard many 

courts are known as "pro-patent" or "anti-patent" courts. Many of our 

members who spend millions of dollars and years of efforts developing new 

products find themselves being dragged into "anti-patent,i courts where 

their patents are challenged and found invalid. Often the mere threat of 

spending $250,000 in legal expenses is used to intimidate the small 

business into permitting infringements or into agreeing to bargain basement 

licenses. In order for the Committee's goals to be met, re-examination 

must be coupled with the new court enforcing a single standard of patenta-

bility to discourage predatory practices. We, therefore, support the 

Court of Appeals for the Federal Circuit and urge its adoption. 

It should be' clear that we are not asking for the creation of a 

"pro-patent" !i'uper court. What businesses need in order to make their 

day to day judgements is reliability. When patents are routinely found 

not worth the paper they are printed on everyone ultimately suffers because 

innovation is discouraged. innovative companies now find that a patent's 
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worth varies according 'co where the trial is being held. This practice 

hurts all businesses, but is especially burdensome on small companies 

who cannot afford large legal staffs frequently found in big corporations. 

Our members have demonstrated their ability to explore new tech-

nologies that larger corporations will not pursue. The reason is risk. 

Innovation is expensive and risky, frequently leading to blind alleys. 

In order to compete against larger competitors, small businesses must 

accept this greater risk. The incentive is producing a better product 

that can carve out a place in the market. The patent system was ini-

tially designed to encourage risk-taking by offering a period of exclu-

sivity to the inventor in exchange for public disclosure of the invention. 

Small companies especially need this protection to recoup their investmen~ 

and advertise their product which is often entirely new to the public. 

When small companies relying on patent protection are commonly viewed as 

innocents waiting to be fleeced by larger predators, everyone suffers 

because the source of successful innovation is blocked and discouraged. 

The creation of the new Court of Appeals for the Federal Circuit will 

encourage our membership because it introduces more certainty into the 

system. It's creation is also a signal to innovative companies - large 

and small - that this Committee and this Congress is offering more than 

rhetoric when it speaks about revitalizing American industry. 

In closing we would like to comment on a charge being made by 

some litigating attorneys who stand to lose a lucrative practice through 

the creation of the new court. They are now saying that this court would 

be controlled by big business and that we should oppose its creation. The 

National Smali Business Association rejects this charge. The creation of 

the new court would couple with patent re-examination to reduce predatory 
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patent litigation by imposing greater certainty on the whol~ system. 

It will help to end litigation being used to intimidate small businesses. 

The court would also remove the threat of suits being filed in districts 

which have historically been "anti-patent" because the standards used 

in the Court o~ Appeals would soon find their way to all the district 

courts. 

The National Small Business Association believes in a strong, 

dependable patent system because it benefits everyone by stimulating 

the economy. This is not a goal that can be attained overnight or through 

the passage of one bill, but the passage of this legislation is a signi-

ficant step in the right direction. W I k f d k e 00 orwar to wor ing with you 

to assure its passage. 

o 






